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Chapter 1 - Introduction pp.  1

I.P. includes: copyrights, trademarks, unfair competition, trade secrets and allied fields.  Focus on the 

statutory and regulatory scheme of patents as interpreted by the courts and USPTO.  A fundamental 

importance of patent law as applied to the modern world is its pursuit of technical knowledge.  Mark 

Twain: AA country without a patent office and good patent laws was just a crab and couldn’t travel any way 

except sideways and backwards.”

§1.1 Casebook Overview pp.  2

`Starting point is patent eligibility governed by 35 USCA ' 101.  What is the precise scope of subject matter covered by patents?  See chapter 2.  Chapter 3 deals with the utility requirement.  Chapter 4, 5, and 6 address novelty.  Chapter 7 and 8 deal with the nonobviousness standard along with the sorts of technology eligible.  Chapter 9, 10 , and 11 patent prosecution.  Chapter 12 patent acquisition\inequitable conduct\double patenting.  Chapter 13 post-grant procedures.  Chapter 14 patent acquisition outside the U.S.  Chapter 16 defenses to infringement.  Chapter 17 remedies.  Chapter 18 and 19 enforcement, licensing, misuse, and patent antitrust.  Chapter 20 other forms of protection.  In this course we will focus primarily on utility patents.  

§1.2 Foundations of the U.S. Patent System pp 4

Bonito Boats Inc.  v.  Thundercraft Boats, Inc.  

Article 1 ' 8, Clause 8 gives Congress the power “to promote the progress of science and useful arts by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries.”  Patent laws embody a balance between need to promote innovation and the recognition that imitation and refinement are both necessary and the very life blood of a competitive economy.  Patents may not be of an unlimited duration.  The first Patent Act of 1790 bestowed a fourteen right of exclusion as well as an agency known as the “Commissioners for the promotion of useful arts.”  Consisting of Sec. State, Sec.  War and AG any two could grant patents.  Today’s statute is very similar to that act.  Relevant statutory provisions new and useful 35 USC ' 101, also ornamental design for article manufacturer 35 USC ' 171, novelty 35 USC '' 102a, b.  A and b act in tandem to exclude knowledge already available to public.  Limited monopoly is all that is given once the veil of secrecy has been lifted must choose the protection of a federal patent or dedication to public at large.  Even if “novelty and utility” requirements are met doesn’t qualify for protection if its is anticipated by prior art in the field (nonobviousness).  The ultimate goal of the patent system is to bring new designs and technology into the public domain through disclosure.  Protection for designs previously disclosed conflicts with this purpose.

Notes, p.8 

2.  The dual grant - Two grants of power by the IP clause (1) copyright system (2) patent system.

4.  Promoting progress - Questions whether the patent system achieves its stated purpose of progress i.e. would a showing that system hinders progress render grant of patents unconstitutional

5.  Patent term - term of patent is 20 years measured from the date inventor files.  Would Congressional extension to 150 years be unconstitutional?

6.Inventorship - who is entitled to a patent?  Addressed in more detail in Chapter 12 addresses the question who is entitled to a patent as in the case of employer\inventor.

§1.3 Origins of the Patent System pp.  9 Has its roots in English and Continental systems.  

A.  Introduction - Many people give credit to a single nation but editor doubts the veracity of this.  Instead our system has a multi-cultural heritage not easily assigned to one source.  Our discussion traces the US system’s dual roots (1) English Colonial heritage (2) Parallel Continental systems found in Venice in 15th century possibly stemming from Germanic mining claims.  

B.  Early European systems - English, Germanic, Tyrolean, Venice, France

B.1 Tyrolean-Venetian. 

Venice was world patent center from 15th century to middle of 16th century.  Germanic patents to water mines credited with this prominence.  Patent incentive arose to encourage exploration for new deposits as well as to encourage development of water draining technology.  As Venicians conquered they adopted the Tyrolean system according to Kaufer, but more orthodox view is that the Mediterranean guild system gave power to regulate crafts and trade to guild.  This is the more accepted view that this system spread to Venice to foster innovation.  First patent law is said to be Venitian Act of 1474.  But the first grant supposedly took place in Florence in 1421.  Early Venitian patents, dual rights, (1) exclusionary (2) operate invention free from guild interference.  Sometimes purpose of grant was not to encourage discovery but rather to introduce existing foreign technology.  

B.2.  The early French system.  

French system’s leading example of registration where technical experts conduct no substantive review of the merits of an invention for which a patent is claimed, review of the merits is left to the courts in later enforcement actions.  After the French Revolution first modern French statute ‘ French Act of 1791.  Featured precedence of filing date in disputes.

B.3.  The English system.  

English system used patents to introduce technology and take away important favored areas from the public.  Example: playing cards monopoly.  This monopoly was struck down by the King’s Bench in Darcy in 1602 Parliament codified Darcy in the 1624 Statute of Monopolies.  Principally designed to proscribe grants that remove something from the public domain.  

C.  The United States system - 

Extends back to Mass.  Law of 1641.  9 out of 13 colonies gave rewards but not necessarily patents providing exclusive rights.  

C.1.  Non-patent Colonial privileges.  

Some early Colonial acts were not patents per se but compulsory licenses and fee agreements.  One inventor who made extensive use of this system was Oliver Evans for the grain elevator.  An example of one of his patents provided not for injunctive relief but for mandatory penalties for infringement.  In Evans case, $100 for each event.  And a New Hampshire statute, progressive penalties for subsequent infringements.  Evans was also the first to obtain a patent extension.  Chief Justice Marshall confirmed the broad rights of Congress to grant extensions.  

C.2.  British patents with effect in the US.  Pennsylvania: British patents given effect for that territory through a registration process.  Example - 1717 grant to Masters for curing and refining Indian corn.  

C.3.  The Constitution and early patent laws.  Charles Pinckney in particular was concerned about IP at the Constitutional Convention.  He is credited for introducing the need for an IP clause.  He was in the South Carolina legislature in 1794 during the creation of one of the more detailed Colonial patent statutes.  He also served on the Capital Committee on detail at the Convention which received his proposal for a national power, acted on it, and recommended the current language found in the Constitution. 

In re Bergy Article 1, ' 8, Clause s 8 and 18: (The Congress shall have Power) * * * (8) To promote the Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries; * * * (And) (18) To make all Laws which shall be necessary and proper for carrying into Execution the foregoing Powers * * *.  Reviews the dual nature of the grant and the fact that the Constitutional Clause neither gave to nor preserved an inventors any rights and set no standards for the patentability of individual inventions it merely granted a broad power of Congress to bestow the “exclusive right” for a “limited time”.  

C.4 Transitional patenting.  Even after federal system established, states continued parallel grant.  Usually such parallel grants included a recognized conflict with federal patents and expired upon issuance of the federal patent.  While federal preemption might be self evident their initial status was unclear.  It was not until well into the 19th century that state patents were specifically proscribed.  Even C.J. Marshal refrained from reaching this conclusion, but put in the context of the tenuous nature of the early courts this is not surprising.  Preemption is now crystal clear.  O’Connor: “the offer of federal protection from competitive exploitation of intellectual property would be meaningless in a world where substantially similar state-law protections were available.

C.5 The 1836 Patent Act - Significant formalities added: application for patent by inventor, inventor’s oath, pre-filing date priority with the filing date only prima-facie date of invention, no publication of application till grant.  From this time until depression, patents received favorably by the public and courts.

D.  Parallel Evolution of the Continental Systems.  Venetian System said to be just a further  evolution of the Germanic system, since it came from the Tyrolean, which came from Germanic.  The German system therefore does not have these same roots.

D.1 The German System.  Credited with the “first to file” priority for patent application.  

D.2 Continental Hostility to Patents.  German neighbors were particularly hostile to patents.  Swiss abolished their system in 1850.  Dutch also had none from 1869-1912.  

D.3 European Treaty Leadership.  Foundation for international patents in late 19th century in Congress in Vienna.  Brussels revision in 1900 further modified treaty.  

E.  Patents in the Twentieth Century

E.1 US Developments.  Depression brought distrust of patents due to antitrust sentiment.  Although statutory schemes in place, actions on them often treated as antitrust violations.  Developed tests for “inventiveness” that were more strict.  Hand approach: “the inventiveness test is as fugitive, impalpable, wayward, and vague a phantom as exists in the whole paraphernalia of legal concepts.”    These factors served to erode the incentives of patent system.  Most patents of this era were struck down: “Only valid patent is one court has not been able to get its hands on.”  WWII brought innovativeness and invention.  World economic leadership following war force US to provide incentives to R&D.  This created judicial confusion and led to the 1st real revision to the system: The Patent Act of 1952.  Created an objective test for nonobviousness v.  the existing subjective test.  Conflicting Supreme ct.  opinions created further lower court confusion however, leading to Hruska Commission in 1972.  Conclusion of Commission was to recommend a special appeals court for patents but this was not adopted.  In 1978, however, the Office fro Improvements in the Administration of Justice recommended creation of Ct of App.  For Fed, Cir., and this suggestion was taken in March of 1979.  This created some precedent that was easier to make sense of.  

E.2 World Patent Harmonization.  After WWII the cornerstone of the EPC was the 1963 Convention on the Unification of Certain Points of Substantive Law on Patents for Inventions (Strasbourg Convention) created worldwide rights for inventors.  EPC established patent eligibility criteria and a single granting authority.  A filing in the EPO may later mature to several individual national patents.  EPC doesn’t displace national patens, it exists alongside them.  In the US the Patent Cooperation Treaty (PCT) in 1970 opened in Washington open to any country participating in the Paris Convention NAFTA and Trade-Related Aspect of Intellectual Property of the WTO (TRIPS) provided further measures of substantive reform such as uniform standards and terms.  Editor believes that TRIPS is particularly revolutionary for IP for signatory countries such as India, in that it forces them to adopt stronger IP laws.  

F.  Further Reading- Sha, as if!

§1.4 Forms of Patent Protection pp.  28

A.  Utility Patents- Issued for a new, nonobvious machine, manufacture, composition of matter or process.  If a patent is referred to we can assume it is a utility patent.  See wheelbarrow patent “ pp.  29-32.

B.  Design Patents - a new, original and ornamental design for manufacture.  35 USCA ' 171.  Patent itself usually consists of drawings.

C.  Plant Patents- Not what I initially thought it was.  Available to anyone who invents or discovers and asexually reproduces any distinct variety of plant, including cultivated sports, mutants, hybrids, and any newly found seedlings, other than a tuber propagated plant or a plant found in an uncultivated state.  35 USCA ' 161.  

D.  Patent-Like Plant Variety Protection - Plant Variety Protection Act (PVPA).  Protection available on a novel variety sexually reproduced plant.  This is outside purview of PTO, however, housed in Dept.  of Agric.

§1.5 Nature and Function of the Patent System pp.  33

A.  Economic Rationales 

A.1 Eisenberg Article - Outline the incentive to invent that the patent system provides through limited monopolies.  Free-riders drive down price to the point where there is little or no return on investment.  Counter-argument to this is the monopoly reduces the societal benefit. It is open to question as to whether an outright monopoly is required to produce an incentive to invent.  A 2nd objection is that patent incentive distort economic activity thus undermining efficiency and driving the need to recover a ROI on substantially increased R&D.  People overload on R&D to get the potential monopoly.  3rd, it potentially stifles other researchers other than patent holder, or force competitors into duplicative solutions.  She also outlines the incentive to disclose side of the patent system incentives.  This rests on premise that without protections inventors would keep things secret in order to keep their piece of the pie, thus providing an incentive to disclose that which they would otherwise keep secret.  Economists question this theory because of the development of reverse engineering.  Likewise, secret tech that can be exploited by inventor can likewise be exploited by infringer.  She does concede that patent system at least facilitates disclosure, by creating rights that survive disclosure.  She asserts that technological advance is effected by economic stimuli (really?).  Studies of the technology advances between systems with and without systems may be flawed because of the free-riding of those without systems.  Other theories in support of the patent system is the incentive to innovate and the prospect theory.  Under the incentive to innovate theory, due to the considerable cost to bring a product to market after invention, there is incentive needed to induce inventors to put invention to practical use.  The limited monopoly grant accomplishes this.  Joseph Schumter is credited with the theory that monopolies are conducive to innovation.  He focuses on distinguishing innovation and invention.  But Edmund Kitch gives a more detailed analysis of the post-invention process called the prospect theory.  According to this theory the patent system promotes efficiency in the allocation of resources to the development of existing inventions by awarding exclusive, publicly recorded ownership in technological “prospects” shortly after their discovery.  (“get it?  Prospect theory like the prospectors in the early west.)

A.2 Additional Theories.  Rent Dissipation Theory, and Race to Invent Theory.  

This section doesn’t explain the additional theories, it just essentially lists and cites them for those that might be interested.

B.  Philosophical Rationales - Legal scholars view patent system as one of property.  Locke’s 2nd  Treatise on Govt.   1690.  Locke considers that God created all individuals with equal rights, and the individual is possessed of not only his own person but also the labor of his body and the work of his hands.  Thus the property theory.  Hegel on the other hand, felt that the property concept should be extended further to include expression and creativity.  Despite this analysis as a property concept the Patent System remains 1st and foremost a system of technological evaluation.  

§1.6 Other forms of IP Protection pp.  48

A.  Trademarks - the amount and type of protection a TM receive depends on its classification as generic, descriptive, suggestive or arbitrary in ascending order.  Generic Abread”, Asugar” receive no protection.  Descriptive TM get protection if they have achieved a secondary meaning that is associated with a particular product   Suggestive TM do more than describe but require some thought to make the association with a particular product.  AOrange Crush.”  Arbitrary TM such as Kodak is highly protected.  Protection is for the duration of the TM.

B.  CY are available for literature, music, drama, dance, pictures, movies, recordings.  Not the idea but the expression of the idea that is protectible.  Literary works has been held to encompass computer programs.  Original works of authorship sets a very low threshold for originality in that it need only be original to the author.  Protection applies from the moment of expression in any tangible medium not transitory.  Protection lasts for life of author + 20 years.

C.  Semiconductor Chip Protection - Act of 1984 was enacted because of it was impossible for inventors of microchips to meet either the nonobviousness requirements for patents nor were they considered a work of authorship.  This act allowed their registration “ the CY office, obtaining an exclusive right to mfg & distribute them for a period of 10 yrs.  

D.  Trade Secrets - This is primary alternative to the property scheme established by patent system.  Inventor can either keep tech.  As a trade secret or get a patent.  Thus it falls within the purview of unfair competition.  And is governed by that act of 1979, as well as the Rest 3rd on Unfair Comp.  

D.1 
Rockwell Graphics Systems, Inc.  v.  DEV Indus., Inc. - pp.  52 

Misappropriation of trade secrets case.  Rockwell mfg.  Newspaper printing presses, and brought suit v.  DEV.  Dist.  Ct.  granted Summ.  J for DEV upon rec.  Of magistrate who concluded that Rockwell had no trade secrets b/c they had not taken reasonable steps to protect secrecy.  Rockwell gave part-piece drawing to various vendors to mfg replacement parts.  Two executives left to take positions with DEV.  One was actually fired when he got caught by a security guard taking drawings.  DEV claimed (1) that the part piece drawings belonging to Rockwell that were in their possession at the time of discovery were obtained legally, either through vendors who might have violated confidentially or other Rockwell customers, but were unable to specify from whom they got them.  They contended that the part-piece drawings were not trade secrets at all since they had been made available to vendors and customers alike.  H/W, the court distinguished b/w the drawings available to customers because they are assembly drawings, and Rockwell contends that the part-piece drawings that are available are of old obsolete parts, for which it would not want protection.  The ct hold that the mere fact that RW made the drawings available to vendors does not mean that they forfeit trade secret protection.  DEV further argues that RW did not place any  limitations on copying nor did they  insist on their return, that they could have done more to protect the drawings, and that since they did not they should not be entitled to protection.  The court outline 2 theories for trade secret protection.  Under the 1st theory, the  must prove the _ obtained the ‘s trade secret by a wrongful act.  RW can meet this burden by proving that the means by which DEV could have otherwise obtained the drawings is minimal: deduction.  Under the 2nd theory, the owner’s precautions have evidentiary value to the extent that the prove trade secret’s value.  i.e. if owner has expended only paltry resources in protection then owner should not be entitled to protection of the law.  Ct.  hold that in most circumstances the question of what were reasonable steps to precaution is an inappropriate question for Summ.  J.  because of the balancing of costs that vary from case to case necessarily creating fact issues that preclude Summ.  J.  Case was reversed and remanded.

Notes pp.  58.
1.  Efforts to maintain secrecy need not be absolute, only reasonable.  

2.  The Economic Espionage Act of 1996 makes trade secret misappropriation a Federal crime.

3.  Mere filing with USPTO does not render trade secrets to the public domain, but disclosure through publication does.

4.  Efforts to disclose only partial process and maintain other parts as trade secrets is discouraged, because of the underlying purposes of the patent system, and tuns the risk that the patent will later be declared invalid.

5.  Protective orders may be issued to protect trade secrets during litigation.

6.  Must be a demonstration that the information for which protection is desired must be valuable.

D.2.  Appropriation - Liability can accrue for Trade secret misappropriation 2 ways: (1) acquisition through improper means or (2) the use or disclosure of a t-s through a breach of confidence, abuse of a confidential relationship, or by accident or mistake.  Improper fraud, theft, interception etc.

E.I Dupont DeNemours & Co.  V.  Christopher - pp.  62   

Industrial espionage case.  Where Chris topers were photographers hired by an unknown third party to take aerial photographs of a new DuPont plant construction in Beaumont.  DuPont contended that it had developed a highly secret by unpatented process for producing methanol which gave DuPont a competitive advantage over other producers.  The area photographed by the Chris topers was the plant construction portion designed to product methanol by this process.  Court granted DuPont motion to compel Chris topers to divulge the name of their client and also granted Chris topers motion to obtain immediate appellate review of the courts finding that DuPont had stated a claim upon which relief could be granted.  Chris topers contend that they have committed no actionable wrong because action was conducted in public air space violating no government standard, breaching no confidential relationship, nor engaging in any fraudulent or illegal act.  Chris topers contend that for appropriation that there must be a trespass, illegal conduct, or a breach of a confidential relationship.  Court disagrees saying that although previous cases have dealt with such behavior, the rule is much broader than heretofore encountered.  Court says question boils down to whether aerial photography is an improper way of obtaining another’s trade secret.  Court feels this is the case and thinks that this would fall within the meaning of Brown at the top of p 65 especially in light of the process of reverse engineering.  Court holds that this is consistent with the view of the Restatement and further espouses that commercial privacy must be protected from espionage which could not have been reasonably anticipated or prevented.  To require DuPont to put a roof over the unfinished plant to guard its secret would impose an enormous expense to prevent nothing more than a school boy’s trick.  Public policy considerations dictate this as an improper means of discovering trade secrets.  

Notes p.  67
1.  Rules of acquisition - rehashes public policy considerations for trade secret protection.  

2.  Other cases - questions how far this protection should extend

3.  Breach of confidence - Restatement ' 41 creates a duty of confidence by express agreement 

D.3 
Remedies - both monetary and injunctive relief available under appropriate circumstances.  Monetary relief ‘ pecuniary loss caused by the appropriation.

Kubik, Inc.  v, Hull p 68.  

Breach of confident relationship, trade secret misappropriation case.  Kubik Mfg.  of hydrostatic drive units for use in transfer and conveyor systems alleged Hull had misappropriated trade secrets relating to its Kubik hydrodrive.  Hull was a salesman and VP for Kubik and forwarded engineering data to codefendant Phillips.  Question before the court is whether the unrestricted public sale of at least 22 hydrodrives prior to Hull’s employment rendered the design information readily ascertainable.  Court says no basing its decision on a number of factors numbered at the middle of page 69.  Court then examines the appropriate remedy, namely a permanent injunction issued by the trial court.  One view is that those who obtain trade secret information unfairly may be permanently enjoined.  The contrary rule is that where trade secret to public injunctive relief is inappropriate and should be limited to damages or at most temporary injunction.  Court holds the latter rule preferable saying that a temporary injunction is more appropriate in conjunction with damages.  Lower courts decision vacated and remanded.  

End of Assignment #2 pp 1-72

§1.7 Federal Preemption pp.  73

chapter 1

trade secrets exercise

You work as a patent attorney in a major metropolitan area.  One day, a Mr. Boulanger comes to your office seeking advice.  You recognize him as the proprietor of a local bakery shop.


“I need your assistance,” Mr. Boulanger says, with obvious concern in his voice.  “About two years ago, I developed a formula for low-fat chocolate chip cookies.  My products have a homemade taste—that is, they have a crunch exterior, but a chewy center—but only a fraction of the calories of traditional chocolate chip cookies.  I’m selling more cookies than ever before and I want to maintain our unique taste.  My trouble is with my former employee, Ms. Cynthia Sisyphus.  She left my company a few months ago to start her own bakery shop.  Now she has begun to market her own cookies under the trade name ‘Infamous Sisyphus.’  The cookies taste just like mine!  I’m certain that she stole my secret recipe!’


“Once I tasted one of Sisyphus’ cookies, I immediately called her.”  Mr. Boulanger explains.  “She claimed that my recipe was simply part of the general knowledge and skills associated with her employment.  Her precise works were: ‘I’m a baker.  My entire set of professional skills consists of knowing various recipes.  The only way you would get me to forget how to make chocolate chip cookies would be to perform brain surgery.’”


You ask Mr. Boulanger about the conditions surrounding his cookie recipe.  He explains, “Well, I’ve written the recipe on an index card in my office.  The card has the legend TOP SECRET written at the top.  I store the index card in my desk, which is ordinarily locked.  However, I have other files in my desk, so my accountant, bakers, and other employees need access.  Right now I guess about five of my top people have a key to that desk.  We’re a small company, and I’m usually too busy tinkering with the ovens to stand guard by my desk.”


Next, you ask Mr. Boulanger about the terms of the employment contract between his company and Ms. Sisyphus.  He responds, “Well, we didn’t have a formal contract.  I think you lawyers call this arrangement ‘employment-at-will’ or something like that.  But everyone in the bakery business should know that our recipes are confidential.  That’s how we distinguish ourselves from our competitors.  No honest baker would walk out and take a proprietary recipe with him!”


Finally, you inquire as the details of Mr. Boulanger’s secret recipe.  After swearing you to secrecy, Mr. Boulanger details a complex set of ingredients and cooking instructions.  In essence, he substitutes fructose syrup, polydextrose, guar gum and various bulking agents for a portion of the more traditional cookie ingredients such as shortening and sugar.  These ingredients are then mixed in a precise order and then baked at steadily increasing temperatures until the cookies are complete.  “In this way, I can maintain a wonderful taste yet cut the calories and fat by nearly 20%.”


“We may seem like a small company now, “ Mr. Boulanger continues, “but I’ve got big plans for us.  We want to establish retail outlet to sell our cookies domestically and abroad.  My market analyst has predicted that our chocolate chip cookies could generate sales of $15 million annually.  We could base our entire business on it!  Sales of our cookies could continue for ten years or more!  Plus . . . nobody could ever guess the secret ingredients that make my cookies special!  I’m wondering—is this the kind of thing I can get a patent on?  And if so, should I try to get a patent on my recipe or keep it as my own secret?”


“But the most important point is my problem with Ms. Sisyphus,” Mr. Boulanger concludes.  “Will I be able to stop losing a lot of dough to her bakery . . . or is that just the way the cookie crumbles?”


How would you advise Mr. Boulanger concerning his chocolate chip cookie recipe?


Mr. Boulanger must be advised that his cookie recipe, however unique, valuable and tasty, is not eligible for a patent.  Recipes have long been regarded as not within the constitutional meaning of “useful arts.”  Alternatively, all of the ingredients exist independently, and do not fit the definition of patentable subject matter under § 101, viewed in light of the utility, novelty and nonobviousness standards.  No recipe can meet these three standards because of the prior art, etc.  As yet a different alternative, recipes could possibly be viewed as “laws of nature” and be prohibited from patent on those grounds.  To remove a particular recipe and grant the “inventor” a patent monopoly in the case of a recipe would remove knowledge from the public domain unnecessarily.  This harsh result would undermine the public welfare through the exclusion of knowledge from the public domain, and thereby do a disservice to the principles underlying patent law.  He is not entitled to enforce a patent against innocent infringers who happen to come up with the same recipe.  Nor is he able to enforce against people who “reverse engineer.”  The level of “inventiveness” and creativity involved in coming up with a recipe simply does not merit patent protection. This is well-established law


That is not to say he is entitled to no remedy, however.  He is likely entitled to some protection under trade secret law.  The Restatement of Unfair Competition States:


§ 39 Definition of a Trade Secret 

A trade secret is any information that can be used in the operation of a business or other enterprise and that is sufficiently valuable and secret to afford an actual or potential economic advantage over others.  

The restatement further provides: “A trade secret can consist of o formula, pattern, compilation of data, computer program, device method, technique, process, or other form of embodiment of economically valuable information.”  


For Mr. Boulanger, it seems that the cookie recipe meets the definition of a trade secret.  It came into existence as a result of his own culinary creativity, and it is used in the operation of his bakery shop.  It would seem that the novelty the recipe has in being equally tasty as more traditional cookies, while dramatically reducing the calories is a likely factor in the success of Mr. Boulanger’s bakery.  In addition, the market analyst’s position that the recipe has a $15 million annual sales potential also dramatically reinforces the proposition that the recipe is sufficiently valuable to afford and actual or potential advantage over others.  Secrecy is another matter.


The law of trade secrets requires a plaintiff to show that he took “reasonable precautions” to keep the secret a secret.  Rockwell Graphic Systems, Inc. v. DEV Indus, Inc., 925 F.2d 174 (7th Cir. 1991).  What is a reasonable precaution depends on a balancing of costs and benefits that will vary from case to case and requires an estimation and measurement by persons knowledgeable in the particular field of endeavor involved.  Id.  The only requirement is that the recipe must be “the subject of efforts that are reasonable under the circumstances to maintain its secrecy.”  Such efforts might include:  (1) physical measures taken to restrict access to the information; (2) nondisclosure agreements; (3) legends such as “confidential” or “top secret” that accompany written information that stress its confidential nature; (4) and confidentiality agreements with employees.  It is telling to note that these are only measures that “might” be taken, not that “must” be taken, and the case turns on what is reasonable under the circumstances.


Mr. Boulanger’s case would certainly be stronger if he had obtained a specific nondisclosure or confidentiality agreement from Ms. Sisyphus.  However, this is probably not fatal to his cause, because of the caveat that it is what is reasonable under the circumstances.  EVERY measure need not be taken.  Thus, if what Mr. Boulanger says about custom and usage in the bakery industry is true, then an explicit nondisclosure or confidentiality agreement would not be necessary, because industry standards, custom and usage suggest that nondisclosure and confidentiality are implied.  This will depend on expert testimony of others in the industry, and their opinions about what Ms. Sisyphus knew or should have known.


However, even if this is not the case, and Ms. Sysiphus is not a particularly unscrupulous baker, still other factors weigh in favor of this recipe being a protected trade secret.  In fact if I were forced to litigate the issue of trade secret misappropriation in this case I would likely not even address or put into issue the above factors, unless the opposing party did.  That is because other factors dramatically weigh in favor of a finding of trade secret misappropriation in this case.  Namely, the fact that access was limited.  The recipe is ordinarily kept in a locked desk to which access is restricted.  Only the top five people in the company have access.  In addition, anyone who sees the recipe would also see the accompanying legend “TOP SECRET.”  These are almost certainly enough to meet the “reasonable measures” standard required, because he is a small business owner with limited resources and to require anything more would be onerously burdensome.  He took reasonable precautions.


In response to Ms. Sisyphus’ arguments that her entire set of professional skills consists of knowing various recipes, and that this recipe was simply a part of the general knowledge and skills associated with her employment.  She cannot be persuaded to forget this recipe by any means other than brain surgery.  Part of this is true and part of this is hogwash.  She is required to know many recipes perhaps, but she is still obligated under the law not to misappropriate certain types of work that are a product of others’ “sweat of the brow.”  Namely trade secrets, and in this case she certainly should have known due to the physical measures taken to restrict access and the legend included that this recipe was in fact a secret.  Indeed, access to and knowledge of this recipe might have been part of her employment.  Part of her employment with Mr. Boulanger, in whose employ she is no longer.  Accordingly, she is obligated not to disclose any trade secrets she learned while in his employ, of which this recipe is one.  Also, she certainly might not be able to “forget” the recipe, but she can certainly be persuaded by our argument not to exploit it.  If not, then she could be ordered by the court through injunction.  Simply being within the scope of her employment is not excuse to disclose, and this argument is wholly without legal merit.

The recipe was information used in the operation of a business and that is sufficiently valuable to afford an actual or potential economic advantage over others.  No excuse from Ms. Sisyphus justifies disclosure in this case.  The inclusion of a legend and physical protection measures taken are more than enough to prove that the recipe was sufficiently secret to afford an actual or potential economic advantage over others, even without a specific nondisclosure or confidentiality agreement from Ms. Sisyphus.  If lack of the nondisclosure or confidentiality agreements is put into issue, however, industry standards, custom and usage likely also weigh in favor of trade secret misappropriation in this case.  Accordingly, while I would advise Mr. Boulanger not to apply for a patent for his recipe, under trade secret law his legal position against Ms. Sisyphus is quite strong.

Chapter 2 - Patent Eligibility pp.  83

Patent Eligibility C what can be patented (subject matter opened to be patented)

A patent can only issue if an invention achieves a tangible, practical result. NOT advances in social sciences or business management.

U. S. 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefore.

An invention is patentable if:  it is a process defined as a series of acts which are performed upon subject matter to produce a given result.

Other Countries

European Patent Convention (EPC)

does not state which sorts of inventions are patentable, but define what is not patentable.

Japan

Now excludes any invention which will be detrimental to public order, good morals or public health.

TRIPS

Says that inventions like the US system are patentable

But lists some that are not like foreign countries listed above

§2.1 Scientific Principles and Laws of Nature pp.  86

Funk Bros. Seed Co. v. Kalo Inoculant

FACTS: Kalo Inoculant (presumably through Bond who, I guess worked at K.I.) discovered a strain (mixture) of root-nodule bacteria that will work on many different plants.  Previously, a particular strain of bacteria had to be bought for each different plant it was to be used on.  The benefit of the bacteria is so that plants can take Nitrogen from the air and convert it to organic nitrogen compounds (i.e. food or fertilizer).  This process has been well known for a long time.  The benefit of this new strain (mixture) was that farmers didn’t have to buy different strains and so sellers didn’t have to stock different strains.

HISTORY:

Trial court held that no patent existed and they everyone should go home and stop fighting.  DISMISSED.

APPEAL: Reversed the trial court and held that the claims should not be dismissed.  Both parties appealed to the US Supreme Court.

HELD: This particular strain of bacteria is not a valid patent subject.  It may have required skill to produce but it was not an invention.  Things naturally occurring in nature are not patentable (heat of the sun, electricity, qualities of metals).  Bond only discovered an unknown phenomenon of nature and for that he CANNOT be granted a monopoly.  A product must be more than new & useful to be patented.”

CONCURRENCE: Bond would have a valid patent if his combination of strains were identifiable and adequately identified.  But they were not.  Bond’s mixture does have the new property of Amulti-service applicability” and this might qualify for a patent.

NOTES: this case illustrates the difference b/w DISCOVERY & INVENTION.  Discovery is not patentable.  Invention is.  This case falls in-between C at the manipulation of known and/or discovered items.

§2.2 Processes pp. 91

Nat’l Research Devlop’t Corp’s Application

In Re Tarczy-Hornoch

End of Assignment # 3 pp73-104.

§2.3 Computer Software pp.  105

Informally defined as a set s machine readable instructions capable of performing a particular task.  This is placed an additional strain on USPTO which must determine patentability or some other form of protection, particularly CY.  Proponents of patents recognize the necessary work engineers put into these and urge that the results are more akin to functional machines than abstract formula.  Other commentators contend that patents for a mere embodiment of a newly discovered mathematical equation within a functional computer program would eviscerate the underlying policy of the Patent Act.  

Gottschalk v.  Benson p.  105 

Patent was filed as being related to Athe processing of data by program and more particularly to the program conversion of numerical information” in general purpose digital computers.  The method related to converting BCD numerals into pure binary using shift registers.  Specific claims are set up beginning at the bottom of page 105.  Court notes that these claims are not related to any particular art of technology, to any particular apparatus or machinery, or to any particular end use.  They purported to cover any use of the claim method in the general purpose digital computer of any type.  The question before the court is whether the method described and claimed is within the meaning of Aprocess” as applied by the Patent Act.  Court notes that a digital computer operates by means of expression of digits.  A procedure for solving a particular type of mathematical problem is known as a algorithm which is what these procedures are.  Court describes the decimal system, the binary system, and lastly BCD at the bottom of page 107.  The method applied in this case can be carried out in existing computers requiring no new machinery or they can be performed manually.  The court cites Mackay citing the rule that an idea itself is not patentable.  Here the Aprocess” claimed is so abstract and sweeping as to cover both known and unknown uses of the BCD to the pure binary conversion.  The end use may vary widely and be achieved through a variety of processes.  In O’Reilly Morse was allowed a patent for process using electromagnetism to produce distinguishable signs for telegraphy.  But the court denied one of Morse’s claims namely Athe use of electromagnetism, however developed for marking or printing intelligible characters signs or letters at any distances.”  The court held that this claim was too broad because it did not specify by what process or machinery the result is accomplished.  The court held similarly in the Atelephone cases” that Bell’s claim was too broad and that his claim was not one for all telephonic use but for the use specifically of electric current to transmit vocal or other sounds.  In Corning the court held that one may discover a new and useful improvement irrespective of any particular form of machine or mechanical devise.  Corning was distinguished because the chemicals employed were sufficiently to confine the patent monopoly.  Cochrane the court held Aa process may be patentable irrespective of the particular form of the instrumentalities used, cannot be disputed.”   This case was also distinguished because it involved transformation of material.  It is conceded that one may not patent an idea, but that would be the practical effect of patenting the method described here.  Lower court is reversed, finding of no patent here. 

Notes pp.  111.

1.  Software Patent Policy - Underlying policy against Aalgorithm” patentability b/c it is similar to a law of nature, always known but never B4 articulated.

2.  The nutshell - This part of the Benson opinion reasons un-patentable b/c only practical application in digital computers.  Note questions this reasoning on the ground that it is drastic if read too broadly.

3.  Software Patents Under Benson - The court in Benson specifically says it does not preclude the future patentablility of computer software.

4.  The mental steps doctrine - J.  Douglas excludes mental processes from patent arena, articulation of old doctrine CCPA.

5.  Distinct Statutory Requirements - '101 sets forth novelty and nonobviousness as discrete statutory requirements from statutory patent eligibility.  This is increasingly referred to as Astatutory” subject matter w/in '101 and is accordingly considered distinctly from these other distinct requirements.

6.  Basic tools - Patents not available for inventions comprising basic tools of scientific and technological work.

7. ' 101 or ' 112? - Note implies that the courts holding of no patent here under '101 because claim was over broad was more properly excluded under '112.

8.  Science and Technology - What science teaches, technology applies, and therefore since itself must remain outside the scope of patents.

Parker v.  Flook - patent for method of measuring pressure to update alarm units held to be invalid under Benson.   Was held unpatentable not because it contained a mathematical algorithm, but because once that algorithm is assumed to be within the purview of the prior art, the application considered as a whole is unpatentable. 

Diamond v.  Diehr - considered a patent for the method of operating mold presses during the production of rubber articles.  The process basically used a measurement device within the mold to ascertain the temperature and feed this information to a computer which constantly updated a known mathematical formula to determine curing times for the rubber, thus eliminating inevitable mistake in over curing or under curing in variations of time.  The ct.  starts out examining  Diamond which we see during the next assignment.  Relevant language is quoted in the 1st full paragraph on pp 117.  Court then examines the language of the statute to determine the historical significance of adding the term Aprocesses” to the statute and conclude in the last sentence on pp 117 that AIndustrial processes such as this are the types which have historically been eligible to receive the protection of our patent laws.”  Goes on to say that patent determination is not altered by the fact that the process in question merely involves mathematical computations, or that such computations were known art.  Here it is not a desired patent for a mathematical formula but protection for a specific process of curing rubber.  Although the process employs well-known art, they are not trying to preempt the use of that equation but are trying to foreclose use of that equation only with all the other steps of their claimed process.  This is in essence a more efficient employment of the equation that is not barred from patent at the threshold by '101.  Novelty for any particular step of a process or even novelty of the process itself is not germane to a determination of whether the subject matter falls within the meaning of the '101 categories of possibly patentable subject matter.  This claim falls within '101.

Notes pp.  121.
1.  Physical Steps - Ct.  went to great length to distinguish this case from Parker based on the underlying physical and chemical processes that accompany the algorithm.

2.  Something Old; something new?  In a sense Diehr can be seen a s combination of preexisting elements.  Is this properly a '101 inquiry or within the novelty requirement?

3.  Fed.  Cir.  Reaction - Exhibited doctrinal instability regarding statutory subject matter.  For example  - -Grams-No patent Cf. Iwahashi-Patent upheld.

Arrhythmia Research Technology, Inc.  v.  Corazonix Corp. - pp122

Doctor developed a method to determine heart patients heightened susceptibility to fibrillation following a heart attack.  EKG measured heart activity and reversed the time frame to detect particular noises made by the heart.  Patients displaying this particular rhythm were determined to be the ones who were members of the target group with heightened susceptibility.  Lower court (ND TEX) found no patent because of the employed mathematical algorithm.  A new or useful process or apparatus is patentable.  According to the principles of Diehr, there are a few qualifications to the broad statement that patent apply to Aanything under the sun that is made by man.”  (Also from Diehr) These qualifications preclude patents for laws of nature, physical phenomena, and abstract ideas.  As such mathematical algorithm are not patentable.  Court reviewed holdings of Gottschalk and Benson and recognized that computers can be used as devices capable of performing or implementing process steps as components of an apparatus without negating patentability of the process or apparatus.  Computer aided inventions are within the purview of the law.  Mathematical procedure must be considered in the context of the claimed invention as a whole.  Court described the Freeman-Walter-Abele test: (1) Is the mathematical recited directly or indirectly in the claim?  If yes, is the claimed invention no more than the mathematical algorithm itself?  Such claims are nonstatutory.  However, when the mathematical algorithm is applied in one or more steps of an otherwise statutory process claim, the requirements of '101 are met.  See 2nd full paragraph of pp127.  Although this is not the only test, and failure to meet this test may not always defeat a claim, this test is conveniently applied here.  Court uses this test to uphold process and apparatus claims.  A concurring opinion would reach the same result only by interpreting the meaning of the word Aprocess.”

Compare Telegraph/telephone case: judges often use the wrong Atag” on a case.  Instead of saying that the patent is rejected b/c it is Atoo broad” ('112) instead the judge will say that it is rejected b/c of improper subject matter ('110).

Take this from: patent law is a living being and changes over time.  At the beginning, computer software didn’t fit and the Court didn’t understand and they got it wrong.  But as they got Asmarter” about Software, they made better decisions.

What is obvious changes.  What is non-obvious today, will be obvious tomorrow. E.g. monoclone antibodies designed specifically for particular tumors/cells.  Didn’t work, and this technology took 20 years to develop.  Today, this subject matter is not patentable unless it is very very unique.

Notes pp 132.
1.  AMeans plus Function” claims - Allows a form of claiming that stresses function of an invention rather than its structure to determine the scope of protection.  This in essence allows for a broad interpretation of the patent to deem virtually any device that does the same thing an infringement. 

2.  Medical Discovery - Questions the prudence of allowing broad patents for biomedical technological advances on the grounds that it is against public policy.  But the prevailing view id that adopted by the law that doctors who make significant advance are entitled to pecuniary gain.

3.  Physical Signals - Questions whether in the event of the presence of physical electrical signal patens should be foreclosed

4.  Data - Questions the level of abstractness in data required to render a patent invalid.

5.  Reading Diehr - Reconcile the cases game

6.  An Abele Test? - This prong of the test requires asking the question if a grant of patent would wholly preempt other from using the employed mathematical algorithm.  The implication being that the various stages of the process themselves are not patentable.

7.  In Banc Review - Legal uncertainties in computer related invention led to the in banc review case that follows . . .

In re Alappat - pp.  134

Alappat developed a method to smooth the appearance of the display devices on oscilloscope, basically eliminating any irregularities (called aliasing) by magnifying illumination of certain portions of the display signal where otherwise an abnormality would appear.  He basically came up with a way to Aclean up the display” by employing an anti-aliasing system wherein each vector making up the waveform is represented by modulating the illumination intensity of pixels having center point bounding the trajectory of the vector.  This eliminated the discontinuity, jaggedness or any oscillation that might otherwise appear in the display of the waveform.  Ct.  Again considers the boundaries of '101 and says it is improper to read any limitations to the word process where the legislative history does not indicate that Congress clearly intended such limitations.  When the process employs mathematical algorithms, implements or applies the formula in a structure or process which when considered as a whole is performing a function which the patent laws were designed to protect, then the claim satisfies the requirements of '101.  Since the claim is not so broad that it would wholly preempt the use of any apparatus employing the combination of mathematical calculation recited therein, it is not over broad and the employment of these in the process as a whole creates a new machine that is within the purview of '101 and thus patentable.  Concurring in part dissenting in part opinion summarizes exception to majority decision at pp144 conclusion.

In re Alappat C cleaning up the display, smooth out the background noise. Taking the average of the wavelength and eliminate the other signals.

Court looks at the legislative history; the court may have had a problem but the legis didn’t

Federal circuit appeals court: almost the court of last resort.  Sometimes telling the supreme court what the supreme court should think.  Has much more expertise than the Supreme Court.

Shows the development of the understanding of the courts increasing and how this will fit into the scheme of commerce.

Notes pp.  144.
1.  Interchangeable Hardware and Software - Dissent objected to the determination that this was a machine within the meaning of '101.   They said it was more properly within the purview of software.  The holding of the majority might seem to suggest that a software invention might overcome patentability problem by claiming in terms of its interchangeable hardware elements. . .

2.  Benson and Diehr revisited -   Ct.  Did not apply F-W-A test, or anything from the Benson era, instead shifting to anything under the sun.  Does this shift the focus to '102,103, and 112?

3.  Printed Matter - Another line of reasoning against patentability of software is the idea that it should fall within the printed matter doctrine that hold all printed matter is outside the purview of patents.  As a result the USPTO sent a test case to the court involving software-related methods of data storage.  The court distinguished it from the printed matter cases in that they represent more than mere abstraction, but that the data structure are specific electrical or magnetic structural element in a memory. 

4.  PTO Guidelines for computer implemented inventions - see reqs.  At middle of pp.  147.

5.  The Data Structure Trilogy - In re Warmerdam ct.  Rejected mathematical algorithm analysis instead relying on the idea that the claim represented mere abstractions of ideas to invalidate.  In re Lowry, ct.  said that the data structures involved were more than mere abstractions and held the patent valid.  In re Trovato, the ct.  applied the F-W-A test as well as abstraction to uphold decision of board invalidating patent.

6.  Practical Examination Difficulties - Patents being issued that are obvious due to lack of examiner expertise.  This can be remedied by adding computer science to the list of scientist eligible to sit for the patent bar.

7.  Software in Europe - Prohibitions against patents for software but have granted patents to a wide variety of computer-related inventions.

8.  Software in Japan - Very similar to the US.

9.  Sui Generis Protection - There has been a call to enact legislation specifically gear toward software but Congress has not responded.  CY is available as well as patent.  Some different proposed schemes “ the end of the 1st full paragraph on pp 152.  The commission has recommended against any alteration of the current system because new case law would have to be developed, and this case law could not keep up with the level of innovation in technology, by its very nature.  In addition, assimilation of new technology is preferable to renegotiation of treaties.

End of Assignment #4 pp 105-152.

ON THE OVERHEAD PROJECTOR:
American Inventors Protection Act of 1999 ---- 35 USC 273

The statute provides for a new defense to an action for infringement of a patent granted for a business method.

Prior though twas the laws of nature, math. Algorithms, and methods of doing business were not statutory method.  Parker v. Flock 437 US 584 (1978)

Now it is.

Methods of doing business: State Street v. Signature 47 USPQ 2d 1596 (1998) changed the landscape: A business methods are patentable”.

E.g. A One-click” shopping on Amazon.com.  Preregistered, w/ acct # and address.  Amazon.com does have patent on this. (Filed a patent b/f they put up the website.  Testing the waters to see if they can get a patent.  Anything Acreated by man” is patentable)

Some methods have been practiced for number of years.  The patents can be enforced against these users.  Like those who use the Aone click”

Statute provides a defense which protects the users (business methods only).

Chances that a pharmaceutical company’s drug will remain the premier drug for 20 years in not likely

The defense is available to a party who has independent conceived or developed the business method and has reduced the subject matter to practice more than one year b/f the effective filing date of the patent.  (It may have been trade secrete for years, but one guy goes to PTO and there is no prior art, so the PTO must issue the patent.  This ACT protects those other users from infringement that they may have been using.  Trade secret in not prior art B no public knowledge).

Must also be commercially used. (If it is a business method, it must be used in a business context.  Not used personally or at home.

Also available to clients or customers of the party asserting the defense. (Passes down the chain of commerce)

REASON: uncertainty.  Practiced trade secrete b/c they didn’t think protection was possible.  But the statute is vague B Awhat is a >business method’”?  No definition in the statute.  Statute may be a disincentive toward filing a patent application.

Not penalized for using a trade secret, why file a patent

First inventor to use is protected by patent

Second is protected no matter what and cannot get the competitor.  So why bother?

Incentive? Only for the first person.   B/c one year limit, should file b/f the second inventor from using “commercially” like Amazon.com.  (File it really fast).  (No one knows what the impact will be.

CRITICIZE: not time limit on this statute.  Should be a “sunset” provision.  So that only the people who acted only b/c fo uncertainty are protected, after that others are not protected.  Every other section of technology has one set of rules, and Business Methods has a completely different set of rules.

e.g..  Suppose you have used a trade secret for 100 years on any thing other than a business method. Some one else independently invents this thing and files a patent.  The day this patent issues, he can sue you for patent infringement.  But under Business methods statute, this is not possible.

If a patent has a method claim directed to technology that can be used in a business interface, does the statute bar suing an inventor who has “commercially used”?  What happened to due diligence?

In patent law, if you “invent” (sometimes serendipitous, e.g. Goodyear mistakenly inventing vulcanized rubber) but more often it is a series of steps (trial & error).  Then one day it works well enough to invent.  IN this case, the first to invent can “prove” they were the first.  But the other cases, it is the first to file.  (Race to the patent office)  Interference: two people to have an application can argue on who was the first to invent.  “I’d rather represent the first to file, than the first to invent” prima facie first inventor. B/c invention is a series of steps, the first to begin this process, until it is reduced to an invention, then you can count as the first day, the day you began DUE DILIGENCE.  If there is a break in the chain of DD then you have lost the ability to claim.  University summer hiatus is a lack of DD.

Under this business method defense, there is no DD.  You don’t have to do a thing.  You can sit around and wait but still be protected.  IBM’s & the T.I.’s would love to have “prior user rights” but congress will not implement. They think that someone in their lab will have done something that is remotely similar so they can use it even w/o a patent.  This would skew the law in favor of big corps.  IBM averaged 5 patents per business day last year.  Several years ago had around 300 patent atty’s working for them & use outside counsel.

2.4 Biotechnology pp.  153

Diamond, Commissioner of Patents & Trademarks v. CHAKRABARTY

Chak created an oil-eating bacteria and filed a patent application for 3 claims.  (2) were “method”, i.e. the method of making the bacteria and the method of using the bacteria.  The third was for the bacteria itself.  PTO rejected the application for the bacteria itself b/c it was a living thing and not patentable.  Supreme Court overruled.

Opinion:

Patent office (PTO) claimed that a patent was not warranted b/c this area was unforeseen when congress enacted the applicable section.

Court (C:) congress does define the limits of patentability but the courts “say what the law is” and interpret the statutes.  The patent law is written in broad terms.  Just b/c an invention does not fit into an area contemplated by congress does not mean it is unpatentable.

PTO: warns of serious threats to human race or unknown dangers.

C: the grant or denial of a patent will not end genetic research.  If you don’t like the fact that a patent may be issued in some area b/c of threats to the human race, you should take it up w/ congress.  Congress has not done that yet and we HOLD: the patent law, as written, fairly embraces Chak’s invention.

Germans:

Rejected an application for patented method of breeding doves w/ read plumage based on the method’s lack of repeatability

But patent protection for a new microorganism is possible if the inventor shows a way to generate the new microorganisms

Strasbourg Convention 1963

European Patent Convention 1973, Art. 53(b)

No patent for: plant or animal varieties or essentially biological processes for the production of plants or animals.

But allows: patenting of microbiological processes or the products thereof.

In Re President of Harvard College (1992)

Patent described a new breed of genetically altered mice (Harvard Onco-mouse) in which 2 of the females develop cancer.  A patent was granted in the US and they sought a patent in Europe.  Sought patent for the “method of producing the animal”

ISSUE: does the subject matter constitute an “animal variety”?

RULE: a patent does not give a positive right to use but is a right to exclude others from using.  Must compare the risks v. benefits.

Three interests:

Mankind B to remedy widespread and dangerous disease

Environment B protection against uncontrolled dissemination of unwanted genes

Cruelty to animals B regarded as immoral and unacceptable UNLESS the advantages outweigh the negatives.

HELD: biotechnological inventions and inventions relating to genetic engineering are not generally excluded from patent protection.  Here, it is (1) useful to mankind (2) not cruel to animals b/c less animals are needed for experiments (3) there is zero risk to the environment b/c the mice will not be released into the wild.  Exclusion from patent is not justified just b/c it is dangerous.  The invention is not immoral.  Patent should be granted.

US

PTO Notice: now considers non-naturally occurring, non-human multicellular organisms, including animals, to be patentable subject matter.  Remember the case where the farmer’s claimed that this would lead to increase cost b/c they would be forced to buy these Asuper-animals” and have to pay a royalty for them?  The court said, the alleged inury from increased competition can only result from the development and commercialization of genetically improved animals and NOT from the grant of a patent.

Other arguments

Increase animal suffering

Devalues belief in worth and dignity of life

Disrupts traditional production methods like the family farm.

Theological

We have a responsibility for preserving the integrity of that creation, and for working w/ it to preserve its intrinsic values.  The creation is held in trust.  Examples of such a belief: Endangered Species Act, Environmental Laws etc.

§2.5 Methods of Medical Treatment pp.  164

Anaesthetic Supplies PTY v. Rescare Ltd.
Applicant wants a patent on a device for treating snoring sickness by applying air through a nose piece at a pressure higher that atmospheric.  Opposing party argues that this is a method of medial treatment on the human body and is therefore not w/in the patent statute.  They claim (2) reasons why: (1) medical treatment is regarded as being Anon-economic” and not a manner of Amanufacture” and (2) it would be Agenerally inconvenient.”  Trial judge rejected these arguments and, apparently, would allow the patents to issue.

ISSUE: whether a patent may be granted in Australia for a method of treatment of disease or sickness in humans?

RULE: an Ainvention” is Aany manner of new manufacture”.

Laws of Countries Surveyed: Australia, New Zealand, U.K., Canada, U.S., Germany, Israel.

Australia

A process for treatment of the human body as a means of curing or preventing a disease, correcting a malfunction or removing or ameliorating an incapacity is not proper subject matter for a patent.

A process for the medical treatment of a part of the human body is not a proper subject matter for patents.

But, if a new result from a process which does not produce a new substance is n artificially created state of affairs providing economic utility, it may be considered a Amanner of new manufacture.”

New Zealand

There is no per se reason why a process for the medical treatment of a human ailment or disease should not be patentable.

But, b/c a patent is a grant of monopoly the patent aims to balance the desirability of encouraging and protecting technological advances against the restrictions, impediments and abuses.  This is a job for the legislature to decide so: the court should not issue patents for methods of treating humans.

Alleviating human suffering does not belong in the arena of economic endeavor or trade and commerce.

U.K.

Extracting lead from a person w/ lead poisoning C refused to issue a patent.  Not a manufacture or a trade.

Treatment of humans is not w/in the definition of Ainvention”.  Method of treatment not w/in Ainvention.”

Majority of other countries do not grant patents for new medical uses of a known substance.

Canada

Discovery of a known adhesive substance used for bonding human tissue does not give rise to a valid claim.

US

Patents granted for processes which involve the NEW use of old compounds for fresh medical purposes. Method of injecting fluids into body was patentable.

Surgical procedure or technique, methods of diagnosis or treatment, if new are patentable.

Germany

The effectiveness in the treatment of an illness of a previously known active ingredient may ground a use claim to a patent.

Israel

No patent for methods of therapeutic treatment of the human body.

But, one judge concluded that a known substance, known composition, or a known device is used for the therapeutic treatment of a human is Patentable.

Australia (HOLDING)

Not permit as patentable, inventions, discoveries of methods of treating human body.  Patents allowed only for industrial application.  Practice on the human body is not an industrial application.

SHEPPARD, J.  The grant of a patent in these circumstances seems to be generally inconvenient.  (Should not allow one person to hold a patent where it might save the lives of countless others around the world)

WILCOX, J.  Agree with #1, but notes: Parliament has never excluded a method of human medical treatment from Patentability or the definition of Ainvention”.  Thus, the Parliament left intact the decisions made by courts interpreting the statutes, apparently some of which allowed patents.  So, Wilcox would be hesitant to exclude from patents medical treatment since Parliament has not spoken on the subject.

End of Assignment # 5 pp153- 180.

Before reviewing the exercise for chapter 2, it might be useful to read the following email exchange.  It starts at the bottom and reads up:

Joe-

At first I thought the bar on patents for recipes seemed wrong too.  I had a rather long argument with Mindy Medford about it at the beginning of the semester in Business Torts.  However, over the course of the semester I came around to the opposing viewpoint--and I do think the reasoning is sound.  We have to keep in mind the three basic conditions for patentability:  Utility, novelty, nonobviousness.  I do not take issue with the utility leg of the triad.  However, as I see it, there are three basic problems with allowing recipes to be patentable:

1.  The first is novelty.  Novelty deals with the prior art that is included in considering whether an "invention" has the requisite "flash of genius."  Whether we broadly apply the term and include all recipes in general in the prior art, or even if we narrow it to say . . .a particular cookie recipe, the result is the same.  Regardless, the scope of the prior art will in any instance I can conceive be quite expansive.  In light of the expansive nature of the prior art with virtually any recipe, the requisite level of novelty for patentability could never be achieved.  Arguably, there could never be a "flash of genius"  in the classical sense with regard to food recipes.

2.  Second problem is with nonobviousness.  Again, the consideration is on the prior art and is conducted from the perspective of "one skilled in the prior art."  So take a chef reading a claim:  If the utility is softer cookies and there is a particular ingredient that accomplishes that, then the person skilled in the art (the chef) is even less likely to think that any particular innovation or change in ingredients is nonobvious.  Again, no "flash of genius" possible.

3.  The last is basic patent policy considerations.  We can't unnecessrily remove information from the public domain, and arguably a recipe would do that.  ANY ingredient that is possible to add into the recipe is (most likely)currently in existence.  Therefore any particular arrangement of them is also "out there" floating around, like a law of nature, and should not be patentable.  This is admittedly a weak argument, because I see now that this argument would weigh in favor of no patents at all for anything.  So let me try to state it differently.  Patent law does not allow for innocent infringement.  So if I am feeling particularly culinary of a Friday evening and independently come up with something on my own that Justin Wilson has patented--I infringe.  It is almost like trying to patent a law of nature.  That just doesn't seem right.  Also, if we allow them to be patented--the system becomes unmanageable.  What is patentable and what is not? Allowing some but not all seems like it would require a completely seperate set of standards, none of which could be anything other than arbitrary.  Then we have to try to apply these same arbitrary standards in order to determine which recipes qualify and which other don't.  Not allowing them at all seems the only workable result.  Also remember, that this is not a case of no protection whatsoever.  Recipes are properly protectible as trade secrets.  Or alternatively if someone copies a recipe of Justin Wilson's and publishes it in their own book, it could be actionable as idea misappropriation, or alternatively unjust enrichment.  You know about unjust enrichment.  All that is required for idea misappropriation is that:  (1) the idea is novel (NOT in the patent sense); (2) the idea is in concrete form; and (3) the D benefitted  from P's idea.

Not that any of these views are the absolute correct approach, and believe me that I understand the initial disbelief, because I came over from your side of the fence.  These are just some ideas that have helped me to accept and adopt the prevailing viewpoint.

Thanks for the information about where the quote came from, because it is nice to have a source, any source to use on the exam other than my own worthless meanderings.

MCP3

At 09:41 AM 4/28/2001 -0500, you wrote: 

>>>>

No, it is not statutory.  I got it from a book I checked out from the Lib.  called "Patent & Trademark: tactics and practice" by David Burge.

It does not really make sense to me that food (or recipes) should be unpatentable subject matter.  I would argue that if there was some "flash of genius" and some inventor put together some chemical composition that was heretofore unheard of, why should he be barred from patenting it?  I CAN understand, however, the reason for not patenting ordinary ingredients combined since there is no "inventiveness".  But the wholesale bar on food patents seems wrong.

 -----Original Message-----

From: Maxwell Peck [mailto:mapeck@TTACS.TTU.EDU]

Sent: Friday, April 27, 2001 7:11 PM

To: jrbash@yahoo.com

Cc: peckm3@nts-online.net

Subject: Re: UPDATE!

Joe-

It think it is a case of the right hand not talking to the left, because I would have been able to tell you that if I had read the CH 2 exercises. The chapter 1 exercises involve TS primarilly, but also is questioned whether or not the "inventor" ought to apply for a patent. I went with the traditional analysis and came to the conclusion that a recipe was not patentable under that analysis, plus the general rule that, according to Cochran "recipes are not patentable." 

I was unable to ascertain from whence the general rule came, however, and accordingly it would be nice to know where you found the below quote. Although it wasn't ABSOLUTELY necessary to the result I reached, it would satisfy my curiosity to know the source. It sounds statutory . . .

MCP3

At 03:06 PM 4/27/2001 -0500, you wrote: 

>>>>

 Wanted to let you guys know: "A mixture of ingredients such as food and medicines cannot be patented unless there is more to the mixture than the mere cumulative effect of its components." Therefore, the example in Chapter 2 (i think) of the "patented bananna *** sauce" CANNOT be patented. As such, I am a dumbass.

jbasham

Chapter 2

Statutory Subject Matter exercises


Are any of the following inventions patent eligible under United States Law?  Does the result differ under the laws of Japan or Europe?

35 USC §101:  Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefore, subject to the conditions and requirements of this title.  
There are 4 requirements.  

1. Invent or discover

2. New AND useful

3. Process, machine, manufacture, or composition of matter

4. Or an improvement

1. A three-dimensional cube-shaped puzzle.  Each face of the puzzle consists of eight smaller cubelets of differing colors.  The user attempts to solve the puzzle by rotating rows of cubelets around one of several internal axes until a pre-selected pattern is obtained.  I would say “probably”.  (1) Invented (2) New (3) manufacture.  This issue is really: is this “useful”?  But that is a UTILITY question.  This is clearly manipulation of physical forces that has a tangible effect.  Remember, everything man-made under the sun is capable of being patented.

1. A technique for counting playing cards that supposedly makes its user an unbeatable blackjack player.  Probably not.  (1) invent? or discover? (2) new and useful (3) process.  The problem is that this is a mathematical formula.  Three categories of subject matter not patentable:  (a) laws of nature (b) natural phenomena and (c) abstract ideas. Mathematical algorithm are not patentable subject matter to the extent they are merely abstract ideas.  However, if there was some specific application of the math or a machine involved, then perhaps. But the idea itself is not.  Another problem is Usefulness which is really “UTILITY”.  An invention is not patentable if it has illegitimate uses.

2. As the menu at a local restaurant proudly proclaims, “Every dish comes with a wonderful complement, our patented banana hollandaise sauce.”  Probably.  If (1) invented or discovered (2) new and useful (3) composition of matter or (4) an improvement.  Of course the issue is whether it is obvious (prior art).  But the point, I think, of this example is that a composition of matter is patentable; not unlike chemical compositions.
3. A method of lifting heavy weights through a modified “clean-and-jerk” technique, suitable for use by Olympic athletes.  Probably, if you read §101 broadly (as the courts says you are supposed to).  “Everything under the sun that is man made.”  A mere “discovery” of a natural phenomena is not patentable.  But, if man had some part in it (i.e. isolating the compound in the tree bark that is beneficial) then it may be patentable.  There is still the question of “obviousness”.  A “process” is a series of acts which are performed upon a subject matter in order to produce a result
4. A new perfume, cologne or scent.  Yes.  If (1) invented or discovered (2) new and useful (3) composition of matter.  Useful?  It doesn’t have to be better, only different.  This is no different than any chemical compostion.  Every invention, for which a patent is claimed, must be, to a certain extent, beneficial to the community; it must be capable of use, for some beneficial purpose; but when this is the case, the degree of utility, whether larger or smaller, is not a subject for consideration, in determining whether the invention will support a patent. But it is obvious that the capability of use for some beneficial purpose is a material element in determining whether there is a sufficiency of invention to support a patent; the force of the word 'useful,' introduced into the statute in connection with the epithet 'new,' being to determine whether the subject-matter, upon the whole, is capable of use, for a purpose from which any advantage can be derived to the public. Application of Nelson, 280 F.2d 172 (1960).
5. A method of preventing repetitive stress injuries during computer keyboard usage by holding one’s hand, wrists and forearms in a straight and fluid line.  Probably.  Compare this example w/ #6 below.  This “Method” or technique is pragmatic and utilitarian AND addresses the manipulation of physical forces.  This is more than an abstract idea.  Method patents are valid so long as they are more than mere abstract ideas.  This method of preventing injuries is more than an abstract idea.  Of course, the other elements required for obtaining a patent may not be satisfied.
6. A character assessment method comprising (1) instructing the person to produce a drawing which includes a pictorial representation of a hand, eye, flower, star, half-circle and other objects; and (2) subjecting the drawing to a psychological interpretation.  No. “techniques which may be quite pragmatic and utilitarian, such as advances of the social sciences . . . do not directly address the manipulation of physical forces” and are therefore not patentable.  The latter requirement is a mere abstract idea or though process that cannot be patented.
7. A method of remodeling a building, comprising (1) presenting design ideas to a client’ (2) allowing the client to select her favorite design; (3) taking a photograph of the building; and (4) preparing a drawing of the proposed remodeled building employing the photograph and the preferred design.  No.  “A patent can only issue if an invention achieves a tangible, practical result.  Excluded are the speculative and the abstract.”  How would you patent (1) “presenting design ideas to a client” ?? (2) allow client to select favorite??
8. An apparatus and method for promoting social intercourse among bar patrons that employs a system of ring-like or annular floor assemblies that have been concentrically placed around a central service bar.  Tables and chairs are placed on the floor assemblies.  At various time intervals, the floor assemblies are rotated relative to one another.  This rotation changes the arrangement of tables in the bar, allowing seated individuals to meet each other in a casual and non-threatening manner.  Probably.  Although this case also deals w/ abstract ideas and social sciences, it does “directly address the manipulation of physical forces.” This would most likely be a “means-plus-function” type patent.  There are two issues or possible claims here:  (1) the social science and (2) the machine and configuration itself.  The latter would easily be patentable.  The former would require the use of the machine in order to be patented.
Chapter 3 - Introduction pp. 181-82

35 U.S.C.A. ' 101 requires that an invention be “useful”.  The utility requirement is rarely invoked.

Policy issues: 1) should technology be useful for a practical purpose or measured against existing technology to determine if anyone would use it.  2) is demonstration that an invention may lead to further invention sufficient to prove utility 3) should an assessment of factors such as social, economic, or environmental impact accompany the patentability decision.

Patent apps. must include a description of how to use the application.  35 USCA '112.

§3.1 Origins of Utility Requirement

Lowell v. Lewis (1817)

Inventor must establish that his invention is new and useful.  All that is required by law is that Athe invention should not be frivolous or injurious to the well being, good policy, or sound morals of society.”  If an invention is useful is material to the interests of the patentee, but may be of no importance to the public.  AIf it be not extensively useful, it will silently sink into contempt and disregard.”

Notes, pp. 182-84

1.  Professor Robinson adds that an invention must be more than Aa mere curiosity, a scientific process exciting wonder yet not producing physical results, or [a] frivolous or trifling article not aiding in the progress nor increasing the possession of the human race.”

3.  Patent system is not necessarily looking for something better, just something different.

Courts have denied patents to inventions whose sole utility was in the furtherance of fraudulent conduct, but have been reluctant when an invention has several possible uses, of which only one may offend public policy.

More recent case law has relegated the utility requirement to sift out worthless inventions.

§3.2 Chemical Utility

Brenner, Commissioner of Patents v. Manson (1966)

Background: Manson successfully made a chemical process for making certain steroid compounds, before publication in 1956 of the Ringold article.  Prior to the Ringold publication date, chemical compounds produced by Manson did not have an established utility.

Examiner rejected the patent app.  Affirmed by the Board of Appeals, but was reversed by US Court of Customs and Patent Appeals.

Majority Opinion: Only Auseful” inventions may be patented.  ISSUE here is how to apply the utility test to a chemical process which yields an already known product whose utility other than as a possible object of scientific inquiry has not yet been evidenced.

CCPA based its holding on the sufficiency of the process that produces an intended result and is not Adetrimental to the public interest”

Respondents arguments:

 1) His process has a specific utility which would entitle him to a declaration of interference.  (An adjacent homologue of the steroid yielded by his process has been demonstrated to have tumor-inhibiting effects in mice) B Patent Office said that his papers did not disclose a sufficient likelihood of his own steroid having the same effect.

2) His process is useful because it works and

3) Because the compound yielded belongs to a class of compounds now the subject of serious scientific investigation.

SC says that there is a social benefit of the patent process.  Inventors have an incentive to keep their inventions secret but Aif an inventor of a process cannot himself ascertain a >use’ for that which his process yields, he has every incentive to make his invention known to those able to do so.”

Allowing an inventor a monopoly on his process when he has no use for it may Ablock off whole areas of scientific development, without compensating benefit to the public.”

Dissent: (Harlan, joined by Douglas)

Agrees with respondent who says that his process is both new and sufficiently nonobvious to satisfy the patent statute, and is by its existence alone a contribution to chemistry and Auseful” as the statute employs that term.

Harlan would reject the narrow definition of Auseful” and uphold the CCPA judgment.

Harlan finds troubling the impact this decision may have on chemical research.  Chemistry is a highly interrelated field and a tangible benefit for society may be the outcome of a number of different discoveries

.

Notes pp. 190-91

1.  Does '101 provide that an invention be Auseful” or Aknown to be useful”?  Is the Manson case about the utility requirement itself or the disclosure of that utility?

4.  Is effectiveness part of the test for utility?  Fed. Cir. said that AFinding that an invention is an ‘improvement’ is not a prerequisite to patentability.”  807 F.2d 955, 960.


5.  Pharmaceutical compounds typically have three stages: 1) development of a likely organic molecule, 2) in vitro (lab) experiments and 3) in vivo (living organisms) experiments

Because drug development costs are high, pharm. industry ordinarily seeks patent protection for interesting compounds as quickly as possible.

§3.3 Utility Requirement at the Federal Circuit

In Re Brana (1995)
Facts: Miguel F. Brana, et al., filed a patent app. for a chemical compound (benzo[de]isoquinoline-1,3 dione compounds) differing from previous compounds due to the presence of a nitro group at the 5-position and an amino or other amino group at the 8-position of the isoquinoline ring.  These compounds had Aa better action and a better action spectrum as antitumor substances” than known compounds, namely those in Paull.

Initially rejected under obviousness in light of patent held by Zee-Cheng.  Had a compound for use as antitumor agent with symmetrical substitutions on the 5- and 8- positions.  Although not identical, the similar substitution patterns demonstrated obviousness.
Brana responded that their compounds had an unexpectedly better antitumor properties than Zee-Cheng.  When tested in vitro, against two specific human tumor cells, they were more effective.  They overcame this rejection, but were rejected on '112 grounds.  Examiner concluded that the specification failed to describe any specific disease against which these compounds were active.  Furthermore, prior art tests in Paull and tests disclosed in the specification were insufficient to establish a reasonable expectation that the claimed compounds had a practical utility.

ISSUE: What must the applicant prove regarding the practical utility or usefulness of the invention?

Discussion: First basis for Board’s decision was that the specification failed to disclose a specific disease.  Specification said that compounds have Aa better action and better action spectrum...” than known compounds.  The P388 and L1210 cell lines, technically labeled tumor models, were originally derived from lymphocytic leukemias in mice.  They do represent specific lymphocytic tumors.

Court holds that these tumor models represent a specific disease and in light of reference to Paull, alleges a sufficiently specific use.

Second basis was that applicants failed to prove the compounds are useful.  Commissioner argues that the tests offered were inadequate Ato convince one of ordinary skill in the art that the claimed compounds are useful as antitumor agents.”

Initially, PTO has the burden to challenge a presumptively correct assertion of utility in the disclosure.  Only after the PTO provides evidence showing that one of ordinary skill in the art would reasonably doubt the asserted utility does the burden shift to the applicant to provide rebuttal evidence.

PTO has not met this initial burden.  The references cited do not question the compound as an antitumor agent.  They Amerely discuss the therapeutic predictive value of in vivo murine tests B relevant only if the applicants must prove the ultimate value in humans of their asserted utility.”

Even if PTO met the burden, applicants proffered sufficient rebuttal evidence.  

The Board confused the requirements for obtaining a patent with the requirements for obtaining government approval to market a particular drug for human consumption.  Court’s predecessor has determined that Astatistically significant tests with standard experimental animals is sufficient to establish utility.”

FDA approval is not a prerequisite for finding a compound useful within the meaning of patent laws.  The stage at which an invention in this field becomes useful is well before it is ready to be administered to humans.  Phase II testing requirements would prove costly and eliminate an incentive to purse potential cures in many crucial areas.

Notes pp. 198-201

1. PTO has been criticized.  From NATIONAL LAW JOURNAL, May 23, 1994 B APatent examiners have raised the bar and in order to receive a patent, the inventor must demonstrate that there is a public benefit to the invention.”

2.  Compare Brenner versus Brana.

5.  Foreign patent systems typically do not mandate usefulness, but instead a parallel requirement termed Aindustrial applicability.”  Art. 52(1)EPC.  Japanese patent law has similar standards.

Utility Exercise.

1992, PTO rejected patents for 6,800 Expressed Sequence Tags (ESTs).  DNA strands.  Proposed uses included: 1) probes to isolate coding sequences and complete genes; 2) means for identifying individuals for forensic purposes; 3) chromosome markers.

Rejected because uses amounted to Aprophetic” or untested examples.

QUESTION: If Venter refiled today, should the Examiner’s conclusion differ?

Class Notes Jan 30

Utility is handled differently throughout the world.  Under old German patent law, needed to have inventive height (better than existing product)

Lowell v. Lewis became the utility standard

Patent law is a moving target.  (What may be patentable today may not be patentable tomorrow, i.e.  steroids in the >60s, biotech today)

Under Sect. 132, you are allowed supplemental evidence in the form of affidavits to support your claimed utility
End of Assignment 6 pp 181-202

chapter 3

utility exercise


DNA, a large molecule in the shape of a double helix, carries genetic information necessary for the replication of cells and production of proteins.  Scientists believe that only about 3% of the DNA actually codes for a useful protein.  What the remaining introns or “junk DNA” do, if anything, remains a mystery.  Identification of those DNA sequences that code for operational proteins was a significant scientific project throughout the 1990’s, carried out under the mantle of the international Human Genome Project.


Those DNA sequences in which scientists are interested interact with so-called “messenger RNA,” or mRNA, and are said to be complementary with them.  MRNA is generated at the site of the gene and carried to the ribosome, where proteins are created through a process of translation.  Researchers have developed techniques for generating in the laboratory complementary DNA (cDNA), a synthetic chemical analog of DNA.


Dr. Craig Venter of the National Institutes of Health attempted to obtain a listing of all cDNA sequences that matched to the mRNA for each gene if the active, protein-encoding DNA sequences in human brain tissue.  Venter sought a base pair for each cDNA by sequencing a portion of the cDNA, thereby reconstructing the actual gene to which it corresponded.  This technique is in effect a short cut, allowing a researcher to understand which genes are active in specific tissues without having to wade through the “junk DNA.”


Mere identification of a partial cDNA sequence, termed an “expressed sequence tag” or EST, does not tell what the gene does, however.  Further research would be required to determine the DNA sequence, the amino acid sequence of the encoded protein, reagents to generate antibodies against the protein as well as the protein’s structure.  Significantly, even if researchers knew the structure of the protein, this information too would provide only limited information about its biological properties.  Scientists would require further understanding of the protein in order to develop a functional pharmaceutical compound or generate other applications.


Dr. Venter eventually filed patent applications relating to the identification of approximately 6,800 ESTs.  The sequences typically have a length of 150-400 base pairs and were obtained by partially sequencing randomly selected clones from human brain cDNA sequences enriched by removing ribosomal and other common sequences.  The applications included many different claims, including sequence, full gene, purified form, construct, antisense and triple helix probe claims.


The application specifications were drafted with a keen awareness of the patent law’s utility requirement.  They proposed numerous potential uses for the claimed sequences, including as probes to isolate coding sequences and complete genes; means of identifying individuals for forensic purposes; and as chromosome markers.  The applications also spoke of the regulation of gene expression through trip helix formation or antisense methods.  Most, if not all of these uses amounted to so-called “prophetic,” or untested examples.


In an August 22, 1992, Office Action rejecting all claims, the Examiner issed the following statement:


The mere mention of general possible uses is not sufficient to establish a definite utility because the instant application does not disclose a patentable utility for the oligonusleoties or other nucleotides of the claimed inventions in their currently available form.  Given what is disclosed in the instant application, it would be necessary for one to do further work in order to establish a utility for many of the nucleotides embraced by the claims.  The instant application does not each one of skill in the art the significance of any putative result of any of the tests or processes alluded to in the application.  Although the oligonucleotides embraced by the claims may be hybridized to a variety of different preparations of other nucleic acids, one of skill in the

art has no clue as to the significance of any results of such hybridization because the instant application fails to provide any basis for the interpretation of any putative results.  Thus, given the invention in its currently available form, others would be compelled to experiment, interpret results, and invent a patentable utility for the claimed nucleotides.

In sum, the Examiner believed that the ESTs were an intermediate research tool, of interest only in that could ultimately provide clues as to the structure and function of a corresponding protein.  Venter’s application was subsequently abandoned.  Of course, the referenced office Action predated the PTO’s promulgation of its 1995 utility Guidelines, as well as the Federal Circuit opinion in In re Brana.  If Venter refiled his application today, should the Examiner’s conclusion differ?

Yes, the conclusion would differ.  Ventner’s application was rejected in 1992, using the rule from Brenner, p. 184.  Under today’s system, using the In re Brana, 1995, p. 191, the application would likely be approved.

Under Brenner, the Supreme Court said that a patent can not issue until “the process claim has been reduced to production of a product shown to be useful...”.  The majority also said that a patent is not a “hunting license” nor a “reward for the search” but “compensation for its successful conclusion.”  


Ventner had only labeled potential uses for his invention, to included probes for isolating coding sequences and complete genes, forensic uses and chromosome markers.  Ventner’s technique was essentially a short cut for researchers, and allowed them to understand which genes were active in specific tissue without having to wade through “junk DNA”.  

However, in 1995, the US Court of Appeals, Fed. Cir. came along and “overruled” the Supremes.  As Prof. H is fond of pointing out, this court has access to technical knowledge that the high court doesn’t.  The issue in Brama was “what must the applicant prove regarding the practical utility or usefulness of the invention for which patent protection is sought.”  

It is clarified here that the PTO has the initial burden of challenging a presumptively correct assertion of utility.  The PTO must provide evidence to show that one skilled in the art would have a basis to reasonably doubt applicant’s asserted utility on its face.

If the PTO does provide evidence to overcome this presumption, then the burden shifts to the inventor.  Applicants can offer rebuttal evidence to convince one of skill in the art of the asserted utility.

Here, Ventner has to prove utility to those with reasonable skill in the art, other DNA researchers, not the PTO.  Given this holding, Ventner would likely have proven utility to those people and the patent would likely be granted.
Chapter 4 - NOVELTY

Patent must:

Possess utility
Is novel
Is nonobvious (core value)

'102
Person is entitled to patent unless

1. invention was known or used by others in this country or patented or described in a publication before the invention by the applicant

2. was patented or described in a printed publication or in public use or on sale more than one year prior to the date of the application

3. he has abandoned the invention

4. inventor’s certificate filed more than twelve months before the filing of the application in the US

5. invention already patented

6. he did not himself invent the subject matter

7. another had already invented and had not abandoned

Novelty is key to invention date

Statutory bars keyed on the date the inventor submitted the application B the filing date

US has Afirst to invent” provision B may still demonstrate inventive acts even if not first to file.  Every other nation sponsors the Arace to the Patent Office”

Abandonment of an invention amounts to a forfeiture of patent rights under '102(c)

§4.2 Applicant’s Activities B Public Use p 207

Pennock v Dialogue

Leather tubes or hose for conveying fluids.  Issue is whether the invention has been put to public use. 

If an inventor makes his discovery public, looks on and permits others freely to sue it without objection he abandons the inchoate right to the exclusive use of the invention.  Cannot obtain patent if you cause the invention to be known to the public or sold.  Whether or not this has occurred is a question of fact, not law.  Must not be known or sued by the public before the application.  Plaintiff’s patent was not infringed here because there was public use.

Notes
Critical date of novelty is the date of invention.

Egbert v Lippman

The issue is whether the patented invention had, with the consent of the inventor, been publicly used for more than two years prior to his application for the original letters.  To constitute public use it is not necessary that more than one of the patented articles be publicly used; one is sufficient.  Whether the use is public or private does not depend on the number of persons to whom its use is known.  Some inventions because of character are capable of being used where they cannot be seen or observed by the public eye.  P imposed no obligation of secrecy or any condition or restriction whatever.

Metallizing Engineering v Kenyon Auto Parts

Patent was for the conditioning of a metal surface to allow building up so as to manipulate the formed surface.  Issue is was there public use of the patent more than one year before application.  Trial court said that since the use before the critical date was not primarily for the purposes of experiment the use was not excluded for that reason.  The use was not public but secret and for that reason its predominantly commercial character did prevent it from invalidating the patent.  Court reversed saying: Secret commercial exploitation of an invention by the inventor constitutes a public use.  A party’s placing of the product of a method invention on sale more than a year before that party’s application filing date must act as a forfeiture of any right to a patent; a bona fide effort to experiment for perfection does not count as public use time even if in public use.

City of Elizabeth v American Nicholson Pavement

Issue is whether Nicholson’s invention was in public use or on sale for more than two years prior to his application for a patent.  He constructed the pavement in question by way of experiment for the purpose of testing its qualities.  Looked at it daily and analyzed it continuously.  He did not sell it or allow others to use or sell it. Kept it under his own eyes and never for a moment abandoned the intent to obtain a patent for it.  It is not a public knowledge of his invention that precludes the inventor from obtaining a patent, but a public use or sale of it.
Notes
Experimental use exception does not include market testing where the inventor is attempting to gauge consumer demand for his claimed invention

Lough v Brunswick Corporation

Stern drives for boats in which the engine is located inside the boat and is coupled to an outdrive.  Lough made six prototypes: one for him, one for his friend, one at a marina, the rest to friends.  Brunswick built its own assembly.  Issue is whether the use was experimental (question of law).  Must ask: number of prototypes, records or reports were kept concerning the testing, existence of secrecy agreement, extent of control patentee maintained over the testing.  Lough maintained no minimal control

Later found that jury’s conclusion was warranted and reversed Appeals Court.  There were relatively few prototypes, there were photographs taken, only shared with a few individuals he knew would maintain secrecy, significant weight to experimentation finding, court may have balanced all these factors in favor of Lough. Reversed.

§4.2 Applicant’s Activities B On Sale

In Re Theis

Invention is a system capable of stimulating a conversation with respondent.  Although equipment was delivered to various recipients, title to the equipment remained with appellant and no sales were consummated.  Systems were inoperative for their intended purposes making loss of right to provision inapplicable.  Even if no delivery of product, it is still a sale if a sale is offered.  An invention passes out of the experimental stage and becomes a reality even though it may be later refined or improved.  Here it is not indicated it was delivered for an evaluative purpose.  There is no evidence that the claimed invention was inoperative.  Problems with product were minor.  

Notes
Factors pertinent to the on sale bar:

a.
amount of control exercised

b.
stage of development of the invention

c.
whether payments were made and  the basis

d.
confidentiality involved

e.
technological changes made

UMC Electronics v US

Claimed invention was an aviation counting accelerometer, a device for sensing and recording the number of times an aircraft has been subjected to predetermined levels of acceleration.  Issue is whether there was a sale of the product.  Factors to consider: was the invention tested sufficiently to verify that it is operable, was the sale primarily for profit rather than for experimental purposes.  Reduction to practice of the claimed invention has not been and should not be made an absolute requirement of the on-sale bar.  UMC offered to sell to the Navy.  That no complete embodiment of the invention existed at the time of the offer to sale is unavailing. 

KEY:  Inventor didn’t design the complete device.  He only designed the electronic-mechanical transducer.  He saw enough of the entire design that he would patent the whole thing.  If you are going to bid on a K and tell people you are ready, we are going to hold you to that.
HELD: This invention was far beyond a mere conception.  Much of the invention was embodied in tangible form.  The prior art devices embodied each element of the claimed invention.  Thus, this device was on-sale longer than the allowable time (1 year) and thus not patentable.

Notes (specifically read these notes on page 269-261)

#5 page 261: Totality of the Circumstances.  Must look a the who picture/all of the facts b/f you can come to a rational decision.  Also, try to be seen by the court as being the guy wearing the “white hat”.
An offer to sell will be sufficient to bar the patentability of the invention.

General rule is that the on-sale bar starts to accrue when a completed invention is offered for sale.

End of Assignment #7 pp 203-261.

§4.3 Third Party Activities - ' 102(b) p 262

Note: Go to supplement!

Pfaff v.  Wells Electronics, Inc. - Supp.  P 15.

This case from the 1998 S.Ct.  Obviously involved events which are the subject of this section, namely the statutory bar.  The court considers the issue of whether an invention cannot be considered to be Aon sale” within the meaning of ' 102(b) unless and until it has been reduced to practice.  Pfaff filed an application on Apr 19, 1982 which gave him a critical date of Apr 19 1981.  That is he would not be entitled to a patent if device in use before this critical date.  He had designed a type of semiconductor chip holder, and using a sketch of his idea he obtained an order from TI orally prior to Apr 8, 1981.  The order was filled in July 81.  Patent was issued and Pfaff brought an infringing action against Wells.  Trial Court invalidated a few claims but the Ct.  of Appeals invalidated all claims.  The Supreme Court granted writ to settle the issue named above about on-sale and reduced to practice.  The court considers whether there should be a requirement that the device be reduced to practice to qualify, and notes that it is normally the first to conceive who is entitled to a patent rather than the first to reduce to practice.  The court concludes that the on sale bar applies when two conditions are satisfied: (1) The product must be the subject of a commercial offer for sale.  (2) The invention must be ready for patenting.  This does not require that the invention be reduced to practice, like the Bell (telephone) cases.  Because Pfaff placed his product on the market and it was ready for patenting at that time, the statutory bar precludes his claims and the decision of the ct of appeals invalidating all six claims was upheld.

Notes Supp p 20

1.  Rejection of Totality of Circumstances  - Ed.  Notes that within a few weeks of the pror decision the Fed.  Cir decided a case under the new guidelines and declined to apply the TOC test.  Connotation that it might be the end of TOC test, or at least wtih respect to the on sale bar in favor of the easier guidelines of Pfaff.

2..  UMC Electronics, Obviousness and Readiness for Patenting  - clarification of rules: if the process that was offered for sale inherently possessed each of the claim limitations, then it was on sale.

3.  The AReady for Patenting” Standard in Canada   - CA has applied Pfaff rule for 100 yrs.& it can possibly be used in other areas as well such as determining priority which will be discussed in CH 5.  

4.  Pfaff and Experimental Use   - Ed questions what effect Pfaff will have on the experimental use negation.

'§4.3[a].  Informing Uses - p 262

Electric Storage Battery Co.  v.  Shimadzu - p 262.

-------------------------------------Supreme court case decided in 1933.  Note that there have been statutory revisions to the language since then.  Japanese citizen applied for and received patents dealing with various forms and processes related to lead powder in 1922, 23, and 26.  Independently a manufacturer was using the same processes in a plant in Philadelphia attaining commercial production in 1921.  Court notes that for a valid patent to issue, the invention must not have been in public use in this country for more than two years prior to the filing of the application.  Court is puzzled by the question of whether commercial use meets the definition of public use within the meaning of the statute and decides that it is, especially considering the fact that the manufacturer made no attempts to keep the information secret and that employees were under no confidentiality agreements thus rendering the information effectively public.  This is to be distinguished from experimental use, however.  In this case, it was not experimental use, and two of the claims were invalidated on the grounds that they had been in public use for more than two years prior to the filing of the application.  The third was good though, because of the date.  Although used in the laboratory, the court held that it was not public use.  However, if the employee had tried to steal the technology and start a competing business, wouldn’t the court find that there is not a tradesecrete b/c it was available to the public.   Does it matter whether it is a process, a machine, or a product when the court is looking at whether there has been public dissemination.  Yes, it looks like the court’s analysis depends upon whether the public could discern the secrete.  A machine or process would be much more difficult to disseminate to the public.  

Notes p 264.

1.  The Requirement of Inventor Consent  - Notes that the predecessor statutes to '102(b) dealt only with the actions of the applicant and that this language was abandoned in the 1870 Act making the statutory bar applicable to prior uses and sales by anyone.  Thus today, even if stolen from the inventor and made public, the public dissemination will prevent the patent b/c prior art.

2.  The Statutory Bar Period  - In 1939, the bar was lowered to one year, its present length. Should it now be shortened even further?

Baxter International, Inc.  v.  COBE Laboratories, Inc. - p 265

Federal Cir.  Affirms a lower court decision invalidating some claims based on prior public use.  In this case a doctor needed was having problems separating blood components and determined it was because of the seals used in the centrifuge he was operating.  He approached a colleague who recommended trying a seamless version that he had designed.  The doctor tried it, made some modifications, and it worked.  The patent was filed by a third party on May 14, 1976 and thus a critical date of May 14, 1975.  The actions of the doctors was prior to the critical date.  The lower court invalidated the patent on the grounds that Aa use by a single person not under the control of the inventor and in public” is a use sufficient to invalidate the patent.  The petitioner argues that the lower court erred in not applying the TOC test to the public use bar, and that the use was not public in the sense underlying policies would require, because the lab was private, etc.  Respondent counters that the lab was public, with uncontrolled access,, and that those who saw the centrifuge would correctly conclude that it was publicly available.  The court notes that it has defined public use in the past as to be Aany use of the invention by a person other than the inventor who is under no limitation, restriction or obligation of secrecy to the inventor.”  Whether a public use has occurred is a matter of law.  The lack of effort of the doctors to maintain secrecy and the free access add up to public use.  No evidence that those who saw the centrifuge were under any ethical obligation of secrecy.  Petitioner also tries to use doctors own statements against them in their own patent applications, namely the claim that they made that the centrifuge had not been in public use in their own minds for the purposes of THEIR patent applications.  Court dismisses this saying that they are not bound by these (mis)perceptions.  

Public use is determined as a matter of law.  It is fact specific and look at the totality of the circumstances to see if the invention was REALLY disseminated to the public.
DISSENT: WOULD HOLD NO PUBLIC USE

Fraud on the patent: the applicant has an affirmative duty to inform the PTO of any reference or info related to your patent application.  By saying that, now there is prior art, it may be fraud on the patent since they didn’t inform the PTO at the time of patent application that it was used in public.  Admission against interest.

Notes p 272.

1.  Anticipating Dissent  - Notes that dissent conducts a more fulll analysis under all the code provisions, but the editor questions the economy of exhaustive prior art searches.

2.  Theft as Prior Use - Notes that even though it might not be fair, even theft can result in public use.

3.  Prior User Rights Revisited  - Prior User rights will be addressed in Chapter 16.

§4.3[b] Non Informing Uses - p 272

Unknown why this section is included because it examines the distinctions between non-informing and secret uses of an invention in the context of now repealed English law.

Bristol Myers Co.  v.  Beecham Group LTD. - p 273

Diplock’s opinion is actually the majority opinion.  This case dealt with an accidental production and distribution of ampicillin trihydrate.  In an effort to improve their manufacturing processes, respondents unwittingly produced and distributed volumes of this material and then blended it with another chemical, the result of which was the public could never have known it received ampicillin trihydrate, as ideed, respondents themselves were not aware.  Does this constitute secret or non-informing use, or public use?  Prior use can be disregarded if it is secret use.  Diplock does not consider this use secret use because there was not the requisite intent to keep the secret.  Secret use should mean just that.  Accordingly, here there was not secret use that would invalidate the prior use.

Borth-y-Guest: He would consider this secret use because the presence of the offending material was undetectable.  

This is probably the right decision, but for the wrong reason.  No patent should be issued b/c it is not NOVEL.  
Notes p 279

1.  Non-informing Uses by a Third Party Inventor Under ' 102(b).  What result in Bristol Myers under '102(b)?

2.  Truth and Consequences  - Seemingly contradictory results under Bristol Myers: if one person knows the truth about an invention but conceals it a patent may issue, but not if no one knows the truth.  Good Policy?

3.  Effect of the European Patent Convention  - implies that the result in Bristol Myers would change because of the language adopted by the British in the European Patents Convention.  Relevant language: The state of the are shall be held to comprise everything made avail to the public by means of a written, or oral description, by use or in any way (this would seem to mean unknowingly) b/f the filing date. Prof. H. Would think that the result would be the same if this were the law in Bristol.
§4.3[c] Secret Uses - p280

W.  L.  Gore & Associates v.  Garlock, Inc. - p280

Due to breakage problems, Gore’s developed new method to stretch TEFLON.  New product was quite versatile, with many different possible applications described at second full para on p 281.  They got a patent.  As evidence of these many applications, Gore’s had 77 claims.  Independently, Cropper in New Zealand developed the same application around the same time.  He initially tried to sell it in Mass.  To no avail.  He then sold his machine to Budd, with some pretty stringent secrecy requirements.  Budd legally bound his employees to confidentiality agreements.  The issue is whether sale of products from the machine by Budd would defeat the Gore claims.  Budd sold only the tape, and not the process.  There was no access to the public of the process.

Why is this case any different from the centrifuge case?  

Notes p 283.

1.  Gore as a ' 102(g) Case.- More properly this case falls in that purview which should be reconsidered when we cover '102(g) in Chapter 5.

2.  Secret Technology: Applicant v.  Third Party - Can we reconcile this case with Metallizing?  In this case secret technology is insufficient to defeat novelty, but Metallizing held that secret use by the inventor may act as a bar.  Yes, because we are talking about the difference b/w third party use v. that of the inventor. 

3.  A Potent Process?  - Was the result special because it was a process claim?

§4.4 Patents, Printed Publications, & ‘in this country”B''102(a) & 102(b) - p 285
§102(a) & (b) refer to prior art as technology that was “patented or described in a printed publication” and further specify whether a given reference must originate from “in this country” or overseas as well.  But what do these terms actually mean in practice?

§4.4[a] – “Patented” - p 285 

What does patented mean in the above context?

In re Carlson - p286

This case presented the issue of whether a particular design had been patented in a foreign country within the meaning of the code.  The design was for a particular type of bottle that actually held two separate compartments, the utiltilty of which is obvious: if you can’t decide between rum and whiskey . . .Anyway, as it turns out just such a device had been the subject of a German Geschmacksmuster.  Leave it to the Germans.  A Geschmacksmusteris a design registration obtained by an application from the German govt.  After performing certain registration procedures.  This entails registering a model of the device locally and submitting the paperwork up the chain of command.  A published list of all these things is maintained in their Federal Gazette, from which one can obtain the location of the model to go check it out.  The examiner contends that this constitutes prior art, and rejected the claim.  This court holds that a Geschmacksmuster qualifies as a patent under the code.  This was prior art and rendered Carlson’s design obvious. 

Notes p 291

1.  Patent v.  Publication  - Even though there might not be an actual patent there still might be publication thus rendering prior art.

2.  Geschmacksmuster as Patent  - Is actually more of a German version of CY.

3.  Gebrauchsmuster as Patent  - Actually the German patent?


§4.4[b] - APrinted Publication” - p282

In re Hall - p 292

In this case the Federal Circuit upheld the determination of the USPTO rejecting a claim based on the printed publication bar under the code.  The sole issue was whether a doctoral thesis constituted such printed publication.  The thesis in question was on file in the library of Frieburg University in Germany (how does USPTO find these things?)!!!  The thesis had unquestionably been available at the University for more than a year prior to filing, and the court held that this qualified as a printed publication, and thus the claim was rejected. 

35 USC 102(b): Printed publication bar.  Does the thesis on file qualify as a printed publication?  Yes.  Notes on page 295 C unread publication on file in Germany; what if the thesis was never read?  Is this a fair rule. 

Notes p 295

1.  The Printed Publication     - Shouldn’t the gauge be actual access rather than mere public access?  It seems that to require such exhaustive searches discourages the very intent of the code.  Does it matter on availability or actual public awareness.  Who gets rewarded?  You must do something ANEW”.  Even if no one ever read it, you were not the first.  Patent given to the first inventor.  
Time of Availability   - What if the critical dates were closer? It would be to difficult to discover whether a publication that was available was ever read, so it is better to have a bright line rule of availability.  The date of availability is the determination date!  Not the day the thesis was completed, but the date it was available in the library.  The MAILBOX rule, the day the journal was put into the mail is the day that it is available.
  Oral Disclosures  - Under EPC, oral disclosure can be prior art, but not in US.  Which is better? Not likely to have an “oral disclosure” bar in the US, but if it is so widely known, it is likely to be in printed form somewhere.
§4.4[c] – “In This Country”   - p 296

Robbins Co.  v.  Lawrence MFG.  Co. - p 296

In a nutshell: Robbins sued for infringement of its patent for a tunnel bore device, used to cut through mountains.  He designed a special tunnel bore to meet certain Australian design specs and was awarded the contract.  He sold the tunnel bores to the Australian client more than a year prior to the critical date and the court held that this constituted being “on sale” in the US within the meaning of the code and thus the case was remanded with instructions to render summary judgment fro Lawrence.

When it got to the dock, they put it together, took it apart and shipped it.  If the machine have never been assembled in the US it might be different facts.  Whether or not such a sale is consummated in a foreign country, we hold that the product is “on sale” in the US w/in the proscription of the statute, if substantial activity prefatory to a sale occurs in the U.S.  The court will look at your commercial activity (business dealings) and the court will look at the earliest point of that time to start the clock.  Want you to file the patent as soon as possible.
Notes p 298

1.  A Boring Case? - Why should this have been in this country when the contract was likely governed by Australian law?

2.  Federal Circuit Cases - Fed Cir also construe “in this country” broadly.

3.  Territorial Restriction Upon the Prior Art - No territorial limitations on potentially novelty destroying activities in the early patent statutes.

4.  A Multinational Perspective - Sometimes the “in this country” requirement works to the benefit of domestic inventors, as we will see in Chapter 5.

5.  A Hypothetical - If you want to.

End of Assignment # 8 pp 262-299 (+ supplement)..

§4.5 Abandonment - p300

Hypo #5 Switch in Mexico that switches calls that originate in the US C if employed for more than one year, is this “public use” under 102(b)?  
Conditions for patentability; novelty and loss of right to patent.  35 USC '102

A person shall be entitled to a patent UNLESS ---

(c) he has abandoned the invention.
This section does not refer to the relinquishment of the invention itself, but refers to a surrender of an invention to the public.  It describes conduct by the inventor that can lead to forfeiture of the right to patent.  This is usually never an issue; unless one person specifically states AI dedicate to the public.”    

If the first invention is rejected (103) as novel.  The second patent can avoid rejection by dedicated the terminal portion of the first patent to the public.  Both patents are similar and both owned by the same corp.  Should’ve had both claims in the first patent.  But, you screwed up and get the first rejected.  Use this Terminal Disclaimer to let them both expire on the same day (the date of the first patent).
Or, if the inventor decides not to go forward w/ the lawsuit, just claim to have abandon the patent.  This is the only was to walk way from the patent.
Kendall v. Winsor (US 1858)
No facts.  Court states that the purpose of the patent law is to encourage inventors to let the public know what they invented.  So when the inventor conceals the invention and someone else comes along with the same invention and patents it first or makes it know to the public, the first inventor is out of luck.  That is, he did not try to help society by making his invention known so society will not help him by giving him a monopoly.  

However, this will not prevent an inventor for doing experiments and keeping the invention discreet for a certain amount of time that is required in the process of “inventing”.

It is the inventors decision and right  to bestow the invention or the knowledge upon a person or the public.  He can do this by express declaration or by conduct equally significant w/ language C such, for instance, as an acquiescence w/ full knowledge in the use of his invention by others; or he may forfeit his rights as an inventor by a willful or negligent postponement of his claims . . . .

The words “not known or used” must mean, “not known or sued by others before the application.”  This does not include knowledge that has been pirated by another or used w/o consent.  When the knowledge of the invention is obtained by a thief (or w/o consent) there is no presumption that the inventor intended to abandon his right as the inventor.

§4.6 Delayed U.S. Filing ---'102(d)
 This section focuses on the effect of filing a patent in one country and then trying to patent the same thing (or expanding the invention) later.  E.g. suppose that you file a patent in Paris.  The patent application is “prior art” and would seem to bar you (the inventor) for patenting the invention in the US.  Also consider the example in the case below, where you file a patent for one aspect of your invention.  Then, later, you learn other uses.  You seek to expand your invention. Are you barred?

§102(d) says you cannot have a patent if A the invention was first patented or caused to be patented, or was the subject of an inventor’s certificate, by the applicant or his legal representatives in a foreign country PRIOR to the date of the application for a patent in the country on an application for patent or inventor’s certificate filed more than 12 months before the filing of the application in the U.S.

In Re Kathawala (Fed. Cir. 1993)
The invention is chemical.  It has the ability to inhibit enzymes in the biosynthesis of cholesterol.  Patents were filed in Greece, Spain, and the U.S.  Because he filed his U.S. patent more than one year after he filed the other applications, the PTO rejected the patent under 102(d).  

Inventor argues:

1.
The Greece patents were invalid under Greek law; only the PROCESS claims were valid.

2.
The Spanish patent was not available publicly until August 1, 1985 which is after the U.S. filing date.

3.
The Spanish patent and the US patent are not the same invention.

Court Concludes:
4.
Even if the Greek patents were unenforceable, the controlling fact is that the Greek patent issued and it contained claims directed to the same invention as that in the U.S. application.  (For section 102(d) to apply, all that has to happen is for a foreign country to issue a patent for the same invention that is attempted to be patented in the U.S.)  The validity of the foreign patent is irrelevant.  The PTO should be able to accept, at face value, the grant of the Greek patent w/o having to explore Greek law.

5.
The date when the patent is made available publicly is not determinative.  The invention is patented in a foreign country when the patentee’s rights under the patent become fixed; e.g. the date when the patent is enforceable or effective.  Here, the patent was enforceable on Jan. 21, 1985 which is prior to the filing in the U.S.

6.
Same invention patented in Spain as in U.S.?  It is true that each separate claim defines an invention.  A claim to a composition is different from a claim to a process.  Inventor did not claim the compositions or the methods in Spain.  He only claimed the process.  This does not matter.  What is controlling is that the application that Kathawala filed in Spain disclosed and provided the opportunity to claim all aspects of his invention, including the compounds. To hold otherwise would allow someone to patent something in the U.S. that was patented in a foreign country.  Thus, when filing an application for patent in a foreign country that fully discloses the patent C for purpose of '102(d) C includes all disclosed aspects of the invention.

Same invention, was it described?  If it is in a patent document (not necessarily patented) then it is prior publication.  The object is to get to the Patent Officer sooner, and the later you get there, the less likely you will get a patent.

Decision of the PTO & Board to reject patent C AFFIRMED.

Notes:  
Why isn’t this an “obviousness” / “novelty” case instead?

The Europeans have enacted legislation that establishes “utility models” or “petty patents”.  They have much less formal registration and application requirements but only provide short term monopolies (6 years) and may only apply for technical arts.  This may impact '102(d) in that a “petty patent” may preclude a long term patent in the U.S.

Problems on page 311.  Under the scenarios listed in the book, under which one is the inventor barred or allowed a patent?

7.
Commercial production of the Tennis Racket begins on 11.19.96.  The application filed on 11.14.97.  It does not appear to be “commercial use” or “public knowledge” before the 11.19.96 date and so the one-year critical date has not been passed.  PATENT.  Attorney Malpractice!!

8.
Article published on 12.15.96.  One year not passed; still w/in one year time period.  PATENT.

chapter 4

statutory bar exercises


Dr. Martha Bjorn works for the research and development arm of Unstrung Incorporated, a premium sports equipment manufacturer located entirely within the United States.  On July 4, 1996, she invents a new process for producing tennis rackets which fulfill the standards set forth by the dominant professional tennis organization.  The process results in tennis rackets identical to those made by prior art processes, but does so more quickly and cheaply.  As Unstrung’s patent attorney has quite a backlog of other patent applications, a United States application claiming the Bjorn process in not filed until November 14, 1997.


Would any of the following activities bar the issue of a patent to the Bjorn invention under § 102?  While this question is broadly phrased (§102) this chapter deals only w/ Statutory Bars.  They are §§102(b) and (d). These sections deal with the time of filing or the time sales or other disclosures were available to the public.  Contrast the other sections of §102 which are tied to the date of invention.  Statutory bar exercises require understanding the critical date—the date one year prior to the trigger (filing or disclosure).


Thus, the time of Filing is Nov. 14, 1997.  The critical date is Nov. 14, 1996.

1. Unstrung Incorporated begins development efforts to adopt Bjorn’s process to the realities of the factory production line on August 1, 1996.  After modifying its existing manufacturing processes to fit the Bjorn process and working out the bugs, Unstrung judges these efforts to be successful by November 19, 1996.  At that point, Unstrung then begins commercial production.  I would argue that they are NOT barred from patent.  The language at issue is §102(b) “in public use or on sale in this country, more than one year prior to the date of application for patent in the US.”  Here, the company “began development efforts” one year prior.  I do not believe this is available for public use or on sale.  It does not even appear to be in use.  Instead it appears to be used only on Nov. 19, 1996, which is after the critical date and does not prevent the issuance of a patent.
2. A few days after completing her invention, Bjorn writes an article about the process and submits it to a technical journal.  The article is published on December 15, 1996.  First, the easy answer.  The article was published, and thus publicly available, on Dec. 15, 1996.  This is after the critical date and is therefore not a bar.  The difficult question is whether the submission of the article to the journal a ‘disclosure’ that would bar the issuance of a patent (since it was earlier than the critical date).  The book does not answer this question.
3. Unstrung Incorporated begins shipping tennis rackets produced by the Bjorn process to distributors on February 1, 1997.  Retailers make the first sales of Bjorn-produced rackets to consumers by February 10, 1997.  No problem.  This all took place well after the critical date.  In fact, after the filing of the patent.  The date of invention is not an issue.  
4. An unrelated party located in the United States, Swish Limited, had developed a similar process to that invented by Bjorn.  Swish perfected the process on October 7, 1996, and produced several dozen rackets.  Ultimately, however, they decided not to employ the process on a larger scale for financial reasons.  Swish maintained the process documentation and resulting rackets under lock and key, and the Swish employee-inventors maintained the pledge of confidentiality they had agreed to in their employment contracts.  This is case could go either way.  The Baxter Int’l v. Cobe Lab case is similar.  In that case, the centrifuge was used in a laboratory (not the inventors).  The majority held that “public use” is “any use of the claimed invention by a person other than the inventor who is under no limitation, restriction, or obligation of secrecy to the inventor.” However, in that case, the court found that there was no policy of confidentiality and in fact, people had free access to the building and the room where the centrifuge was located.  Of course, they would argue that it was not public use.  No one could have figured out the PROCESS by looking at the tennis rackets themselves and the information was under lock and key.  The court focused on the policy reasons for the statutory bars.  Specifically: (1) discouraging the removal from the public domain, of invention the public believes are freely available.

5. During his September 15, 1998 retirement luncheon in Campos, Brazil, the senior engineer of a local sporting goods maker offers some advice on ways to improve the production of tennis racquets.  The steps he proposes are quite similar to those ultimately suggested by Bjorn.  The remarks are in Portuguese and go unrecorded.  Is this a trick question?  The patent was filed in November of 1997.  What difference does it make if someone talked about it afterwards?  I think the trick is knowing which way the critical date goes.  The critical date is one year before the filing.  This means an inventor who uses or discloses information about an invention has a one year grace period in which to file the application or be barred.  The other issue is whether this would constitute a “publication” prior to the critical date.  The court in In Re Hall (page 293)  says, “there are many way in which to a reference may be disseminated to the interested public.”  And therefore, “public accessibility has been called the cornerstone in determining whether a reference constitutes a ‘printed publication’”.
6. Mr. Forehand is the president, chief executive officer, and sole shareholder of Unstrung Incorporated.  Forehand is presented with the “Sports Manufacturing Person of the Year Award” at an elaborate industry-sponsored dinner on August 27, 1996.  In a fit of largess following this acknowledgment by his peers, Forehand fully describes the Bjorn process during his acceptance speech.  He then declares that “I believe this invention will transform the world of tennis and feel that all of us should participate in this dramatic possibility.  I hereby dedicate our new invention to the public.”  The next morning, Forehand has second thoughts and orders the filing of a patent application as above.  No patent allowed.  §102(c) ABANDONMENT.  “[This section] provides that appropriate conduct by the inventor can lead to the forfeiture of the right to obtain a patent on the invention.”  From the case of Kendall v. Winsor (page 301-02), “it is the unquestionable right of every inventor to confer gratuitously the benefits of his ingenuity upon the public, and this he may do either by express declaration or by conduct.”  Assuming that the inventor signed some agreement that relinquished all rights in inventions to the company, the invention has been forfeited or abandoned. 
7. Unstrung Incorporated’s patent attorney contacts two foreign associates and asks them to file patent applications claiming the Bjorn process in Sweden and Germany, respectively.  The Swedish application is filed on July 15, 1996 and issues on October 13, 1997.  The German application is filed on August 17, 1996 and issues as a granted patent on January 15, 1998.  §102(d) is a little confusing.  The editors say that “Section 102(d) creates a statutory bar if the US application has not been filed w/in one year of the foreign application on the same invention which ultimately ripened into a foreign patent right.”  But after reading In Re Kathawala (page 305), this is what I think.
(a) With respect to the Swiss Patent:  it was FILED before the US application was filed AND ultimately issued BEFORE the US application.  For these reasons, the US patent is barred.

(b) With respect to the German Patent:  it was FILED before the US application but DID NOT ISSUE before the US application.  For this reason, I do not believe the German patent is a bar.  But in either event, the patent is barred b/c of the Swiss patent.

In in re Kathawala, he filed his US application more than one year after he filed the foreign applications AND those applications issued as patents prior to the US filing.  The foreign patent does not have to be publicly available to be “patented” under §102(d).  My confusion is about whether the mere filing of a patent in a foreign country is a bar considering some of the language in the book suggesting that the patent application is sometimes available publicly before the patent actually issues.
Chapter 5   Novelty: Prior Invention

§5.1 Prior Invention under '102(a)

Woodcock v. Parker (Dist. Mass. 1813)
Jury instruction; stating that it is the first inventor who receives the patent.  It does not matter if the second inventor did not know of the first and it does not matter if the second filed the application first.  It is the one who INVENTS first, who gets the patent.  But, if the first never put his invention to use or abandoned the invention, then the second could get a patent.

'102(a): a person shall be entitled to a patent unless ---- the invention was known or used by others in this country, or patented or described in a printed publication in this or a foreign country, b/f the invention thereof by the applicant for patent.

Gillman v. Stern (2nd Cir. 1940) (L. Hand)
Patented Invention: a pneumatic “puffing machine” for quilting, i.e. it blew thread or yarn into packets formed to stuff the same to impart a raised or embossed design.”

Parties: Plaintiff sued for an injunction for the infringement of the patent.  Defendant claims that there was prior use of the invention by Haas before the application was filed.  Judge ruled the patent invalid.

HOLDING: Although Haas may have invented this machine prior to the plaintiff, it cannot be considered prior “public use.”  Thus, Haas was not the “first inventor” b/c it was kept secret as possible.  (Very few people ever saw the machine and Haas was extremely careful to protect his invention.  Everyone, including the trial judge and attorneys were sworn to secrecy and the transcript was sealed so that only the trial judge could review it).  Such use is clearly not a “public” one, and such an inventor is not a “first inventor.”  Just as a secret use is not a “public use” so a secrete inventor is not a first inventor.”

Notes: Hand’s conclusion that secrete uses do not comprise prior art under '102(a) remains good law.  The words “known or used” does not require actual knowledge or use by the public, just that the prior invention was publicly accessible.

Canada’s system/evolution: At the beginning, Canada was a pure “first-to-invent” system and the second to file could not get a patent no matter what.  Then Parliament changed the rule in 1935.  But today, Canada has abandoned the first-to-invent approach.

Reduction to Practice?  Some older opinions held that the invention must have been reduced to practice which meant actual construction and testing of a physical embodiment of the invention to be considered prior art.  However, this has been abandoned.  Rather, the criterion should be whether the disclosure is sufficient to enable one skilled in the art to reduce the disclosed invention to practice (the disclosure must be such as will give possession of the invention to the person of ordinary skill).

Does “knowledge or use by OTHERS” mean that the use by one person alone is insufficient and would instead require use by more than one or is one enough?  The Federal Circuit has not resolved this issue.

Burden of proof: The burden is on the person challenging the validity of the patent and he must prove by CLEAR AND CONVINCING evidence that the first patent is invalid.  The Federal circuit held that the challenger must prove '102(a) by clear & convincing and also prove that it was published or patented b/f the patentee’s invention date by clear & convincing evidence.

(1) the inventor is presumed to have made his invention as of his FILING date.  (2) then the challenger must prove by Clear & convincing evidence that he (the challenger) was the first to invent. (3) once the challenger has proved that the patent is invalid then the patent owner has the privilege of proving that he made the invention at an earlier date.

RULE 131 AAFFIDAVIT” PRACTICE

This Rule allows applicants to declare an invention date prior to date of a prior art reference.  The patent applicant does not have to attest to the date of invention when they file the patent.  However, the patent examiner may produce evidence of prior art.  At this point, the applicant then files a 131 affidavit to Aswear behind” the prior art reference.  The oath must include:

1. Facts showing a completion of the invention in this country or a NAFTA or WTO member country

2. Before the filing date of the application on which the US patent issued or,

3. Before the date of the foreign patent or

4. Before the date of the printed publication

§5.2 ELEMENTS OF AINVENTION” UNDER '102(g)

In an age when similar or identical technologies are developed at approximately the same time . . . The US adopts a “winner-take-all” approach and only the inventor that was first to complete a particular technology will be awarded a patent.  However, if the first inventor is found to have “abandoned, suppressed or concealed” the technology, he has forfeited his 102(g) status.

§5.2(a) Patent Interference
Can occur b/w tow pending applications or b/w pending and an issued, current patent.  The PTO will call for an interference when an application would interfere w/ any pending application or any current patent.  Also, an applicant can initiate an interference if a newly issued patent claims the same invention.

Senior B the earliest effective filing date

Junior B any other party

Count B corresponds to the claims which the interfering parties share C defines what the dispute is about.

Process:

1. If the applicants filing date is more than 3 months after the effective date of the patent, the applicant must submit evidence demonstrating that the applicant is prima facie entitled to a judgment relative to the patentee.

2. Then the primary examiner makes a preliminary determination.  The one and only purpose is to determine whether the applicant alleges a date of invention prior to the effective date of the patent.

3. If the primary determination is that the Applicant meets these requirements, the application is referred to an examiner-in-chief to see if the interference goes forward.

4. If the examiner-in-chief determines that a prima facie case for priority has been established B the interference proceeds.  If the examiner-in-chief concludes that the prima facie case has not been shown B he enters an order stating the reasons for the opinion and directs the applicant to show why summary judgment should not be entered against him.

5. If the interference continues, the applicant files a preliminary statement.

6. Then the trial phase follows.  Parties present affidavits, declarations and exhibits.

7. Then a hearing b/f the Board of Patent Appeals C oral arguments only.  The Board then issues its decision usually granting priority to one of the parties.

8. Other methods _C one party may assert that the subject matter is not patentable.  This is uncommon since neither party could get a patent on the invention, but it may be desirable for one of the parties (better than allowing someone else to have a monopoly).

§5.2(b) The Rule of Priority
§102(g) B the general rule: The first inventor to reduce an invention to practice wins the priority contest.  But if the inventor to first conceive the invention, but the second to reduce the invention to practice, can show diligent from the time prior to the conception date of the first to reduce to practice, he will displace the first inventor at law.

§5.2(c) Conception
Oka v. Youssefyeh (Fed. Circ. 1988)
This is an interference action.  Oka is the senior party and AY” is the junior party.  The Patented Athing” is a chemical compound.  There are actually two different compounds at issue.  The first, I call #2 and the second I call #5.

History: The Board found for the junior party AY” and would have granted AY” a patent.  The Fed. Circ. Reversed and allows the senior party Oka to keep the patent.

FACTS: AY” wrote down a compound for the #2 chemical in a notebook on FEB. 27, 1980.  However, they were never able to prepare the compounds or to actually “make” the compounds.  

In OCT. 10, 1980 AY” made the #5 chemical but this does not seem to have been what they intended.

HELD: Conception requires (1) the IDEA of the structure of the chemical compound and (2) possession of an OPERATIVE METHOD of making it.

1. The #2 chemical is not valid b/c they did not have the second requirement (possession of an operative method of making it) although they did have the first (the Idea).

2. AY” did not have the IDEA for the #5 chemical on OCT. 10, 1980 B the method for making the #5 was actually to make something else.  Thus, they did not have the two requirements for Conception on the date.

3. Since Oka is the senior party (having filed the application first) the burden is on AY”.  Since Oka filed on October 31 this is the date that AY” must beat to win.  When AY” claims that it had the conception during the last week of October, the “inventor has not established a date for his activities earlier than the last day of the period.”  (When suggesting a time period C the effective date is the last day of that period).  AY” claimed to have conceived during the last week of October.  This places the effective date on October 31.  But, Oka filed its application on October 31.  There is a tie.  When there is a tie, the Senior party wins.  There is a presumption that the senior party is entitled to priority.  AY” has not met the burden of proving that he conceived the invention prior to Oka B therefore AY” loses and Oka gets the patent.

Notes:  

Rule of conception: To show conception, an inventor must present proof showing possession or knowledge of each feature of the count and communicated to a corroborating witness in sufficient detail to enable one of the skill in the art to replicate the invention.

Japanese Patent Act: If two or more patents are filed relating to the same invention, they parties either agree on who gets the patent or no one gets a patent at all.

§5.2(d) Reduction to Practice
Inventor may reduce to practice either (1) constructively, by filing a patent application or (2) actually, by building and testing a physical embodiment of the invention.  Constructive C application must full disclose the invention (sufficient to enable one skilled in the art to practice the invention defined by the count w/o the exercise of inventive facilities).

Scott v. Finney (Fed. Cir. 1994).

Facts: Finney, senior party, and Scott, junior party, developed a penile implant with two reservoirs connected by a valve which would be implanted w/in the penis.  Prior art had 2 categories: Flexible rods and inflatable devices with fluid source and pump external.  Finney filed on May 15, 1980; Scott on May 15, 1981.

Scott had an earlier conception date.  Presented evidence of videotape of surgeon implanting and manipulating the penile implant.  Video showed a penis with enough rigidity to produce an erection.  Implant was removed and a rod was then inserted.

Board determined that Dr. Scott had not tested his device in actual intercourse or in similar conditions to intercourse for a proper period of time.

Rule is that a junior party must show reduction to practice by a preponderance of the evidence.  To show reduction to practice, invention must be “suitable for its intended purpose.”

Simple devices need no testing and common sense can be used.  Testing requirements depend on the facts of each case.  A “reasonableness” standard applies.  

Reduction to practice does not require 1) the invention to be in a commercially satisfactory stage of development, 2) need not show testing beyond a possibility of failure, simply testing beyond a probability of failure.

Court of Appeals held that video evidence was sufficient to show that the invention will work to overcome the problem it addresses.  Testing for full safety and effectiveness is left to other gov’t agencies (i.e. FDA).

REVERSED AND REMANDED 

NOTES pp336-39

2.  An applicant must continue to prosecute a patent for that instrument to constitute a constructive reduction to practice

3.  Standard for Proof of actual reduction to practice is “Does the embodiment relied upon for proof of reduction to practice actually work for its intended purpose?”

5.  In Amgen v. Chugai, court discusses circumstances in which conception and reduction to practice occur simultaneously.  Trial court was correct in concluding that neither party had an adequate conception of DNA sequence until reduction to practice had been achieved.

§5.2 [e] Diligence 

GOULD v. SCHAWLOW, p. 339

Two parties who had developed Light Amplification by Stimulated Emission of Radiation (LASER).  MASER (Microwave) was already in use.  Counts of interference related to 1) laser comprising an active medium with the requisite energy level characteristics 2) means for pumping that medium and 3) a cavity resonater to enhance the laser operation.

To show diligence, Gould relied on 1) his own testimony, 2) testimony of his wife, Ruth, 3) a notebook labeled Exhibit 9, and 4) testimony of his patent attorney

Court said Awe may surmise that appellant was probably diligent...but mere surmise cannot take place of proof.”

Intent of Congress was to assure the first inventor who had completed the mental act of invention should not be deprived of his reward by reason of “reasonably” unavoidable delays.  But, court adds that it was not alone to reward the inventor with the patent, but the public is also rewarded by the invention.

NOTES pp. 345-46

1.  Reduction to practice typically requires that an inventor marshal significant resources.  So long as he remains diligent, Sec. 102(g) will allow the first inventor to maintain that privileged status.

3.  Reasonable diligence standard balances the interest in rewarding and encouraging invention against public interest in the earliest possible disclosure of that invention.

§5.2(f) Corroboration
An inventor may make use of the various inventive activities B conception, reduction to practice, and diligence B only if they have been corroborated.

HAHN v. WONG p. 347

Board denied Hahn in interference case via summary judgment.  Hahn had not made a prima facie showing of reduction to practice.  Court of Appeals affirmed

Hahn relied on three affidavits: 1) Co-inventor Stephen F. Hahn, who attached lab. notebook pages, copies of graphs, and tables. (The affidavit did not explain the significance of these plots. 2) David W. Hughes and 3) William J. Harris, colleagues from Dow Chem.  The corroborators merely establish the existence of particular pages in the notebook.

Court says that to establish a chemical composition to practice, inventor must show that the “inventor actually prepared the composition and knew it would work.”  The inventor must also provide independent corroboration evidence in addition to his own statements and documents.

App. Ct says that the 2 corroborating affidavits were insufficient.  They established only that pages existed on a certain date.

NOTES pp. 350-55

1.  Fed. R. Evid. 803(6) has been held not to apply to prove dates of inventive activity.

2.  Corroboration requirement prevents fraud.  Rule of Reason

4.  Sec. 104 currently limits proof of inventive activity to NAFTA or WTO country.  

§5.3 Patent Award to the Second inventor
A first inventor can lose status through own conduct (abandonment, suppression or concealment)
DUNLOP v. RAM GOLF CORP. p. 355



Dunlop sued Ram Golf for infringement of its patent covering an unusually durable golf ball.  Ram said the patent was invalid because the invention had been made by a third party, Butch Wagner.  Plaintiff claims that the date of invention was Feb 10, 1965.  Butch started experimenting w/ golf balls covered by Surlyn in 1964.  By Nov 5, 64, Butch developed a formula he felt was suitable for commercial production.  By Feb >65, he had orders for 1,000 dozen balls.  End of >65, he had ordered enough Surly from DuPont to make 900,000 balls.

The only novel feature of this case was that Butch Wagner was careful not to disclose the ingredient to the public.

Ct, citing Gillman v. Stern, said that an inventor who had merely made a secret use should not be the first inventor.  Judge Hand in Gillman drew a distinction between secret use and noninforming public use.

Here, the evidence establishes a noninforming public use.  In view of his public use, he did not conceal or suppress the discovery w/in Sec 102 (g).

Three reasons why it is appropriate to conclude that a public use forecloses a finding of suppression or concealment even though the use does not disclose the discovery: 1) Even such a use gives the public a benefit, 2) it is fair to presume that its secret will be uncovered by potential competitors long before the time when a patent would have been discovered, and 3) inventor is under no duty to apply for a patent.

NOTES pp359-60

2.  Palmer v. Dudzik a secret commercial exploitation may fall within the “abandoned, suppressed, or concealed” language of Sec. 102(g).

PAULIK v. RIZKALLA, p. 360

Board awarded priority to senior party, Rizkall on the ground that Pualik had suppressed or concealed the invention.  Remanded to board.

Case involves a catalytic process for producing alkylidene diesters.  Paulik presented deposition testimony and exhibits in support.  Rizkalla relied on the filing date of Mar. 10, 1975.

Paulik reduced the invention to practice in Nov >70 and again in Apr >71.  The disclosure had lower priority than other patent work.  Board held that Paulik’s four-year delay was prima facie suppression or concealment.

The Board refused to consider Paulik’s evidence of renewed patent-related activity.

The first inventor may resume work before the second inventor enters the field.  Court holds that such resumed activity must be considered as evidence of priority of invention.

There is a difference in deliberate concealment and the legal inference of suppression or concealment based on “too long” a delay in filing the patent app.

Ct holds that the first inventor will not be barred from relying on later, resumed activity antedating an opponent’s entry into the field, merely because the work done before the delay was sufficient to amount to a reduction to practice.

CONCURRING OPINION:


An inventor may delay as long as he likes, in the absence of commercialization, if he is willing to risk having to show an interference or in facing a defense of prior invention that he has the better right to the patent.

DISSENTING OPINION:

Statute gives priority to the applicant by whom the invention was made first and who has not suppressed or concealed it.  Majority is putting a new spin on the language of the statute.

NOTES pp. 369-70

2.  Paulik was again denied by the Board because he was unable to demonstrate due diligence.  On appeal, Board was instructed to initiate a second interference in which the parties would be allowed to introduce additional evidence.

3.  Lutzker v. Plet If inventor’s activities are directed to commercialization and not the patent app, such activities will not excuse the delay or rebut the presumption of suppression or concealment

5.  Court can order further proceedings in the PTO, but they are matters for PTO election, and merely require that any such proceedings be governed by the App. Ct.’s decision.

§5.4
Disclosure in US Patent Apps.
§102(e)

Alexander Milburn Co. v Davis Co.

Suit involved the patent for improved welding apparatus.  P claimed prior invention: P filed on 03-04-11 and issued patent on 06-04-12.  D filed on 01-31-11 and issued 02-06-12.  P could have claimed the improvement on the original invention but he did not, D did. P was not the first inventor.  D did all he could do to make his description public.  He took steps that would make it public as soon as the Patent Office did its work, and  this should not bar him.

Notes:

2.
Prior art should refer to known state of the art at time the invention is made.  It stretches the bounds of credibility to include a secret disclosure.

3.
When two co-pending applications with different inventors, one on which the subject matter would anticipate a later filed application, the PTO allows examiners to issue provisional rejections where they share common inventors or ownership.

4.
Should provisional applications count as prior art?

§5.5
Derivation- Theft from a Prior Inventor
§102(f)

If applicant is first but derived the invention from another inventor, no patent can issue.  '102(f) bars a patent to an applicant who “did not himself invent the subject matter sought to be patented.”

Agawam Woolen Co. v Jordan

The original pantentee began experiments early directed in the woolen industry at improving the billy.  D worked with patentee and made suggestions regarding the rovings.  Court found that valuable as the aid was in accomplishing the desired result, it cannot be regarded as the invention in the patent or confers any right on the suggesting party.  

Where a person has discovered an improved principle and employs other persons to assist him in carrying out that principle and they in the course of experiments arising from the employment make valuable discoveries ancillary to the plan, those suggested improvements are in general to be regarded as property of the party who discovered the original improved principle. 

Notes

1.  Standard for finding communication of a prior conception:  if it enabled an ordinary mechanic without the exercise of any ingenuity and special skill to construct and put the improvement in operation

2.  Derivation of inventorship B one party claims the other got the idea from him.  To prove derivation, the person attacking must establish prior conception of the claimed subject matter and communication of the info to the adverse claimant.

§5.6
First to File vs. First to Invent

Objections to “first-to-file”:

-
small entities disadvantaged because of limited resources to prepare

-
might foster premature, sketchy disclosures

-
increase of theft of invention

-
reduced opportunity to explore commercialization possibilities

-
USPTO has more applications

Favoring “first-to-file”

-
changing could hurt US industry

-
promotes early public disclosure of inventions

· could greatly decrease length and expense associated with USPTO interference

chapter 5

novelty exercises


While working in her United States laboratoy, Andrea conceives of the idea of using a certain compound as a semiconductor dopant on January 10, 1996.  She writes the idea down in her notebook under the heading “Dopant X Project,” but immediately puts it aside in favor of completing some other projects of a personal and professional nature.  Eventually, she turns again to “Dopant X,” and after some intermittent efforts she fabricates a working semiconductor chip on August 14, 1996.  She immediately notifies her patent attorney of the invention, and an application is filed on October 1, 1996.  During this entire process, she maintains the invention in secrecy.


Based upon the different additional facts provided below, will Andrea be awarded priority of invention?  Unless otherwise noted, assume that all activity occurred within the United States.

1. Benkei, an electrical engineer based in Japan, had described the use of Dopant X in a Japanese electronics journal published on November 3, 1995.

Statutory bar due to foreign anticipation arises when there is: prior patent by anyone, printed publication, or prior patent application by the applicant.  Here there is a foreign publication before she began. So her claim to novelty is shot and there is a statutory bar. ANDREA IS NOT AWARDED PRIORITY

2. Chelsea conceived of Dopant X on June 15, 1996, and by working continuously on the project was able to produce the chip on September 1, 1996.

Andrea conceived first, then took a break.  Chelsea conceived subsequently.  Andrea created working product before Chelsea, but had a break in the work.  Rule is that the inventor who is both first to conceive and first to reduce an invention to practice wins the priority contest without having to show diligence. ANDREA IS AWARDED PRIORITY

3. Diane developed the idea of using Dopant X on September 3, 1995.  She did nothing more on the project until the start of the new year, but then worked on a full-time, daily basis beginning January 3, 1996.  She was at last able to construct a working chip on November 20, 1996.

Rule is that the required period of diligence for the inventor who was first to conceive, but last to reduce to practice (which we have here), begins at the time prior to the conception by the other and ends when the inventor who was first to conceive reduces the invention to practice.  Here, the entire time frame that Andrea was working on Dopant X Diane was consistently working on Dopant X as well, and since Diane conceived first she gets the patent even though she finished last.  ANDREA IS NOT AWARDED PRIORITY

4. Edward conceived of the invention on January 15, 1996, and continued work on the project for the next two months.  After several false starts, he halts work on the project entirely on March 21, 1996.  After spending some spare moments reflecting on his earlier work in the early summer months, he then renews his efforts on the project in late July.  He successfully builds the semiconductor on August 7, 1996.

Andrea conceived, then Edward conceived, then both Edward and Andrea take a break, then Edward finishes, then Andrea finishes. The one who is first to conceive but last to reduce to practice has the burden of showing reasonable diligence from a time immediately before the other’s filing date until her own reduction to practice. So as long as Andrea can show diligence from the time immediately before Edward’s filing date to her reduction, ANDREA IS AWARDED PRIORITY

5. Felicia conceives of a new transistor on June 20, 1995 and immediately informs her patent agent.  A patent application claiming the transistor on December 1, 1995.  Along with several other doping agents described as useful in implementing the transistor through semiconductor materials, the application’s specification suggests the use of Dopant X.  Felicia then constructs the transistor using a known dopant on June 4, 1997.  Her patent is granted on April 23, 1998.

Felicia never reduces Dopant X to practice, so there is no rub here. ANDREA IS AWARDED PRIORITY
Chapter 6 - ANTICIPATION

§6.1
The Identity Requirement

Lewmar Marine v Barient Inc.

The patent involved a winch used on sailboats.  The winch had three different gears that allowed for greater speed or torque depending on the conditions.  The issue presented was whether or not the mechanism met the limitation set forth in a prior invention.  Court held the winch did not.  The American Eagle winches had a unidirectional drum and the crank had to be used in the same direction for two speeds.  The patent in issue used the same direction for all three speeds.  The court found that the patent in issue was not anticipated by the American Eagle patented winch.

Notes:

1.  If the claimed invention can be found within the ambit of a single prior art reference, then the invention has been anticipated.  Test is whether the reference contains within its four corners directions for the practice of the patent claim invalidated.  Reference must disclose all the elements of the claimed combination functioning the same way to produce the same result.

2.
Some courts view precise identity as not necessary

3.
Genus/Species Cases:  It is not necessary that a reference disclose every property or attribute of a composition of matter to be a valid anticipation

4.
Factors to consider whether or not the genus anticipated a claimed species:

a.
Number of compounds embraced

b.
Degree of structural similarity

c.
Number of properties shared

d.
Number of parameters that can be varied

 ------------------------------------

Continental Can Co. v Monsanto Co.

The patent in issue involved a plastic bottle B specifically the bottom structure and its ability to be stable and impact resistant resisting deformations.  The ribs in the contested patent uses hollow ribs at the base as opposed to solid ones used in the prior patent.  The issue is whether or not the original patent (solid) was in anticipation of hollow ribs as  well.  Court said that to serve as anticipation when the reference is silent, extrinsic evidence is admissible.

Notes:

1.  Accidental Uses B patentee unwittingly produces while operating in pursuit of other and difficult results without knowing how it was done does not qualify as anticipation.

2. 
Undetectable Uses B If production is in such miniscule amounts that presence was undetectable, no anticipation.

§ 6.2
The Enablement Requirement Anticipation

Patented inventions cannot be superseded unless the description of the prior art reference show a substantial representation of the patented improvement in full, clear and exact terms as to enable any person skilled in the art to make and practice the invention to the same practical extent as they would be able to do if the info were derived from a prior patent.  Vague and general representations will not support such a defense.

Titanium Metals Corporation v Banner

Employers assigned invention to corporation regarding an alloy of mostly Ti.  Examiner rejected the claims on basis of anticipation from an article written earlier.  The issue is whether or not the alloy is patentable because the article did not specifically mention the alloys in words or their uses.  Since testimony revealed that one with ordinary skill in the art could have realized from the article the ends achieved by the applicant, it was anticipated and the claims are rejected.

Notes:

1.  True test as to whether prior art is old is whether the prior art places the disclosed compound in the public’s possession.

2. No utility need be disclosed to be anticipatory.

chapter 6

anticipation exercise


You are a prior art searcher working for a private firm, Skillful Searchers, Inc., located in Crystal City, virginia.  On June 1, 1997, you receive a call from Eve Klayton, a patent attorney who is a frequent client.  She requests that you search through prior patents and technical literature for a description of a toothbrush with two key features:

(1)  bristles fabricated from an artificial fiber, known in the trade as NYLANON, which supposedly is particularly effective at removing plaque; and

(2)  a specially-shaped handle which is easy to grip.

Klayton explains that she is trying to cite references against the ‘123 patent, which was filed on January 19, 1996.  Klayton ideally seeks an anticipating reference, and in particular one under § 102(b).


Your searches through patents and printed publication are unavailing.  However, while surfing on the Internet one evening, you discover a home page entitled “Fiendish Fluoridators.”  The home page appears to comprise a collection of various textual files relating to the study of dental instruments, including toothbrushes.  One of the files on the “Fiendish Fluoridators” home page contains the following passage:


Beyond education on the proper use of a tooth brush, one can improve the effectiveness of brushing through improved toothbrush design.  Experiments have demonstrated that plaque removal rates are greatly increased where toothbrush bristles are fabricated from an artificial fiber call “NYLANON.”  Additionally, certain toothbrush handle designs have increased toothbrush effectiveness.

You recognize that the highlighted words comprise an invitation to employ “hypertext”; by clicking on your mouse, you can retrieve further information on the selected item.  Intrigued, you move your cursor to the highlighted words and click on your mouse.  Immediately, a second file appears on your computer screen.  The second file originates form a different home page, which is entitled “Healthy Smiles.”  The second file provides diagrams and a detailed textual discussion of the precise handle design claimed in the ‘123 patent.


Further research indicates that “The DDS Catalog” home page was created on June 7, 1994, while the “Healthy Smiles” home page was created on May 10, 1993.  Neither home page has since been modified, meaning that the file you accessed were undisputably available on the Internet as of those respective dates.  You also learn that “The DDS Catalog” home page is based on a computer system in Davis, California, while the “Healthy Smiles” home page originates from a computer in Toronto, Canada.


Do your findings on the Internet constitute an anticipating reference under § 102(b)?

§102(b) states that a patent shall not be awarded when the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country more than one year prior to the date of the application for patent…  

First question is whether or not the internet qualifies as a printed publication.  It is arguable, but probably safe to say that it does (because you can simply print the web site out).  All that is required is  that the information be sufficiently available or at least potentially so to those knowledgeable in the particular art (of dentistry) to become part of an accessible body of knowledge.

Next question is whether it was described.  With regards to the handle design the “Healthy Smiles” home page file must provide a substantial representation of the patented improvement in full, clear and exact terms as to enable any person skilled in the art to make the invention.  From the hypo it sounds like the handle is so described. As far as the Nylanon goes, merely mentioning it does not constitute the adequate description as required by §102, so the Nylalnon would not be considered anticipated.

Finally we have to ask whether this is foreign or domestic anticipation.  However, it really doesn’t matter here because both foreign and domestic anticipation includes printed publication.  So whether the Canadian or American location is considered the origin of the material as long as the internet is considered a printed publication then it is considered anticipated. 

Chapter Seven “Non-obviousness” - 103 (a)

This section precludes a grant of a patent “if the differences b/w the subject 

matter sought to be patented and the prior art are such that the subject matter as a whole would have been OBVIOUS at the time the invention was made to a person having ordinary sill in the art to which the subject matter pertains.  In contrast to the novelty requirement, Non-obviousness is much less tangible.  This difficulty led to originally to propagation of secondary terms like inventiveness, inventive intellectual product and inventive step.  Gadd & Mason v.  the Mayor of Manchester reviews the basis for the Non-obviousness requirement.  Although the requirement might seem ephemeral, it reflects a Congressional intent that trivial advances not be regarded with a patent.  Only where a claimed invention surpasses an ordinary continuous flow of technical progress will it surmount the requirement of Non-obviousness.  The question must be asked: Is the advance over state of the art good enough to merit a patent?  This in turn leads to two considerations: First, the class of technology which may be employed to reject a claim for obviousness must be determined.  Then the claimed invention must fulfill a defined standard of inventiveness with respect to that technology.  

Magic words in the claim:  “consistency of ABC”(only ABC and if you have ABCD you don’t infringe the claim);  “Comprising ABC” (open-ended, so long as ABC in it it can include the whole world B and everyone else infringes);  Consisting essentially of ABC” (If you add D and it changes the function of ABC then you don’t infringe the patent.)  

Always submitted to PTO as “comprising ABC”.  Consisting of ABC is when there is a lot of prior art and you only want a very narrow part of prior invention ABCD.

§7.1 THE HISTORICAL STANDARD OF INVENTION - p 409

Early patent statutes allowed patents to issue for items that were deemed sufficiently important.  No statutory requirement existed beyond novelty and utility.  Instead certain negative rules were developed.  No patents for mere changes in material, , proportion or form over existing technology.  The doctrinal moorings of these were unclear until the court issued Hotchkiss, which first stated the rule that “inventions” only were patentable and that these efforts must transcend the efforts of the skilled mechanic.

Hotchkiss v.Greenwood - p409 (early Supreme Court case)

Suit was brought against  for alleged infringement of a new kind of clay and porcelain door knobs.  The change apparently was the incorporation of the spindle and shank into the know itself.  By changing the material, breakage and cracking was reduced?  The dispute was over a jury instruction that instructed the jury to make a determination on the question of whether door knobs of these types had been used in metal, and if they had been in this form known and used then the improvement simply constituted the efforts of a skilled mechanic.  It is claimed the instruction was erroneous.  The potters clay knobs were not claimed as new, but the way they were employed.  The novel consisted of the new composition made practically useful for everyday life.    The court held that this might be an advance but does not comprise a new mechanical device, and that a superiority of material in and of itself is not enough to be the subject of a patent.  The employment of this material does have peculiar effect, but it is no different that if other materials were used.  This is thus the work of a skillful mechanic and therefore the decision of the lower court is affirmed.

Note - p 412

Hotchkiss has often been read as the original case presenting an additional requirement for patentability beyond novelty and utility.  However, other scholars note that the decision could not been cut out of whole cloth, and accordingly credit lower court trial judges with the distinction.    However, it was not an articulated rule until Hotchkiss, although it was still vague and highly abstract in nature and this led to widely varying applications, and thus criticism.  The rise of the antitrust movement and the distrust of monopoly led to the standard of invention becoming increasingly difficult to satisfy, in particular at the Supreme Court.  In one decision of this era Cuno, the court set out the “flash of genius” requirement for inventiveness.  The patent community viewed this as a declaration of war on the patent system.  The high water mark of this movement came in Great A&P:

What level of innovation?  Is a red ball-point pen an invention?  

Great A. & P.  Tea Co.  v.  Supermarket Equipment Corp. - p413

Two courts below held patent claims valid.  Supreme Court hold that the lower courts have applied the incorrect standard for inventiveness, and the appropriate standard for a combination patent dictates that the patent claims must fail.  This is essentially an early version of the grocery store conveyor system.  Each item in the patent was held by the lower courts to be prior art, but they nevertheless allowed the patents to stand because when in combination they produced a decidedly novel feature.  The Court notes that combination patents have been upheld, while no definitive standard test has been articulated to apply to such patents.  The court notes that there has been a generation of terms of art: aggregation v.  combination.  While in modern language these terms are nearly synonymous, as terms of art they are antonyms.  Aggregation refers to the aggregation of a number of old parts or elements, which in the aggregation perform or produce no new or different function or operation than theretofore performed an are thus not patentable.  ATwo and two have been added together and they still make four.”  Patents cannot be sustained when they take items from the public domain unnecessarily.  That is the opposite intention of the patent system.

DOUGLAS concurs, but says that patentablility is a question of law, not fact, as the authority arises from the constitution.  

Led to the first writing of sec. 103.  This was a great thing in the supermarket field.  Everyone had it and did it.  A&P had studies to prove how it improved the efficiency of the store clerk. Supreme Court said, Athis is just a bottomless box and nothing new.”  THE WAY THE INVENTION IS MADE HAS NOTHING TO DO WITH PATENTABILITY.  Objectively look at the prior art and ask if novel at the time and is it obvious to one w/ ordinary skill in the art.

Difference b/w “possible” to happen or “likely” to happen.  Likely is the standard.  If it is likely to happen, then obvious.  If possible to happen, doesn’t mean it is likely.  It is not just trying it, but it also includes predictability and custom in the trade. (Aids vaccines).

Notes - p 416

1.  Synergism - The difficulty with the synergy standard articulated in the previous case is that nearly all patents can be described in terms of old components and thus would not be patentable.  Criticism has come from those who note the decision is left to judges who have no real idea as to Nonobviousness.

2.  Nonobviousness and the Constitution - Is the standard moored to the Constitution?

3.  The 1952 Patent Act - In response, Congress acted to eliminate the increasingly nebulous and incorrect standards applied by the courts by passing the Patent Act of 1952.  In it, the prerequisites of patentablility were made without any reference to “invention” as a legal requirement.  The act enumerated the Nonobviousness requirement.  It was not until 13 years later that the court had occasion to consider the new standard created by Congress.

§7.2 THE MODERN STANDARD OF NONOBVIOUSNESS - p417

§7.2[a] The Trilogy - p 417

Graham v.  John Deere Co. - p417 (first case decided under 103).

This is the first case decided where the standard of Nonobviousness applies.  What effect did this have on the judicial tests of patentability?  What definitive tests are now required?  The court hold that it was the intent of Congress merely to codify judicial precedents, while the emphasis is on an inquiry into Nonobviousness, the general level of innovation required remains the same.  This case involved a shock absorbing plow shank   The 5th Circuit held the patent to be valued because it accomplished an old result in a more advantageous way.  The eight circuit held no new result, and patent invalid.  The Supreme Court says they both applied the incorrect test, but that the patent IS INVALID, and therefore affirm the eight circuit in the plow shank case.  Another claim involved a new sprayer as a bottle cap usually used in insecticides and other liquids in shipment.  Likewise, the Supreme Court also holds this patent invalid.  The court notes that Congress is given power to develop a patent system by the constitution, but Congress cannot enlarge, overreach, or remove knowledge and thus the power is limited.  Within these limits Congress can select policy & conditions and formulate tests for patentablility.  Court notes that Thomas Jefferson was instrumental in early patent statue and was one of its authors.  Under the original Patent Act of 1790, the Secretary of State, Sec War and Attorney General constituted the original board and that any two of these could issue a patent.  TJ had an instinctive aversion to monopoly, but this tempered over time.  He did unilaterally reject a natural rights theory of patent right, but instead decided on the soundness of the social and economic rationale of the patent system.  Over time, this board became overburdened with the increasing number of applicants and accordingly felt that the task should be turned over to the judiciary.  Apparently Congress agree, b/c although the original Act was modified or revised approx 50 times b/w 1790 and 1950, no statutory requirements were enumerated beyond the original novelty and utility test.  The original difficulty of formulating tests for patentablility was heightened b/c of the generality of the constitutional grant and vague nature of the statutes.  As a result the court developed the Hotchkiss test.  Namely that the invention must demonstrate a level of innovation above and beyond that which would be within the means of a skillful mechanic.  This gave rise to the term “invention” as a term of legal art.  The 1952 act unambiguously set forth the new requirement of Nonobviousness in ' 103.  The court maintains that this was for the first time a statutory expression for an additional requirement of patentablility as set forth in Hotchkiss.  accordingly, other terms of art such as “flash of genius” is now gone.  Some argue that precedent was swept away to lower the bar for patentablility.  Others say it was intended only to codify Hotchkiss.  The court agrees with the latter.  Nonobviousness thus involves 3 primary considerations: 1.  The scope and content of the prior art.  2.  Differences b/w the prior art and the claim.  3.  The level of ordinary skill in the art.  Secondary considerations such as commercial success, long felt need, failure of others etc.  May have relevancy in the Nonobviousness inquiry.  The Nonobviousness test will still be difficult to apply judicially, but this is no different that the other tasks courts perform every day.  There has been a notorious difference b/w the standards applied by the USPTO and the courts.  This is understandable given the number of claims, but the backlog is a primary reason to strictly adhere to the strictness of a test, and ' 103 has not changed the general strictness with which the overall test is to be applied.  There should be no relaxed standard!  The court summarized the prior art, including a previous claim by the one here.  The court notes that the claimant here resubmitted his claim with a greater emphasis on “flexing” when it reached the judiciary, but did not make these claims to USPTO.  The court notes that a person with ordinary skill in the art would clearly see the advantages of flexing over the entire length of the shaft.  There is no Nonobviousness here.  The original examiner allowed the patent to issue, but did not have all the prior art before him.    As to the Glencoe claim, the court notes that there are inconsequential differences b/w it and previous claims and that this lends a finding of obviousness.  The court further notes that the original claim was narrow, and cannot now be broadened simply because claimant wants the court to consider the invention as a whole.  Prior art clearly rendered this obvious.

Quality is not relevant (can be worse than was in the market place today). Can still get a patent for it if it is nonobvious.  But, the court will look to these secondary  issues.  Thus, if the court applies the law but doesn’t like the outcome, they will find some reason to invalidate the patent.

United States v.  Adams - p437

In this case the govt.  challenged a patent on a wet battery issued to Adams.  The facts of this case are rather interesting.  Adams had come up with a battery which was completely dry and could be activated with water.  He used a Mg electropositive electrode, and a fused cuprous chloride electronegative electrode.  This had the advantage of being relatively lightweight, without the use of acid and produced no fumes.  This was a non rechargeable battery that would be operable in extremely low temperatures.  After he filed in 1941, he brought this to the attention the Army and Navy, who dismissed his invention as unlikely and said that until the inventor can present more convincing evidence about the performance of the sell they would not consider it further.  During the height of WWII in 1943, the govt unilaterally changed its mind and decided it was feasible, and commenced to make extensive use of the invention.  In 1955, he observed a battery produced for the govt by Burgess, and learned they had employed his technology.  He applied for compensation and was denied and this suit followed.  The govt.  relied on 6 prior art claims, each of which the court is able to distinguish as using different materials, or different battery types, or opining that the materials used here would be good but not feasible.  No prior art case specifically used the same materials in combination and the water activation element.  The court notes that novelty and Nonobviousness are separate tests and both must be satisfied.  Govt.  says there has been no change from prior art or at best insignificant changes, and that the advantages alone of this type of arrangement are insufficient.  They are wrong on two counts.  First, because the water activation was not at all contemplated, and this was not an afterthought to strategic patent drafting.  It was an featured element of his original claim.  Second, none of the prior art specifically contemplates these elements.  The battery was Nonobvious.  This is not to say that one who finds new uses for old inventions by shutting his eyes to prior disadvantages in necessarily entitle to patent.  But the discouraging effect can be taken into account in a test for Nonobviousness.  In addition, there are other considerations to take into account as well, such as experts skepticism.  Patent here is valid.

Note that 15 years passed.  Note that the Fed circ. “teaches the Supreme Court”.  Note that this guy flew in the face of prior art and did something new and inventive and it worked, yet the gov’t didn’t want to issue a patent.

Notes - p 444.

1.  Patent Invalidity - Fed Cir maintains that courts should not declare patens valid.  That is up to USPTO and then once challenged the decision is up to the courts as to  whether the challenger has met the burden under ' 282.

2.  Questions of Law and Fact. - Nonobviousness is a mixed question of law and fact.

3.  Post Graham Developments at the Supreme Court - There was a resurgence of the synergism requirement later., but the Fed Cir repudiated these holdings outright. 

4.  The Level of skill in the Art. - Inquiry factor set out “ bottom of p 445.  But notably is that of a grad student in the field not a Nobel prize winner in the field even if there are many in fact in the particular field.

5.  Combining References. - In certain circumstances references in prior art may be combined to gain an overall insight into prior art.  Ambiguous is it is required that one reference mention another one.  Combining both?  Is there motivation for combination of references?  If court finds that there is an invention however, they will find that there was no motivation for combining references.
6.  At the Time the Invention was Made - Important to consider prior art at the time the invention was made.

7.  How the Invention was made. - It doesn’t matter how the invention was made.  Whether by divine intervention or sweat of the brow.  This has had the effect that accidental or “flash of genius” inventions are on par with “plodding” efforts.

8.  Further Reading.  Uh huh yeah.

§7.2[b] The Objective Tests - p447 Courts look into real world events at the time the invention was made w/respect to Nonobviousness.  Thus it has been deemed an objective test.

Newell Companies, Inc.  v.  Kenney MFG.  Co.  - p448

The jury in this case answered that no claims were invalid and thus effectively rendered judgment for Kenney.  The >770 patent involved a claim as it relates up and down retractable window shades.  It also heavily involved the claims of one Corcoran.  Corcoran had applied for a patent for a new window shade design but had been rejected due to prior use.  Ferguson was apparently inspired by this design to come up with his own rendition.  In fact, his claim rested so heavily on Corcoran’s ides that he contacted Corcoran about the possibility of obtaining material from him.  Corcoran said it wasn’t feasible for him to do, and directed him to Newell.  The advantages of this particular shade were that it could be assembled by a buyer without any tools, and it was width adjustable, plus certain design changes from the Corcoran version allowed certain parts to be discarded.  The newel version met with significant commercial success.  The controlling factor her is Nonobviousness.  The jury said it was Nonobviousness and there was infringement by Newell.    The lower court set this aside and said the design was obvious to one having ordinary skill and that the jury’s verdict was not reasonable.  Newell appeals on the ground that it was improper for the court to substitute its judgment for the jury, and that in any even the invention meets the ' 103 requirements.  This court notes that the Corcoran design had not been considered by the examiner as prior art.  Plus there were numerous other claims that would have rendered the design changes obvious.  The court mentions that the lower court noted no prior art case were identical, but that this design would have been obvious to one with ordinary skill.  A deference to presumption of validity should be given, but a narrow interpretation of a claim did not serve to prejudice Newell, and in fact should have favored them.  Even Ferguson said admitted his design would have been obvious.  Despite the evidence of Nonobviousness, Newell says and inference of Nonobviousness should be drawn from the commercial success,    These factors are relevant but not controlling.  Patent is invalid.

Key to the case C there was undisputably prior art.  The rest of the invention did not overcome the prior art.

Notes p 453

1.  Shady Circumstances? - Why wasn’t this a 102(f) case?

2.  Nexus.- When commercial success is alleged a as factor of Nonobviousness, there must be a sufficient relationship b/w this commercial success and the patented invention.

3.  Commentary on the Objective Tests. - Commercial Success in depth:  

1.  Commercial success must be due to the innovation.

2.  If improvement is commercially successful, then it is likely that this was perceived before development.

3.  The potential for commercial success having been perceived, it is likely this inspired the development.

4.  The efforts having been made by men of ordinary skill in the art, they failed because of the reduction to practice of the patentee

Therefore, a finding of Nonobviousness

4.  Copying.- This is a factor in a Nonobviousness determination.  If they are copying your invention, must it be patentable?
5.  Prior Failures.  See note 4.  Can be evidence of Nonobviousness but only if by one of ordinary skill in the art.  This is more important: someone recognizes the problem but they were unable to fix it.  If you can solve the problem, then is probably was not so obvious.

6.  Licenses.   See note 4, but also can be seen simply as a way to avoid litigation.  Patentee is paid real money to get the license.  Doesn’t this prove that they thought your patent was valid?  Patent litigation is a question of economic advantages.
7.  Long-Felt Need.  See note 4.

8.  Unexpected Results. - can buttress Nonobviousness.  NOT synergism.  If you do this, you have set the bar higher than it needs be.  A-10, B10, Then C better be more than 20 if synergism.  But if A-10, A-10, B-15: this is ok.  Unexpected Result is really another way of saying unobvious.

9.  Skepticism. - see note 8.  Who would want a battery that would not shut off?  If skepticism that anyone will have a use for this invention bolsters the case of nonobvious.

10.  The Prima Facie Case of Nonobviousness.- Patent examiner bears the initial burden to provide the   The Prima Facie Case of Nonobviousness from the prior art.  From there, the applicant submits further evidence and the patentablility is determined by the totality of the record based on a preponderance of the evidence with due consideration to persuasiveness of argument.

11.  Commercial Success: Whose?  Of not only the inventor but also potential infringers.

12.  Commercial Success: Where?  Wherever the success occurs.

§7.2[c] Case Exploration of Nonobviousness - p458

Hybritech Inc.  v.  Monoclonal Antibodies, Inc.   - p459

At the US Dist Ct the  Monoclonal won and all 29 claims of Hybritech were held invalid.  This was a very technologically driven opinion on biotechnology issues.  I will brief it in class, as I can find no intelligible way to summarize the opinion without virtual reproduction. Decided by Judge Rich (author of the 1952 Patent Act B the greatest patent expert in US).

Used a very quick method but required more antibodies than the prior art.  Court HELD: obvious.

In the sandwich assay B take a solid object, put antibody down and expose it to antigen (which have more than one receptor).  The antibody “tag” of either radioactivity or fluorescence so that it can be read.  Today, it is mostly flourescent technique.  The real invention was not this thing, but the hybridomas technology B so non-patentable.

Basically the court distinguished the prior art extensively on the basis that the references relied on polyclonal antibodies versus the monoclonal antibodies which were the subject of this suit.  Also, articles which “predicted” the widespread use of these types of antibodies were distinguished because the did not involve sandwich assays.  The court in this case had occasion to reference the objective test and analyze the commercial success and hold that the claims here were sufficient to overcome the '103 requirement of Nonobviousness.  The claims are therefore valid.

In Re O’Farrell (Fed Cir. 1988) C p. 467

Background: PTO rejected patent, Board rejected appeal, Fed. Circ. rejects claim too.

The goal of appellant’ claimed invention is to devise methods to synthesize useful quantities of specific proteins by controlling the mechanism by which living cells make proteins. Previous biologist had done similar experiments before but used RNA instead of E-coli.  In the POLISKY article that described the RNA process, it also discussed other ways of doing it.

HELD: this was an obvious next step in this area (to those with ordinary skill in the art).  Did not meet the nonobvious requirement.  Virtually everything in the claims was presented in the prior art Polisky article.  The only difference b/w the Polisky article and the claimed invention was already discussed in the Polisky article.

Patentee claimed that there was significant unpredictability in the field of molecular biology so that the article would not have rendered the claimed method obvious.  Basically they said that it had not be DONE before and it was unsure if it COULD be done.  But since they DID do it, they should get a patent.  Court rejected this argument.

Court discussed this “obvious to try” test.  The basic understanding was that this Aobvious to try” test was NOT the proper test under 103.  But the court pointed out that any invention that would have been obvious under the appropriate 103 test would also be obvious to try.  The proper question is Awhen is an invention that was obvious to try nevertheless nonobvious?”

When the “obvious to try” test has been stated to be the wrong test is when it would have been obvious to try where the prior art gave no parameters that were critical and provided no guidance as to what would be successful.  It cases where it might have been obvious to try but no prior art and no guidance or direction was provided, then it might still be nonobvious.

To be considered “obvious” under 103 all that is required is a reasonable expectation of success.  Here, the prior Polisky article provided a reasonable expectation of success and thus the claimed invention was obvious.  If it is more likely than not that you will succeed at “trying” something, then you will not likely get a patent b/c it is more than obvious to try.  Just a reasonable expectation of success based on prior art will invalidate the patent.  Prior art would be anything public except for a trade secrete.  But the trade secret can be released and b/c prior art.

Note: Three requirements for prima facie obviousness rejection (if these are present C no patent)

3. The prior art must disclose or suggest the modification in the prior art process that is required for the invention, w/o reference to the applicant’s specification

4. The reference must convey to one skilled in the art that there is a reasonable expectation of success if the modification is made

5. The reference must provide detailed enabling methodology for practicing the claimed invention

Carbonless Copying Paper (European Patent Office)

Obviously, the patentee wanted a patent for carbonless paper.  This was rejected b/c there was a German unexamined patent for the same thing.  Patentee claims that his is better and this is because he changed some of the chemical structures used to make the paper.  His paper stores better because it is less susceptible to water and ageing.  Already described in the German patent were possible chemical substitutions that would improve the paper’s quality.

But, since the special class of compounds is merely mentioned incidentally and not emphasized by an example, it only permits a surmise of comparable suitability and effectiveness if the substances are interchanged.  Another US patent also discusses some of the similarities to the patented process.  However, a person skilled in the art would not have arrived at the solution claimed.  This improvement must be regarded as a surprising result and hence involving an inventive step.

OUTCOME: the Board considers this appeal allowable.  I don’t know if he gets a patent of if he can appeal now??

European problem & solution approach:

6. Determine the closest prior art

7. Establish the technical problem to be solved

8. Determine whether or not the claimed invention, starting from the closes prior art and the technical problem, would have been obvious to the skilled person.

7.3 Obviousness in Chemistry and Biotechnology

7.3(a) Composition Claims

As opposed to mechanical inventions which can be viewed in 3D, chemical and biotech inventions can only be viewed in 2D B the structural formula C used to identify the structure.  Early law in this area focused upon the LABEL for the claimed compound and whether the LABEL was nonobvious.  If the labels were very close, the compound was “structurally obvious.”

Notes on patenting human genes and the human genome.  Consider the example of patenting the bark of tree as opposed to Quinine (the pure form of chemical found in the tree bark).  See §102 saying that what is patentable is anything invented or “DISCOVERED” that is new and novel.  Discovering the gene mistake can be considered a new discovery and patentable.  Discovery of a tangerine tree is not patentable, but the discovery of the unique gene that makes the tangerine flavor is patentable. Does not require that you even understand how your invention works – or how it was made.  All you have to do is tell others how to duplicate it and get the same results.

In Re Papesch (CCPA 1963) The seminal case suggesting that applicants could overcome a prima facie case of obviousness through a showing regarding the compounds PROPERTIES.

The claimed compound was structurally similar to another compound.  However, this new compound possessed unexpectedly potent anti-inflammatory activity in contrast to the prior art. The prior art had none of these characteristics.

RULE: the chemical nomenclature are mere symbols by which compounds can be identified, classified, and compared.  But it is not the thing that is patented, it is only the identifier.  HELD: he should be granted a product claim.  Reverse the decision to reject the patent.

Difference was chemical:  prior art had 3 CH3’s and the invention had 3 CH2CH3.  The difference was the invention had 3 less CH2’s.  It must do something new that is not obvious.  Have a nonobvious property that is not shared w/ the prior art.

In Re Lalu (Fed. Cir. 1984)

Patentee claimed chemicals useful as corrosion inhibiting agents.  The claimed compounds were rejected over structurally closely related compounds disclosed in prior art.  The prior art did not disclose or suggest any usefulness or significant properties C but the applicant has.

“Ultimately our analysis of the obviousness or nonobviousness of appellant’s claimed compounds requires inquiry as to whether there is anything in the [prior art] reference which would suggest the expected properties of the claimed compounds or whether [prior art] discloses any utility for the intermediate [chemical compound] which would support an expectation that the claimed compounds would have similar properties.”

There is no such disclosure in the prior art.  Just because the prior art compounds can be used as intermediates in the production of the corresponding sulfonic chlorides does not provide adequate motivation for one to stop the prior art synthesis and investigate the intermediate chemical compound.  Thus, the Board has not proved the claimed invention is obvious.


Talking about In Re Stemniski who described his invention in literature.  Someone else made something like it thereafter. A compound w/o a utility is not a reference b/c it does not give anyone an incentive to do anything.   IUPAC comes up w/ the nomenclature for chemical compounds even though they had not been invented and no one knew how to invent it.  The PTO was rejecting b/c of this.  Court says this is improper.  The nomenclature is not the compound/invention itself.


What if the prior art was never known to have a particular effect/result.  If it is a homologous series (similar in structure) and the inventor claims it has new properties, cannot get a patent.  

In re Dillion (Fed. Cir. 1990)

Issue: whether the Board erred in rejecting as obvious under 103 claims to Patentee’s new compositions and to the new method of reducing particulate emissions when they are structurally similar to additives in known compositions having different uses but the new method is neither taught nor suggested by the prior art.

HELD: The PTO has established that there is a sufficiently close relationship in the fuel oil art to create an expectation that similar compounds would have similar properties and provide motivation to make such new compositions.

1. Similar structures in prior art that gives reason or motivation to make the claimed composition leads to a prima facie case of obviousness

2. Then the burden shifts to the patentee to rebut 

3. Such rebuttal can show that the claimed composition possesses unexpected improved properties or properties the prior art does not have

4. Here a prima facie case has been made.  Patentee has not show any data showing that her composition had properties not possessed by the prior art.  REJECTED as obvious.


A prima facie case of obviousness is not deemed made unless both (1) the new compound or composition is structurally similar to the reference compound or composition and (2) there is some suggestion or expectation in the prior art that the new compound or composition will have the same or a similar utility as that discovered by the applicant.


Another way to get a patent.  Demonstrate that the new is 100 times better than the prior art, the result is unexpected and is patentable.  Even if the prior art does the same thing.


What would a REASONABLE CHEMIST at the time the prior art was created, what properties would be expected to flow from that chemical compound.  If it would be expected, then no patent on the second compound that does what would be expected.  But if the hypothetical reasonable chemist would NOT have expected the result, then it is patentable.  What is patentable today is not necessarily good tomorrow.  What is patentable today may b/c ordinary common knowledge to those skilled in the art.  Genetic research is treated a lot different b/c we don’t know much about it; compare to typical chemical compounds which we have some idea of what the properties will be.

In Re Deuel (Fed. Cir. 1995)

The claimed invention relates to isolated and purified DNA and proteins that stimulate mitogenic activity and thus facilitate the repair or replacement of damaged or diseased tissue.  If you think I am going through the facts of this case, you are crazy!

The PTO and Board determined that the invention was obvious.

When the claimed invention and the prior art are structurally similar, the question b/c’s : whether the prior art would have suggested making the specific molecular modifications necessary to achieve the claimed invention.  Here, the prior art did not disclose any relevant molecules that might render them obvious.  The general idea of the claimed molecules, their function and their general chemical nature may have been obvious from prior art but the precise cDNA molecules of the claims would not have been obvious from the prior art.

The PTO’s argument that one might have been motivated to try to do what patentee in fact accomplished amounts to speculation and is impermissible hindsight.  Knowledge of a protein does not give one a conception of a particular DNA encoding it.  The PTO’s focus on the methodology for potentially isolating the claimed DNA is wrong b/c the claims in issue define COMPOUNDS not methods.

The existence of a general method of isolating DNA molecules is essentially irrelevant to the question whether the specific molecules themselves would have been obvious.

To conclude: because the applied reference do not teach or suggest the claimed cDNA molecule, the rejection by the PTO must be reversed.

In Re Ochiai (Fed. Cir. 1995)

PTO rejected the claimed invention b/c it was obvious in light of the teachings of 6 references.

ISSUE: whether the claimed invention is obvious when neither the particular acid used nor the particular cephem produced is either taught or suggested by the art that predates the parent application.

TEST: Must compare the claims “subject-matter as a whole” w/ the prior art.

HELD: the invention is not obvious.  The #6 claim specifically requires use of none other than its new, nonobvious acid as one of the starting materials.  It would not have been obvious to one skilled in the art.

The PTO found that the invention was similar to the prior art and only slightly different.  Neither characterization can establish the obviousness of the use of a starting material that is new and nonobvious.  The prior art contains nothing at all to support the conclusion that the particular process recited in claim 6 is obvious.  Similarity is not necessarily obviousness.

This case also discussed the per se rules for nonobviousness.  The court held that there can be no per se rules for what is obvious.  Although this would be easier for the PTO, it is not the law under 103.  Thus, every case must be examined on its own facts.  

See the NONOBVIOUSNESS EXERCISE on page 526 - 30.  I’m sure he’ll want to talk about it.

chapter 7

nonobviousness exercise


Your client is concerned over the possibility that a competitor may assert United States Patent No. 5,291,976 against it.  The ‘976 patent describes an improved wheeled suitcase and luggage support structure which includes:

(1)  a rectangular frame with two horizontal and two vertical members;

(2)  wheels on the lower horizontal members;

(3)  a pull-up handle connected to the rectangular frame; and

(4)  a wedging member, preferably frustroconical in shape, frictionally received in a bore which keeps the pull-up handle in a fully extended position.


According to the ‘976 patent, the suitcase can be attached to the rectangular frame either permanently, by rivets or other means, or temporarily, through use of an elastic cord or similar mechanism.  The ‘976 patent indicates that the claimed design provides several advantages, including one-handed operation of the handle, no lost space in the suitcase due to the placement of the wheels and handle on the frame, and ease of manufacture.  Claim 1 of the ‘976 patent provides:

1. A suitcase comprising: a luggage member, and a support structure attached to the luggage member, the support structure comprising a first horizontal member having two wheels thereon to facilitate towing on the ground, a second horizontal member, two tubular members coupling the first and second horizontal members, thereby forming a rectangular frame; a shaft in extensible slidable engagement in each of said tubular members, the shafts being connected by a first handle, the shafts being extensible between a collapsed portion in the tubular members and a fully extended portion to enable towing of the luggage member on the wheels, at least one of the shafts including a wedging member slidable within the respective tubular member which is received frictionally in a first bore provided at an end of the respective tubular member adjacent the second horizontal member to maintain the shafts in a fully extended position.


(Look at Figure 1 and Figure 2 on page 527 of the text.)


A prior art search has revealed three other U.S. patents, all of which serve as prior art to the ‘976 patent.  None of these references was before the examiner during the prosecution of the ‘976 patent.  The first, U.S. Patent No. 5,024,455, is entitled “Luggage Cart” and was filed by Schrecongost.  The Schrecongost patent covers an external rectangular frame with two horizontal structures, two vertical members, wheels attached to an axle on the base of the frame, and a telescopically extendable U-shaped handle.  The locking mechanism for the handle uses spring-loaded dentents to encourage either of two pairs of notches in the U-shaped handle to hold the handle in either the extended or the collapsed position.  Luggage may be attached permanently or temporarily to the frame via brackets.  Figure 3 (on page 528 of the text) shows a front perspective view from the Schrecongost patent.


U.S. Patent No. 4,995,487, claiming a “Wheeled Suitcase and Luggage Support,” lists one Plath as the inventor.  The Plath patent describes a suitcase with built-in wheels and a retractable, friction-locking handle.  Plath’s locking mechanism differs somewhat from that of the ‘976 patent, however.  When the handle has reached its maximum extension, offset guide means wedge the lower end segment of the handle road against its sleeve and brushing means, binding the handle frictionally in position.  To retract the handle, the user must apply downward pressure to the gripping means to overcome the friction force of the rod against the inner through-bore of the brushing means and sleeve.  Users may operate the locking mechanism with one hand.  Figure 4 (on page 529 of the text) depicts a rear perspective view from the Plath patent; Figure 5 (on page 529 of the text) shows a partial elevational view of the suitcase showing the handle assembly in extended position.


U.S. Patent No. 3,998,476 describes a “Portable Luggage Carrier with Telescoping Handle” invented by Kazmark.  Kazmark discusses the use of a cart which is intended to be attached externally to a piece of luggage.  The cart includes telescopically related tubes connected by a gripping handle.  The tubes may be locked into their fully extended position by the use of a pair of locking mechanisms, which consist of spring-loaded button-shaped elements which are forced through a matching hoe when the tubes are extended.  The cart also includes wheels attached to an axle at the base of the cart.  Figure 6 (on page 530 of the text) illustrates a perspective view from the Kazmark patent.


How would you advise your client regarding the validity of the ‘976 patent?

35 USC §103 requires that a patent be issued only if it is “nonobvious subject matter.”  The statute states a patent cannot be “obtained though the invention is not identically disclosed or described as set forth in section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time was made to a person having ordinary skill in the art.”  The ‘976 patent would have been obvious to one skilled in the art at the time the invention was made.  For this reason, the ‘976 patent must be declared invalid.


First of all, the three invention (the ‘455, ‘487, and ‘476) teach that an external frame can be attached to luggage.  Additionally, they teach that the frame can include wheels  thereby increasing the ease with which the luggage is transported.  All three prior inventions disclose that a handle can be attached to the frame thus allowing the easy operation by one hand.  For these reasons, there was no doubt to one skilled in the art at the time the invention was made, that this mechanism would serve its purpose, i.e. “succeed”;  as opposed to situations where those skilled in the art have been unable to successfully accomplish the desired result.

 This is made obvious by the number of patented inventions.  The need for such a device existed.  Also, the prior inventions prove that it was possible to satisfy this need.  Therefore, it was “obvious to try”.  Additionally, the three prior inventions prove that there was a reasonable expectation of success; even a 100% chance of success.

The only difference b/w the claimed invention and the prior art is the method of attaching the handle to the external frame in a way that would allow the handle to remain extended until the user wished it to be retracted.  The ‘455 patent used a “spring-loaded detents to encourage either of two pair of notches in the U-shaped handle to hold the handle in either the extended or the collapsed position.”   The ‘487 patent used a similar friction-based wedge system to hold the handle in the desired position.  When the ‘487 patent’s handle has reached its maximum extension, “offset guide means wedge the lower end segment of the handle road against its sleeve and brushing means, binding the handle frictionally in position.”  The ‘476 patent uses a locking mechanism “which consists of spring-loaded button-shaped elements which are forced through a matching hole.”

Two things are clear:  (1) the handle must be capable of being held in the desired position and (2) Friction works to accomplish this result.

Although the claimed invention uses a frustroconically shaped device to induce the necessary friction to hold the handle in the desired location, there is no “inventiveness” or “synergism” involved in this invention.  The facts in this case are substantially similar to the facts in Great A. & P. Tea Co. v. Supermarket Equip. Corp,. 340 U.S. 147 (1950).  In Supermarket, the claimed invention was a conveyor system useful in grocery stores for moving the merchandise toward the cashier.  The Court held that the invention was not nonobvious and invalidated the patent.  The Court explained that there was no inventiveness as the claimed inventor merely added known components together to perform a new task.  In this case, the ‘976 patent merely adds known components together to perform the same task as the prior art.  For instance, although a new shape was used to inflict the necessary friction to hold the handle, it was known that friction was a useful manner in affixing the handle.  Also, the ‘487 patent employed a method of altering the path of the guide rods of the handle so that the friction caused would temporarily affix the handle.  While the ‘976 patent does not alter the path of the guide rods, it substitutes the rods with a frustroconically shaped part acting in substantially the same fashion.

In sum, the ‘976 evidences no “flash of genius” of “inventiveness”.  The prior art disclosed all that was necessary to create a similar device.  The only difference was the substitution of a specific device for causing friction in the handle.  This device, in and of itself, is not a “flash of genius” warranting the issuance of patent.  For these reasons, the ‘976 should be declared invalid.

CHAPTER 8 - PRIOR ART FOR NONOBVIOUSNESS

Oft asked question:  Does technology as it applies within 102(b) for example apply not only in a novelty analysis but also toward nonobviousness under 103(a)?

It is often possible to take the same group of references relevant for novelty and by combining them or looking past the contents of a single reference, undertake the nonobviousness inquiry.

§8.1 - §103 ART IN TERMS OF SEC. 102

§8.1A §102(a) art

In re Stryker p. 532

Appeal from Patent Office Board of Appeals.  Affirmed rejection of both claims in appellant’s app for an improved process of producing polypropylene.  REVERSED

Claim 1:  Rejected as obvious over Harban.  Had different weight polymer.  Court affirms here.  Does not produce any unexpected results.

Claim. 2:  Even if claimed processes are obvious over Harban, Harban is removed as a reference by antedating affidavit submitted on appellant’s behalf by a representative of the assignee of the application.

Board considered affidavit insufficient because although it alleged conception and reduction to process before Harban filing date, there was no corroborating evidence.

Court says board erred.  In this case, differences between the claimed invention and reference disclosure are so small as to render the claims obvious over the reference.

NOTES p. 534

1.  Stryker claimed an invention narrower than that of the issued Harban patent.  Stryker had to bypass Harban in order to obtain a patent and attempted to do so by a 131 affidavit.  No patentable difference existed between the two, so Harban’s patent does not constitute prior art.

§8.1b Prior Art under 102(b) and 102(d)

Application of Foster p. 534

Appeal from the decision of Board of Appeals affirming rejection.

“What is the statutory basis of the ‘unpatentable over’ or obviousness type of rejection?”

There is contention in that 102(b) seems not to have applicability where the invention is not completely disclosed in a single patent or publication.

Whenever an applicant undertakes a 131 affidavit to swear back a reference having an effective date more than a year before his filing date, he automatically concedes that he made his invention more than a year before filing.

Determination of obviousness relates to the determination of whether a patentable invention has been made.  The words “at the time the invention was made” were included for the sole purpose of precluding the use of hindsight in deciding whether an invention is obvious.  

It is wrong to allow an inventor to “sleep” on his rights for more than a year after the invention has become obvious to the public, and still obtain a patent and take it from the public.

DISSENT:  Hindsight is now an accepted technique for rejection of an app under 103 unless the effective date of the reference is less than a year prior to filing.

§8.3c Prior Art under 102(e) and (g)

Hazeltine Research, Inc. v. Brenner p. 539

Whether an app. for patent pending in the PO at the time a second app is filed constitutes “prior art” as used in 103.

Regis filed an improvement of a microwave switch on 12/23/57.  Denied because of joint effect of disclosures made by Carlson (1949) and Wallace patents.  Wallace patent was pending at time of Regis filing.  When Wallace filed, he had done what he could to add his disclosures to prior art.  Had PO acted faster, there would be no dispute.  

NOTES p. 542

2. Holding here conflicts w/ European Pat. Conv. and Japanese patent stat.  Both hold that “secret” potentially novelty destroying tech cannot be employed to reject app for nonobviousness.

This still goes on today. The PTO still takes a long time, especially in Biotech (2 years).

In re Bass p 542

App. for “Air Control System for Carding Machines”.  Rejected by PO and PO Bd of App.  Relied on 102(g) to establish prior art to reject under 103.

Issue is whether 102(g) makes available as “prior art” w/in meaning of 103.  

Appellant argues that inventions must be the same.  Here they are not, so 102(g) is out and 131 is in.  Court rejects this.

HOLDING:  Use of prior invention of another who hasn’t abandoned, etc..., it is available as prior art under 103 by virtue of 102(g).

“Prior art for one purpose is prior art for all purposes”

This situation occurs frequently in a corporation.  Five people working on different stuff.  Cannot deliberately name the wrong inventor.  Only know that ABC did invention 1 and ABCD did invention 2 and ABE did invention 3.  You file application #3, #1 is issued and it involves much the same as #3.  But it is not the EXACT same inventor entity.  Thus, it is PRIOR ART. (even though some overlap).

See page 550 --- Congressional Amendment to §103.  All the same people working for the same company are the same entity for this purpose.  Very strict about nominating inventorship.  But this amendment created some leeway.  The Corp may have a “shop right” but they do not own your invention.  This gives them a royalty free license to use your patent.  But every inventor for every corporation in US signs a document which gives the invention to the corporation.  If this is not signed, then the corp has the shop right.

§8.1d 102 Art

ODDZON Products, Inc. v. Just Toys, Inc. p.551

ODDZON sued for infringement of its “Vortex” tossing ball.  District court held that the patented design would not have been obvious in light of the prior art, including the two confidential designs.

102(f) says a person shall be entitled to a patent unless “he did not himself invent” the technology.  It also applies to private communications w/ others

HOLDING:  Subject matter derived from another not only is itself unpatentable to the party who derived it under 102(f), but, when combined with other prior art, may make a resulting obvious invention unpatentable to that party under a combination of 102(f) and 103.  D.C. did not err.

Information was received in confidence and they used it to make an invention. Court says, “you misused confidential information & Mr. Inventor, this is special prior art and you used it.  You should not be able to benefit b/c of the prior knowledge just b/c it was confidential.  Anybody else who had made this w/o this knowledge would have got a patent – no prior art b/c confidential.  

NOTES. pp 556-57

Read the hypo in Note 1, he’ll probably discuss it.

§8.2 Analogous Arts

In re Clay p. 557

Clay’s invention was a process for storing refined liquid hydrocarbon product in a storage tank having a dead volume between the tank bottom and its outlet port.  Process involves using a gelation solution.  Two prior art references were used against Clay.  Patent Hetherington which used impervious bladders and patent Sydansk which disclosed a process for reducing the permeability of hydrocarbon-bearing formations and improving oil prod. using a gel similar to Clay.  Board said one skilled in the art would find it obvious to combine the two.

Clay argues that Sydansk is nonanalogous art.

Two criteria for determining analogous.

1)  Whether the art is from the same field of endeavor and 2) is the reference is not w/in the inventor’s endeavor, whether the reference is still pertinent to the particular problem.

Ct of App finds that Sydansk is from a different field and reference is to two different problems.  A person w/ ordinary skill would not have reasonably found this solution.

Thinks this is a wrong decision.  Why is the tank chemical an invention but the injection chemical is not?  

NOTES pp 561-63

3.  Discusses mechanical arts.  Same thing applies.

In re Winslow p 563

103 requires ct to presume full knowledge by the inventor of the prior art in the field of his endeavor.

Dissent says that it is unwarranted simplification.

NOTES pp564-65

Danger in Winslow image.  J. Rich made a correction later.  “Language from an opinion should not be divorced from the facts in the case in which the language was used.”  Who decides what is hung up on the wall.  It oversimplifies the wall.

READ EX. ON 565-66.

End of assignment p531-566

chapter 8

prior art for nonobviousness exercises

1. Since 1980, Whetstone and Blackstone have both worked for the Research and Development Division of the Sentinel Electronics Company of Arkham, Massachusetts.  On December 15, 1995, Whetstone conceives of a new ultrasonic diagnosing apparatus.  He immediately informs Blackstone about his idea for apparatus.  Whetstone then works diligently in his laboratory until January 31, 1996, at which time he reduces the invention to practice.  The Sentinel Electronics Company files a patent application on behalf of Whetstone on August 1, 1996.


On December 17, 1995, Blackstone realizes that she can improve upon Whetstone’s ultrasonic diagnosing apparatus.  Because of her workload, she does not start on the project until January 7, 1996.  Without further consulting Whetstone, she ultimately completes her ultrasonic diagnosing apparatus on January 20, 1996.  Although Blackstone’s invention represents an improvement over Whetstone’s, it would have been obvious in light of the Whetstone apparatus.  The Sentinel Electronics Company files a patent application on behalf of Blackstone on October 1, 1996.


May a patent examiner properly cite the Whetstone invention as prior art against Blackstone’s application?

Yes, under Sec. 103 and the holding in Hazeltine, p. 539.  The issue in Hazeltine was whether an application for patent pending in the Patent Office at the time a second application is filed constitutes part of the prior art as used in 35 USC 103.  The Court found that yes, it did constitute prior art.

The Court said that in that situation, similar to ours, if the PO had acted faster, the question would not have arisen.  The Court said that if it allowed a restricted definition of prior art, it would “lower the standards of patentability to such an extent that there might exist two patents where the Congress has plainly directed that there should be only one.”

Therefore, under that rule, an examiner may use claims from a pending application as prior art against a later filed application. In an aside, however, Blackstone may have an argument under first to invent.  She reduce her apparatus to practice on Jan 20, 1996, while Whetstone reduced his apparatus to practice on Jan 31, 1996.  This was not part of the question asked, however, it might be a good thing to take notice of.

2. 
Thales is an independent inventor living in Syracuse, New York.  Thales files a patent application on April 1, 1994, on an invention that he conceived on February 28, 1992, and reduced to practice with due diligence on August 8, 1993.  The patent examiner rejected all of the claims of the application under section 103 in light of two prior art references, Heraclitus and McTaggert.  Heracliuts is a Greek patent which issued on January 5, 1993, and is based upon a Greek application filed on March 18, 1992.  McTaggert is a United States patent which issued on September 20, 1994, and is based upon a United States application filed on February 5, 1992.  The examiner stated that it would have been obvious to modify the structure disclosed and claimed by Heraclitus as suggested by McTaggert.


Are Heraclitus and McTaggert valid prior art against Thales?  What is the best way to respond to the patent examiner’s rejection?
Under Winslow, p. 563, yes, Heraclitus and McTaggert are valid prior art against Thales.  That is the case where the image of the inventor in his workshop with all prior art hanging on the walls around him is introduced.  If we follow this case, then Thales had access to all that prior art and it would be invalid.

However, J. Rich later corrected this image.  He said that language from an opinion should not be divorced from the facts in the case.  Basically, he says that one should look at the totality of the circumstances. Thales can respond by looking to Clay, p. 557 and the concept of analogous art.  In that case, the inventor used a gel to fill the dead space in oil tanks.  The test to be applied is a two part one.

First, is the art from the same field of endeavor, regardless of the problem addressed?

Second, if the reference is not within the field of the inventor’s endeavor, whether the reference still is reasonably pertinent to the particular problem with which the inventor is involved?

In our fact pattern, we are not told what the field of endeavor is, nor are we told what the particular invention is.  We cannot apply the test to the facts for that reason.

An alternate argument would be Stryker, p. 532 and notes following.  The limited exception to the general applicability of 102 (a) is that a reference described by 102(a) does not constitute prior art under 103 if the applicant possessed an obvious variation of the reference prior to the third party.  We can apply this to our fact pattern.  Thales’ invention was reduce to practice in 1993, and the McTaggert patent was not issued until 1994.  However, McTaggert’s app was filed on Feb 5, 1992, while Thales did not conceive of his invention until Feb 28, 1992.  So, even though the patent wasn’t issued until 1994, the app could be used from it’s priority date of 1992 to defeat Thales’ claim so this may not be the best argument for Thales to use.

3. On October 25, 1995, inventors Disraeli and Pitt filed in the United States Patent and Trademark office a patent application claiming an expandable watch strap.  The examiner rejected the claims in the application as being obvious under the combination of § 102(e) and § 103 over a patent granted on April 1, 1996, to coinventors Disraeli and Gladstone who disclosed, but did not claim, the watch strap.  Disraeli and Gladstone filed their patent application on December 25, 1993.  At the time their respective inventions were made, Disraeli, Pitt and Gladstone were each obligated to assign their inventions to their common employer, the Veil Watch Company.  Can this rejection by avoided?
No, this rejection can not be avoided.  Here, we look at Bass, p. 542.  The rule is that claims can be rejected on ground of obviousness in view of other references.  In our pattern, if the invention was the same as the previous invention, it would be rejected under 102 alone.  However, the invention was rejected based on disclosures made in another patent.  In Bass, the rule is that “the use of the prior invention of another who had not abandoned, suppressed or concealed it under the circumstances of this case which include the disclosure of such an invention in an issued patent, is available as ‘prior art’ within the meaning of that term in 103 by virtue of 102(g).”   Also, there is a reference in that case which says that “prior art for one purpose is prior art for all purposes.”

Therefore, one cannot later claim an invention which has been disclosed, but not claimed, in a previous app.  This will allow the examiner to reject the claim for obviousness under prior art.
Chapter 9
Patent Specification: Objective Disclosure

§112

· Requires that the applicant disclose “how to make” and “how to use” the claimed invention as well as a written description of the invention.

· Also requires disclosure of the “best mode contemplated by the inventor”.

· Rational is that the patentee must teach the public how the invention works: must enable others skilled in the art to practice the disclosed technology

· Second rational: serves to delimit the boundaries of patent protection by ensuring that the scope of a patent claim accords with the extent of the inventor’s technical contribution.

· Written description requirement ensures that inventors may not improperly amend their patents by including subsequent technical advances in a previously filed application.

§9.1
Enablement – How to Make 35 USC § 112

“…the specification shall contain the manner and process of making the invention in such clear, full, concise and exact terms as to enable any person skilled in the art to make the invention.”

Gould v Hellwarth

The patent involved the “Giant Pulse” laser.  The issue was whether the disclosure of the application was adequate to enable a person skilled in the art to make an operable device.

Court held it was not.  Something called a Q-switching feature was not disclosed in the original application. Gould’s disclosure was not sufficient as of the filing date to enable a person skilled in the art to make an operable laser. Therefore, Hellwarth, who filed second, is awarded priority of the invention. There was no physical dimensions or particular operating conditions. Hellwarth made significant contributions of his own to achieve the laser apparatus he did.

Do not have to be better, or commercially viable.  Only have to be utility – be useful.  Do not even have to understand why your invention works but must provide some explanation so that if one wants to build they could from the information in you patent.  Even if your theory is wrong – it doesn’t matter.  Prophetic examples are written in the present tense: “A is added to B”. (I haven’t done it but IF A is added to B then . . .)  If the court thinks you made an invention (prophesying ) you may get an invention.  But if they think you are “blowing smoke” you will not get a patent.  Use the prophetic example if it will benefit you.  E.g. you are trying to beat some other people but you haven’t really experimented w/the invention yet (no time).

There is no “researcher exemption” but who will sue a researcher in a lab when there is no damages?

Notes:

· Difficult to express concisely the precise level of detail required for a patent specification to be considered enabling.

· “If the description is so vague and uncertain that no one can tell except by independent experiments how to consturct the device, then the patent is void.

· US, Europe and Japan have very similar enablement requirements.

Atlas Powder Co v E.I. Du Pont

Patent relates to blasting agents (chemical mixtures) that can be made to detonate with a high strength explosive primer. Atlas formulated a mixed water-in-oil gel as such a primer in 1965. Du Pont began selling a water in oil blasting agent in August 1978. Issue is whether there was nonenablement.

To be enabling a patent must contain a description that enables one skilled in the art to make use of the claimed invention. Some experimentation does not preclude enablement but can’t be extensive. If there are inoperative agents included in the description that is fine as long as they are within reason. Prophetic examples together with other parts of the specification requires proof that they are not enabling by the moving party. Court found that Du Pont failed to show that Atlas’ description was nonenabling.

In Re Wright

Claims are directed at a process for producing live, non-pathogenic vaccines against RNA viruses and using these vaccines to protect certain organisms. Wright provided only a single working example. Issue is whether there was enablement.

Examiner claimed that ordinary skilled in the art would require undue experimentation to practice the subject matter. Wright failed to establish that a skilled scientist would have believed that his success with a particular strain of RNA could be extrapolated with a reasonable expectation of success to other RNA viruses.

Looking at the state of the art today, this disclosure would probably be adequate today.  Page 583: The burden of proof shifted and he did not meet the burden.  Affidavits by an expert saying that this is enough information for one skilled in the art to understand the invention can bolster your claim (this is not amending your patent).  Show the court what the skill in the art is by expert.  Cannot simply rely on your own arguments.  The Examiner is considered an expert in the art and you are not.  You have to rebut it w/ expert testimony.

Notes:

· If later scientific advances reveal that earlier understandings regarding the operation of an invention were incorrect, should the patent be invalidated as nonenabling?

· The Deposit Requirement: biotechnology inventors deposit a sample of the organism in a facility open to the public.

· Note 2 (Morse Code) and Note 3 (no harm no foul: if the patentee does not know what he is talking about, it does not appear that the patent will be invalidated as non-enabling).

§9.2
Enablement  - How to Use

“…the specification shall contain the manner and process of using the invention in such clear, full, concise and exact terms as to enable any person skilled in the art to use it…”

In Re Gardner

Directed to pharmaceutical compositions having antidepressant activity. No claim address the subject to which the compound is administered. Examiner rejected because of inadequate disclosure.

Court said that such broad dosage ranges does not teach anyone anything about proper dosage. Uncertainty coupled with no reference to a host fails to comply with §112 requirements. No single example by way of illustration of how the invention is to be practiced on any kind of host. It would take far too much experimentation to determine the dosage and host. 

Problem: no Identifiable animal model for depression (i.e. hard to prove a lab rat is depressed).  Look at each patent like this:  consider 2 bars (1) those who write and apply b/f the PTO and (2) litigators who look for all weaknesses in a patent.  Very different roles.  When you finish writing your application, look at it like a litigator and find the weakness.  (consider §101 and §112—utility and enablement).

Notes:

· Specification can omit info known to one of ordinary skill and not be found non-enabling.

§9.3
“Written Description” – Proscription on New Matter

Idea is to prevent the applicant from tagging on advances he has made in technology between the time he first files and the one year grace period he has to amend: don’t give him the benefit of more credit than he is due.

Application of Barker

Invention is a method of making prefabricated panels of wooden shingles.

Idea here is that the applicant filed the patent, amended the patent to include more widths, and now wants to hold out these amendments as part of the original patent. Court found that the amendments constituted new matter.

Notes:

Patent office used to issue 17 years from issue date, now uses 20 years from filing date.

Vas-Cath Inc. v Mahurkar

Mahurkar filed patent for catheter which was comprised of  pair of tubes designed to allow blood to be removed from an artery, processed and replaced. Issue is whether the disclosure of the drawings only of the catheter adequately meets the  written description requirement so as to allow Manhurkar the benefit of the early filing date. Court held that they do not.

Adequate description of the invention guards against the inventor’s overreaching by insisting that he recount his invention.  Test is whether the drawings conveyed with reasonable clarity to those of ordinary skill in the art. Here he did not.

Filed a “Design Patent” and this invention got more popular.  Now he wants a utility patent and claims priority b/f his design patent.  The drawing in the design patent was adequate.  Now the PTO is saying the drawing is not enough description.  Mechanical inventions & Chemical/Life Science Inventions.  Chemical/Life Science is much more difficult to obtain than Mechanical.  If you have never built one, the drawing —so long as you COULD build if from the drawing—it is sufficient disclosure.

chapter 9

objective disclosure exercise


Rameau is an inventor and licensed United States patent agent.  Late in the evening on December 31, 1997, he conceives of the idea of an improved champagne corkscrew.  He subsequently prepares a sales brochure with a detailed and complete description of the new corkscrew for distribution at the wine festival at a regional wine festival held in Napa, California, on September 10, 1998.


Two days before the festival, Rameau considers whether he should file a patent application on the corkscrew.  Although 35 U.S.C. § 102(b) provides him with a one-year grace period in the United States, he recalls that most foreign patent systems are absolute novelty regimes.  Distribution of the sales brochures could thus be fatal to Rameau’s potential patent rights elsewhere.  Rameau hastily drafts an application that evening and files it at the United States Patent and Trademark Office the next day, on September 9, 1998.


At the festival, Rameau distributes over 1500 brochures to prospective customers.  A few days later, Rameau reviews his patent application and realized that he did not describe grasping arms which seize the champagne stopper, a key feature of the invention that the sales brochure detailed.  Rameau very much doubts that skilled workers in the field could make or use his invention without this additional information.


How may Rameau modify his patent specification in order to meet § 112, first paragraph?  Does Rameau possess any other options in order to fulfill the requirements of § 112, first paragraph?

Rameau has filed an application that does not contain a full description on how to use it. One option is to claim that the information omitted is known to one of ordinary skill in the art without Rameau having to go into the description himself. 

Alternatively, proscription on new matter is an option, i.e. amending the claim.  Rameau has a one year grace period from the time the invention is commercially exploited (when he first began passing out brochures) and the time the patent application must be filed (one year after it was in public use) to amend the claim to include the grasping arms.  In order to be allowed to do this he must show that one with ordinary skill in the art could see that Rameau had in fact developed some way to grasp the stopper and that the arms are not too big of a reach to infer.
Chapter Ten – The Patent Specification:  Best Mode p.612

The  Best Mode requirement is unique to the US.  Other systems do nor require an inventor to specify Best Mode.

CHEMCAST CORP. v. ARCO INDUSTRIES CORP. – p.612

Chemcast appeals a judgment of the D. Ct. judging the claim in question was invalid for failure of the inventor to specify the  Best Mode.  As will be explained in more detail infra, the  Best Mode described briefly requires the inventor to disclose the  Best Mode of building or creating the named invention.  Failure to do this renders a claim invalid.

Here, the claimed invention was a mechanical sealing grommet for use in automobile construction.  The materials in the claim were recommended to bb of specified differing hardness, but the materials themselves were not disclosed.  A competitor(Arco) made a similar grommet and Chemcast sued for infringement.  Arco asserted invalidity due to failure to comply with  Best Mode.

There is a critical distinction to be made between the enablement requirement and  Best Mode.   Best Mode obviously rises to a higher level and requires an inventor to disclose the  Best Mode contemplated by him, as of the time he executes the application, of carrying out his invention.  This focuses on the inventor’s state of mind at the time the invention was made.  The level of skill in the prior art is also a consideration, because the claim must be viewed as a whole with this prior art in mind to determine whether the claim as a whole would reveal the  Best Mode to one skilled in the art.  The scope of the invention is therefore likewise relevant.   Best Mode analysis has 2 parts, objective and subjective:

(1) Did the inventor at the time of filing, know of a mode of practicing his claimed invention that he considered to be better than any other?  (SUBJECTIVE)

(2) If there was a preferred mode contemplated, has  Best Mode been concealed, or does disclosure enable one skilled in the art to practice this contemplated  Best Mode?  (OBJECTIVE)
Chemcast argues that because no material was claimed at all, that there has been no  Best Mode violation.  Here the material used in the invention was not only necessary, it would be the only way to describe the preferred embodiment.  This is especially true considering it was the ONLY embodiment known to the inventor at the time of filing.  Based on what he knew, the disclosure was deficient.  Neither does the availability of other adequate materials remedy a failure to disclose Best Mode.  Enablement is not enough; an inventor must go beyond that.  Not only that, the inventor did not know the exact composition of the material that he was using along with its associated properties, and therefore material disclosure was even more critical.   Best Mode violation = invalidity in this case.

Notes p 618

1. Best Mode Policy.  Questions if it isn’t maybe better policy to ask the question of whether the public has access to Best Mode at all.  For instance it seems inequitable to invalidate where there has been simultaneous publication elsewhere of  Best Mode
2. Burying the Best Mode.  There is no set format or formal mechanism of disclosing Best Mode.  Therefore it is possible to bury the Best Mode by listing it among a laundry list of other alternatives.  THIS WILL NOT INVALIDATE, although in circumstances such as these Mayer wrote a persuasive dissent.  This note suggests that in lieu of abolishing Best Mode a specific claim section should be devoted to Best Mode.  The implication is that the better policy would be to abolish it altogether, however.
3. Burying the Best Mode II.  No Best Mode concealment in eye surgery case.

4. Claim Scope sets the bounds of the Best Mode.  Important point to consider is the scope of the claim.  For instance, much more would be required for disclosure if the claimed invention was an oil filter v. a cap for the filter.
5. Best Mode in a First-to-Invent Regime.  How does Best Mode spur prompt filing?
6. Best Mode Abroad. UK and Canada had similar regimes, as they are C/L systems.  Elsewhere abroad there is no Best Mode requirement.  However, since claims filed abroad cannot be augmented when filed in the US, initial disclosure abroad is prudent.
GLAXO INC. v. NOVOPHARM LTD. – p. 621

Novapharm appeals a judgment of the D. Ct. of patent validity, and therefore that they had infringed.  Glaxo owned anti-ulcer medication Zantac.  The active ingredient, which was patented, was rantidine in a specific crystalline form. Apparently after development of this ingredient, other researchers at Glaxo went to work on it and came up with better  Best Modes than were known to the inventor.  Their counsel recommended strategic drafting of the claim because it would be tricky to reveal Best Mode without disclosing that which Glaxo wished to retain as trade secrets.  He then went to work on something else, and the claim was filed in the form that he thought would require them to disclose what they didn’t want to.  Novopharm then applied with the FDA to market a generic form of the rantidine, and Glaxo sued for infringement.  

Novopharm contends that Glaxo failed to reveal Best Mode because they knew of a better mode at the time of filing.  This is unpersuasive because others at Glaxo knew, but there was no evidence in the record to indicate that the actual inventor knew anything of these better modes, and it is an entirely subjective test, that knowledge is not to be imputed to the inventor, because of the objective nature of the analysis.  Novopharm also tries to assert the fact that this would effectively allow companies to compartmentalize work to effectively limit the need for Best Mode disclosure.  This might be appropriate in other areas, but is not germane to the Best Mode analysis.  Novopharm further contends that the evidence of Glaxo’s attorney advising disclosure should be used.  The court actually says that just because their attorney was stupid that does not mean anything.

Prof. H says this is a stupid case but is the law.  The invetor did not disclose the methodology.  Second claim was a new form. His defense was “I didn’t know about it”.  Since if you are a co-owner it is not prior art???? Then if one single inventor does not know what is going on in a large organization cannot be liable for knowledge going on down the hall.  He considers this “bad law” but that is the way it is.

In dissent Mayer says this blesses the corporate shell game.  He says there should be an agency relationship b/w inventor and whoever files on his behalf.  He would use Glaxo knowledge and conduct to find a Best Mode violation here.  He says that knowledge alone would not be enough, but where there is knowledge + willful concealment there should be a judgment of Best Mode violation.

Notes p 629

1. Best Mode Policy after Glaxo.  This policy would seem to encourage inventors to completely forget about their invention b/w the time of invention and filing.
2. Best Mode and continuing Applications.  Fed. Cir. Respects Best Mode but refuses to extend it.  For instance, in the case of continuing applications there is no need to continually update the claim with a new Best Mode.
3. Comparison with Inequitable Conduct.  For inequitable conduct the result is unenforceability, whereas for a Best Mode violation renders a claim invalid.  Is there a significant difference?  Is Best Mode violation a “lesser included” offense of inequitable conduct?
4. The Advisory Commission Report.  Wants to abolish  Best Mode requirement b/c
1. Not necessary to ensure full and fair disclosure.

2. Other deterrents make it unnecessary, because active concealment results in unenforceability due to inequitable conduct.

3. Does not require disclosure of an objectively superior method, only what inventor perceives it to be.

4.  Best Mode may vary dramatically in areas of rapidly changing technology.

5. It is not a long-standing or integral element of the system.

These arguments are refuted by a Selinger article, because intent is irrelevant under enablement, and therefore it does not adequately compel Best Mode disclosure.  Therefore there need to be more and therefore the Best Mode requirement needs to remain in place.  In the areas of rapidly changing technology, there is still benefit to society when the inventor reveals what he believes to be the Best Mode.  

Question #3 page 632:  only required to disclose the “Best Mode” not every mode known.  Professor H says this is probably a Best Mode VIOLATION.

chapter 10

best mode exercises

1. Priam conceives of a new cleaning solution useful for cleaning plate heat exchangers.  On January 19, 1998, he reduces the solution to practice.  The next day, Priam shares his technical concepts with his colleague, Laertes, who conducts further experimentation.  Laertes discovers that the solution achieves optimal performance when heated to above 50 degrees C, and so informs Priam.  On June 1, 1998, Priam files a patent application claiming a method for cleaning plate heat exchanges using that solution.  Priam does not disclose any details concerning the cleaning solution temperature discovered by Laertes.  Did Priam comply with the best mode requirement?
No Priam likely did not comply with the best mode requirement.  § 112 provides that the specification shall set forth the best mode contemplated by the inventor of carrying out his invention.  The inquiry focuses on the inventor’s state of mind as of the time he filed the application.  This is a subjective, factual question, however it is not exlcusive.  Best mode is a function of not only what the inventor knew, but also how one skilled in the art would have understood his disclosure.  Under Chemcast Corp. v. Arco Industries Corp., 913 F.2d 923 (Fed. Cir 1990), best mode  analysis has two components:  The first is whether, at the time the inventor filed his application, he knew of a mode of practicing the claimed invention that he considered to be better than any other.  This part of the inquiry is wholly subjective, and resolves whether the inventor must disclose any facts in addition to those sufficient for enablement.  If the inventor in fact contemplated such a prefferred mode, the second part of the analysis compares what he knew to what he disclosed—is the disclosure adequate to enable one skilled in the art  to practice the best mode or, in other words, has the inventor “concealed” his preferred mode from the “public”? 

Assuming that Priam did in fact agree with Laertes that the solution achieves optimal performance when heated to above 50 degrees C, and excluding the possibility that Priam conducted further experimentation in the interim  between invention and filing and found an even better temperature, then there is likely a best mode violation here.  Assuming the Laertes method was in fact the best mode, and Priam knew it, then there is definitely a best mode violation.  However, under Glaxo v. Novopharm LTD, 52 F.3d 1043, (Fed. Cir. 1995), there might just be some wiggle room here.  That is, because the first part of the test is dependent upon the inventor’s state of mind as of the time he filed the application.  Therefore, if at the time he filed the application Priam did not in fact believe the Laertes method was the best mode, then he is off the hook.  Alternatively, the second prong of the analysis compares what he knew to what he disclosed—is the disclosure adequate to enable one skilled in the art  to practice the best mode or, in other words, has the inventor “concealed” his preferred mode from the “public”?  It is possible, though unlikely, that when read on the prior art, a tempearture of 50 degrees was obvious.  This is possibly what enabled Laertes to come up with such a finding so quickly.

So it is in fact possible that there is no best mode violation here, if Priam in good faith beilievedf there was no preferred embodiment of the invention, or alternatively, if those skilled in the art would understand implicitly on reading the claim the best mode of implementation.  However, it must be stressed that this is extremely unlikely.  It is much more likely that themode discovered by Laertes was the best mode and the inventor , Priam, was aware of it at the time of the application and his failure to include this contemplated embodiment will be a best mode violation.

2. Lombard conceives of a new method of forming polymer microspheres on October 1, 1993.  The method calls for the formation of a reaction mixture including a porogen.  Lombard immediately contacts her patent attorney, Picard, who files a patent application claiming the method on March 21, 1994.  On November 11, 1995, Picard receives a Final Rejection from the United States Patent and Trademark Office.  Picard decides that the filing of a continuation application under 35 U.S.C. § 120 would be wise.  When Picard calls Lombard to advise her of this option, she explains that she learned on August 2, 1995, that the method works best when the porogen is toluene.  Must Picard include this information in the continuation application?

Picard likely need not include this information in the continuing application. § 112 provides that the specification shall set forth the best mode contemplated by the inventor of carrying out his invention.  The inquiry focuses on the inventor’s state of mind as of the time he filed the application.  This is a subjective, factual question, however it is not exlcusive.  Best mode is a function of not only what the inventor knew, but also how one skilled in the art would have understood his disclosure.  Under Chemcast Corp. v. Arco Industries Corp., 913 F.2d 923 (Fed. Cir 1990), best mode  analysis has two components:  The first is whether, at the time the inventor filed his application, he knew of a mode of practicing the claimed invention that he considered to be better than any other.  This part of the inquiry is wholly subjective, and resolves whether the inventor must disclose any facts in addition to those sufficient for enablement.  If the inventor in fact contemplated such a prefferred mode, the second part of the analysis compares what he knew to what he disclosed—is the disclosure adequate to enable one skilled in the art  to practice the best mode or, in other words, has the inventor “concealed” his preferred mode from the “public”?

In the instance of continuing applications, this is a rather peculiar beast.  Common sense would dictate a requirement to update a continuing application with the inventor’s most recent best mode.  Indeed, one commentator has noted:  

If there is a strong policy reason for best mode requirements, and there is not, then if one sought the special benefits of the continuation procedure, one of the costs of that benefit might fairly be an updated disclosure.  After all, other patent systems do not give an applicant the right to continue prosecution simply through the mechanism of paying a fee in return for the right to file a continuation application.  Hence, it would not be unreasonable to assert that in addition to paying an additional fee, an applicant may file a continuation application, but to do so requires that he update his best mode disclosure.

3 Martin J. Adelman, Patent Law Perspectives § 2.9 [2.-4-1] (1996).  It just seems fair that disclosure should be one of the costs associated with receiving the benefits of filing a continuation application


However, best mode has been much maligned, and  the 1992 Advisory Commission on Patent Reform has even recommended its abolition.  Best mode has been respected by the Federal Circuit, but, they have refused to extend it any further than it has already gone.  It is in this light that in Transco Products Inc. v. Performance Contracting, Inc., 38 F. 3d 551 (Fed Cir. 1994), that the court held that surprisingly, continuing applications need not be updated with the inventor’s most recent best mode.  Therefore it is highly, unlikely that this information needs to be included by Picard in the continuation application, since the holding in that ruling was broad enough to encompass all three types of continuing applications: continuation, divisional and continuation-in-part.

3.   Takanohana is an inventor resident in Japan.  On September 1, 1994, he conceives of, and on November 1, 1994, he reduces to practice, a new amplifier circuit.  He immediately files an application at the Japanese Patent Office describing and claiming the circuit.  Consistent with the patent laws in Japan, he does not disclose a particular implementation of his circuit that he believes will yield the best results.  However, in truth Takanohana’s favored implementation is somewhat less effective than a “working example” that his Japanese application describes in considerable detail.


On October 22, 1995, Takanohana files an exact translation of his application in the United States Patent and Trademark office, along with a proper claim to priority under § 119 to his Japanese application.  The application matures into an issued United States patent on March 11, 1997.  Does the United States patent issued to Takanohana comply with the best mode requirement?

The United States patent issued to Takanohana does not comply with the best mode requirement?  Although foreign patent systems do not impose a best mode requirement, foreign applicants often include this information in their applications as well.  In no small part they do so because they contemplate filing an application in the U.S. under the Paris Convention.  Because the applicant may not augment the initial disclosure when later filing in the U.S., but still must fulfill disclosure requirements such as best mode, inclusion of the best mode is often prudent.  Likewise, although there is largely no best mode requirement abroad, inventors who first file in the U.S. seldom delete the best mode disclosed in the U.S. application when filing abroad.  

The disclosure of a somewhat more effective “working example” the Japanese application describes in considerable detail does not let Takanohana off the hook to make a best mode disclosure.  The United States patent law requires under 35. U.S.C.A. § 112 that the inventor set forth the “best mode contemplated” for carrying out the invention as of the filing date. § 112 provides that the specification shall set forth the best mode contemplated by the inventor of carrying out his invention.  The inquiry focuses on the inventor’s state of mind as of the time he filed the application.  This is a subjective, factual question, however it is not exlcusive.  Best mode is a function of not only what the inventor knew, but also how one skilled in the art would have understood his disclosure.  Under Chemcast Corp. v. Arco Industries Corp., 913 F.2d 923 (Fed. Cir 1990), best mode  analysis has two components:  The first is whether, at the time the inventor filed his application, he knew of a mode of practicing the claimed invention that he considered to be better than any other.  This part of the inquiry is wholly subjective, and resolves whether the inventor must disclose any facts in addition to those sufficient for enablement.  If the inventor in fact contemplated such a prefferred mode, the second part of the analysis compares what he knew to what he disclosed—is the disclosure adequate to enable one skilled in the art  to practice the best mode or, in other words, has the inventor “concealed” his preferred mode from the “public”?

Here, Takanohana definitely has a preferred embodiment, and his application does not include a disclosure of that embodiment, nor indeed does the application disclose a preferred embodiment at all.  Instead, a “working model” is included that is admittedly somewhat more effective, but is not listed as the preferred embodiment, much less is it actually the objectively preferred embodiment of the inventor  at the time of filing.  Therefore it is also unlikely that the application when read those skilled in the art will reveal the embodiment preferred by the inventor, especially in light of the fact that a different embodiment was included. This is tantamount to deliberate deception, as the “somewhat more effective” version might be more time consuming, resource intensive, etc. which might explain the discrepancy between this particular embodiment and the one preferred by the inventor.  The United States patent issued to Takanohana does not comply with the best mode requirement?

Chapter Eleven – Claims p. 633

Claims are the principal focus of the dialogue the patent drafter will have with the inventor, because it is the claims themselves that set forth the proprietary technology rights possessed by the patentee.

§ 112 Specification – see p. 633

§ 11.1 United States Peripheral Claiming Technique

EX PARTE FRESSOLA – p. 634

In this case the USPTO Board of Appeals affirms the judgment of invalidity of the claim by the Examiner.  It was rejected because it failed to particularly point out and distinctly claim the subject matter which was regarded as the invention.

In utility applications, claims that define the invention entirely by reference to Specifications or drawings are called “omnibus” or “formal” claims.  The written description and the claims are separate statutory requirements, and the modern convention is that claims must stand alone to define the invention.  Originally, claims incorporated by reference all Specifications.  However, beginning with the Act of 1870, the claim took on more importance.  There has been a shift from a central definition to a peripheral definition.  In central, there was a broad interpretation whereas in peripheral definition, the outer boundaries of the claims are specified.  “Backfiring” is a term of art referring to the practice of referring back to the drawings with words such as “substantially as described.”   Claims consisting of only drawing have always been insufficient.  Now, use of words such as “substantially” does not meet the “particularity” requirement and therefore have been severely disfavored by the courts.  In this case there was wholesale incorporation by reference and a claim that refers to the Specification defeats the purpose of a claim.  These phrases have no fixed legal meaning.  In addition, in this case the Specifications were indefinite too.  Omnibus claims are allowed elsewhere but not here.

If you can’t tell from the claim what the invention is (w/o looking at the specification) then it is probably not a good claim.  Plant patents are only permitted to be described in the specification (Omnibus claims).

Notes p. 639

1. Claims and Specification.  This decision should not be read as to eliminate any interplay between claims and Specifications.  Claims are to be read in light of Specifications.

2. The One-Sentence Rule.  Claims must be composed in ONE simple English sentence.  This rule was challenged but the challenge failed.  
3. The Rise of the National Patent Office and Enforcement Paradox.  Germany’s scope of claim is very broad, while Japan is narrow and the C/L systems of the US & UK offer a middle ground.
4. The Art of Claims Drafting.  Multiple claims are allowable but the one-sentence rule still applies.  Sometime narrow scope can be strategic to claims drafting, just as likewise broad scope can be too.

5. An Historical Note.  Articles on 1930’s era evolution of claims drafting
§ 11.2  Patent Claim Format – p. 642

USPTO directs that claims will be stated in 3 parts: (1) Preamble (2) Transition phrase & (3)Body.  Further, some specific types of claims have arisen that have well known formats with their own terms of art.

§ 11.2[a] Elemental Claim Structure – p. 642


§ 11.2[a][1] The Preamble – p. 642

Object is place @ the beginning of the sentence.  For example “A method of making coffee.”  Preamble may or may not limit scope of claim, and the effect of the preamble can only be resolved on review of the entirety of the patent.  It can also serve to limit prior art potentially depending upon the terminology employed.


§ 11.2[a][2] The Transition – p.643

Determines whether the claim is “open” or “closed.”  In practice there are 3 phrases to choose from:

(1) “Comprising” = open phrase and captures all technologies with all the elements described plus other technologies that might have been added.

(2)“Consisting of” =closed phrase and encompasses only claims that consist of exactly the elements identical to the claim in question.

(3) “Consisting essentially of” = hybrid phrase is open and closed and infringement depends upon whether the resultant would be a material change.

§ 11.2[a][3] The Body – p. 645

The body describes the elements of the invention as well as how these elements cooperate either structurally or functionally.  Beware of terms of art:  “integral, extrinsic, approximately, horizontal, solid, etc.”  Elements are ordinarily introduced with an indefinite article such as “a, an one, several, a plurality of, etc.”  This is especially important because if an element appears for the first time accompanied by a definite article such as “the, said, etc.” the claim will likely be rejected as having no antecedent basis.  See example @ bottom of p. 645.  Dependent claims and multiple dependent claims are allowed.  These refer to previous claims.  Drafters are free to be lexicographers and develop their own terminology where none exist, but cannot be banal and use terms like “gadget.”

§ 11.2[b] Product-by-Process Claims – p. 647

Sometimes products can only be described in terms of the process that makes them.  When this happens, the claim can be read as encompassing not only the product as produced by the process in the claim, but also all ways of making that same product.  This was the basic holding of Newman in the Fed. Cir. in Scripps.  However, the next case brought the issue hotly to the forefront and illustrated a split between the Fed Cir. Judges.   If it can be avoided, avoid at all costs a “product-by-process” claim!  Courts have not settled the law and you never know what the outcome is going to be.

ATLANTIC THERMOPLASTICS CO. INC. v. FAYTEX CORP. – p. 648

There were two shoe soles sold by Faytex that Atlantic claimed infringed their patents.  The parties agreed that one of the claims did not infringe.  The other is a sole manufactured by Sorbothane.  The court engages in a lengthy review of the cases in product-by-process claims.  “It is a well-recognized rule that although a product has definite characteristics by which it may be identified apart from the process, still, if in a claim for the product it is not so described, but it is set forth in terms of the process, nothing can be held to infringe the claim which is not made by the process.”  One cannot obtain a patent for an old product which is obtained by means of a new process.  Originally it was an exception to the general rule of particularity of description that product-by-process claims were allowed only when that was the only way to describe the product.  However, this standard has now been relaxed and now the appropriate inquiry is “was the product adequately described?”  True product claims are broader than Product-by-Process claims in that the process serves to limit the scope of the Product-by-Process claims to only those product produced using the same process as the one claimed.

When you use this type of claim, your product is limited to the product produced by the process you claimed; nothing more.  The lid made by any other method is not prior art.  But the Examiner will find a lid that looks the same and will say your patent is a “product” and therefore it is not novel.  Now the applicant has the burden of proving the material made by your own process is different than the prior art.  Novelty in Product and Novelty in Process. (1) method of making lid (2) the method or process of claim #1.

Thus there is a split between the judges, because here the court holds that Product-by-Process claims are to be NARROWLY construed.  Accordingly, RICH wrote a SCOTHING dissent for denial of rehearing en banc.  Read it, he makes sense.

Notes p. 660.

1. The Impact of Atlantic Thermoplastics.  Product-by-Process claims are limited in number nowadays because almost everything can be described structurally, but sometimes drafters include them as backups anyway.

2. District Court Reaction.  “Is it a novel product or instead simply a novel process applied to an old product?” this is the critical question according to Newman.  District courts are inclined to follow the contrary ruling in Atlantic above as controlling authority.

3. Approaches Across the Atlantic (and Pacific).  

Newman is right.  Other systems do it her way.

MCP3

§11.2(c) Functional Claiming

This section describes a method of getting a patent on an invention by claiming the Function that the invention performs rather than its structural characteristics.  In the US this is called “means-plus-function” claims.

In Re Donaldson Co. (Judge Rich—1994)

INVENTION:  an air filtration device.  It is a big box that is used to suck in air, clean the dust out of the air, and then put back in the room like an air conditioner filter.  This invention however, provided a method of cleaning the filters periodically.  The way to clean the dust out of the filter was to blow compressed air into the filter from the opposite side (i.e. from inside the filter rather than from out-side-in)  This forces the dust off of the filter and it falls to the bottom of the box where the dust can then be removed. 

The thing that they thought was so great was: the sloping side of the box housing the filer was flexible.  So, when compressed air is blown in to clean the filters, the sides of the box move and this movement dislodges and “caked on” dirt and all the dirt will fall to the bottom to be cleaned out.


In the claim, the inventor stated that the side of the filter box (flexible) was a “means separating said clean air chamber from said filtering chambers” and having a “means responsive to pressure increases in said chamber.”

NOTE the distinction here.  (I didn’t for a long time and it was confusing as hell).  This guy is not claiming the structure.  He is not saying he has invented some box w/ a filter in it that will clean the air.  The reason he didn’t claim the STRUCTURE was b/c this thing had already been invented and it was prior art.  But, the prior art did not TEACH or SUGGEST that the wall of the housing should be flexible or that if it was flexible it would be a better housing system.  This guy is claiming that his invention is the FLEXIBLE wall of the housing and it is a MEANS of getting more dirt out.

HELD:

1. §112 ¶ 6 applies to the PTO in patent prosecutions, to the courts in infringement actions, validity actions.

2. The PTO may not disregard the STRUCTURE disclosed in the specification when rendering patenablity determinations.  (Just b/c one is claiming “means-plus-function” does not exempt them from complying w/ all the statutory mandates).  The claim must still point out and distinctly claim the invention.

3. The claim at issue is a means, responsive to pressure increases.  The prior art (Swift patent) does NOT teach or suggest the flexible-wall diaphragm-like structure claimed in this instance.

4. This patent is not an equivalent of the Swift patent. (the PTO tried to claim that the Swift patent would probably vibrate and loosen dirt just like this patent and therefore it is an equivalent.  The court rejected this b/c it was unsupported. But even if it vibrate (Swift) it does not necessarily make it an equivalent.)

Means plus functioning is the typical method of drafting a broad mechanical device.  “Fastening means” and you describe a nail, then maybe a screw is an equivalent.  Is glue?  If you say a fastening means like a nail, then a later court will construe it narrowly.  If you describe anything like a nail, screw, or glue, then it will be much more broad. This opens you up to more prior art and provides grounds for invalidity.  Remedy this by describing the prior art in the specification: “This fastening device is not like glue”.

Applicant can be his own lexicographer (define your own words).  E.g. you can call “acid” anything greater then some pH if you want.

EQUIVALENTS

The “doctrine of equivalents” is NOT the same as “equivalents” under §112.

Doctrine of equivalents—prevents a copyist from evading patent claims w/ insubstantial changes.  The court will not allow an “unscrupulous copyist to make unimportant and insubstantial changes and substitutions in the patent which, though adding nothing, would be enough to take the copied matter outside the claim.”  An equivalent in this case is still an infringement.

Equivalent in §112—results from an insubstantial change which adds nothing of significance to the structure, material, or acts disclosed in the patent application.  It limits the broad language of means-plus-function limitations in combination claims to equivalents of the structures, materials, or acts in the specification.

Jepson Claim.  In a method of making coffee (prior art described here) The IMPROVEMENT COMPRISES . . . [some improvement].  Admits that the prior art exists and the process is old.  If you say it is prior art in your preamble then it is prior art.

In Re Fout (CCPA—1982)

INVENTION:  they claim that they have improved the process of removing caffeine from vegetable material like coffee. (WHY?). Their process differed in that they would VAPORIZE the caffeine from the fatty acid that everyone already used to remove caffeine.  Small improvement.

PTO:  rejected b/c even in the preamble of the claim, it sets forth that which is know.

BOARD: rejected b/c the format used by appellant was in effect an admission by them that the process steps are known prior art.  They admit that they did not invent the process for removing caffeine.  

The ISSUE:  (1) was this prior art and (2) would it be obvious to one skilled in the art?

HELD:  Yes prior art and yes it would be obvious.   You, like me, may be wondering why the hell this case is here since we have already covered this! Read this quoted paragraph closely:

The way appellants state the issue is: “The preamble of the appellant’s own claims cannot properly be used as a reference against them.” However, more is involved than the claim preamble.  Claims must always be read in the light of the specification.  Here, the specification makes plain what appellants did and din not invent, as we have noted above and the claims, taken as a whole, are entirely consistent therewith.  Valid prior art may be created by the admissions of the parties.  We hold that they had actual knowledge of the prior invention described in the preamble and that the admission in the preamble constitutes prior art to them.

This entire section was skipped in class!

§11.2(e) Markush Groups

Markush claims are common only in chemical practice.  It is a general claim which defines a family of compounds by showing the common structural nucleus for all members of that family, with the variable substituent being defined by “R” (or some other letter) to represent the various alternatives.

In Re Harnisch (Rich—1980)

Invention:  some variation on a chemical compound known as Coumarin Compounds.  All of these compounds (in this family) are dyestuffs.  That is, that are dyes and used to make different things different colors.  Patentee used the Markush type application where he defined is invention by tying it to the known compounds.

PTO:  rejected the application b/c it “contained an improper Markush group and misjoinder”.  (basically they claimed that all of the compounds were not in the same class and did not have the same characteristics so you couldn’t do this).

Board:  rejected b/c “it is drawn to an improper Markush group”

ISSUES:  (1) can the claim be rejected on a judicially-created doctrine rather than on some statutory basis?  (2) if the compounds are sufficiently closely related, can they be joined in the same claim?

HELD:

1. The use of the term Markush “DOCTRINE” is not proper.  There is no “doctrine.”  Markush is only a type of claim expression.  To answer the question though, yes the PTO can rely on judicially-created case law for rejection.

2. The PTO was in error in rejecting the claim.  All the compounds listed were dyes and “a single structural similarity” so that the Markush type claim is allowed in this instance.

§11.3  Claim Definiteness

§112 ¶ 2 claims must “particularly point out and distinctly claim the subject matter which the applicant regards as his invention.”

Orthokinetics, Inc. v. Safety Travel

Ortho manufactures products for invalids and handicapped individuals.  This invention pertains to a pediatric wheelchair which facilitates the placing of a wheel-chair bound person in and out of an automobile.

Ortho introduced the Travel Chair to the market in November 1973.  In 1978 Safety Travel Chairs began to sell similar chairs.  I am not exactly sure how the suit got here.  But I think that Ortho sued Safety for infringement.  If this happened, then Safety probably had the burden of proving that Ortho’s patent was invalid. The jury found that Safety FAILED to prove by clear and convincing evidence that the Ortho patent was invalid.  Safety claimed that the patent did not particularly point out and distinctly claim the invention.  The judge disagreed w/ the jury and issued a JNOV for Safety.  Ortho appealed.

The ISSUE:  instead of specifically listing the dimensions of the wheelchair, Ortho instead allowed certain dimensions to be varied depending on the configuration and size of the car.  Safety claimed that this was not definite enough.

HELD:  Reversed.  As long as those or ordinary skill in the art realized that the dimensions could be easily obtained, §112 ¶2 requires nothing more.  The patent law does not require that all possible lengths corresponding to the spaces in hundreds of different automobiles be listed in the claims.

§11.3(b) What the Applicant Regards as his Invention

PPG Indus. Inc. v. Guardian Indus. Corp.

Both parties make automotive glass. PPG obtained a patent in 1993 on the composition of glass that specified a certain percentage of chemicals that would result in transmitting no more than 31% of ultraviolet light.  Guardian (G) also made glass that PPG believed infringed their patent.  PPG sued G to enjoin them from using this composition.  PPG did some testing on G’s glass and believed that G’s glass did not meet the requirements of the automobile industry.  However, it was discovered that PPG’s testing software was flawed by 3%.  For this reason, G argues that the claims in PPG’s patent did not cover G’s product.  Alternatively, G argues that b/c of this error, PPG’s patent fails b/c it does not particularly and distinctly claim what the invention is.

HELD:

1. G’s glass satisfies all of the limitations of PPG’s patent and thus falls w/in PPG’s patent.

2. PPG’s claims are quite precise in quantifying the essential ingredients and transmittance tolerances of the claimed compositions.

3. AFFIRM the district court’s granting of an injunction on Guardian.

The claim is the legal definition of what is protected.  If the claim does not work b/c of the applicants mistake—it is probably invalid under §112.  But if the claim still works, no one has committed a fraud, and the invention works, the court will uphold the patent.  If the patent is so defective, why are you practicing the claim?  Guardian was only trying to hang their hat on something, even though they knew they were infringing the patent.  E.g. since the error was 3% less Uv light, then the claim still works.  They still filter 31% of Uv light; they even filter 3% more (34%).; but if the mistake was the other way, then the claim would not work.

CHAPTER 12 – PROSECUTION

Prosecution refers to the administrative process through which an inventor acquires a patent.

§12.1 OVERVIEW OF PAT. PROS.

Applicant has a duty to disclose all prior art.  Including all in the chain of the invention.  Includes everyone who had a part in the invention.  The examiner goes out and does a search for prior art.  Then issue a notice of allowance or a rejection (99.99% of the time it is a rejection).  §112, 102, 103.  The examiner builds a straw man; this is the prior art that I have found. So, applicant, tell me how your invention is different.  The applicant responds.  (1) Traverse—a counterargument, with no amendments or changes. (2) Amendment—begin the process of limiting the scope of your claim. The impact of this limitation may vary depending are the argument you make.  Be careful not to make broad sweeping statements.  Examiner (on the second time) can reject or accept. Rejection will usually be final.  But if on new grounds, it cannot be a final rejection

Further details of pat. pros. can be found in Title 37 CFR and Manual of Patent Examining Procedure (MPEP).  MPEP is promulgated by the PTO and does not bind the courts.

12.1(a) Prosecution in the US

Inventors are free to prosecute their own apps., but generally choose the assistance of a professional rep.

Steps

1)  Attorney arranges for a search of the prior art.  With prior art in hand, determine whether to proceed and file.

2)  Pat. Atty initiates pat pros. by filing pat. app. to Commissioner of US PTO.  Two choices under 35 USC 111.

a)  Nonprovisional under 111(a):  Examined as quickly as an examiner is able.    

b)  Provisional under 111(b):  Need not include patent claims.  PTO does not examine these and considers them abandoned after 12 months.  Can subsequently perfect a provisional app. by later filing a nonprovisional app. without the loss of the earlier filing date.  Pendency of a provisional app. does not subtract from the 20 year term of any subsequent nonprovisional app that matures into an issued patent.

3)  When PTO receives an app., it designates it with a filing date and serial number.  When determined to be a complete patent app., forwarded to the appropriate Examining Group, assigned to an examiner.  Examiner considers whether an app. conforms with PTO formal requirements.  Examiner then conducts a search of prior art.  Then turns to examination of the app.

4)  If rejected, Commissioner notifies applicant.  Examiner’s notification is denominated an Office Action.  Office Action identifies each claim, indicates rejection or allowed, and offers examiner’s reasoning.  Also provides a period of response by the applicant.

5)  If rejection, atty will usually respond by either asserting that rejection was improper or amending claims.

6)  If examiner unconvinced, a second Office Action titled a “Final Rejection.”

7)  Three options under Final Rejection:  

a)  Abandon the application

b)  File a “continuing application”

c)  Seek review of examiner’s actions by filing a petition to the Commissioner or appeal to the Board of Patent Appeals and Interferences.

8)  If examiner agrees that app. should mature, a Notice of Allowance is issued.  Payment of issuance fee will result in granted patent, along with publication of its abstract, selected drawing and broadest claim in the PTO’s Official Gazette.

§12.1(b)  Continuing Application Practice

Transco Products, Inc. v. Performance Contracting, Inc., p. 711

Three types of continuing apps.

1)  Continuation:  Claims the same invention claimed in an earlier app, although there may be some variation in the scope of subject matter claimed.  Has all of the benefits of the previous application.  Keeps the clock running, and same arguments.

2)  Divisional:  Carved out of an earlier app which disclosed and claimed more than one independent invention, result is that divisional app claims only one or more, but not all of the independent inventions of the earlier app.  Not done VOLUNTARILY; b/c you can be subject to double patent rejection.  If INVOLUNTARY, then you cannot be subject to double patent rejection (i.e. the examiner saying your prior patent is the prior art and thus not patentable).  WAIT until you get permission to file a divisional claim.  It does not have to be filed immediately.  It can be filed any time during the pendacy of the original case up until the day before the original patent is issued.

3)  Continuation-in-part (CIP):  continuing app. containing a portion or all of the disclosure of an earlier app together with added matter not present in that earlier app.  Term “parent” refers to immediately preceding app.  Term “original” refers to first in a chain of continuing apps.  E.g first case claims all widgets, but the only examples are those w/ blue handles.  Later I discover red handles are 3times better.  I want to make sure may claims relate to the red handles.  Add the additional claim of the red handle.  The blue handle part continues as normal.  The priority date (prior art date) of the blue is the original filing date; the red handle is when the red handle part was filed (not the day of blue).

These terms are merely used for administrative convenience.

By filing a continuation app. and paying the appropriate fee, an applicant purchases extra time for patent prosecution.

The goal is more accurate and proper claiming of a previously disclosed invention without the necessity of an appeal.

Divisional apps.

If an app claims two or more independent inventions, may be required to be restricted to one invention.

Purposes:  

1)  maintenance of integrity of PTO fee structure

2)  PTO desires to limit the size of a particular patent instrument and ensure that examiners confine search and examination efforts to a particular tech. art

CIP

Claims that were present in the parent app are entitled to the filing date of the parent app but others must rely on filing date of the CIP

CIPS are standard in US and Canada but nonexistent in other jurisdictions

They differ from the other two because they contain new matter.

CIPs have two uses:  

1)  If new matter represents an improvement, combining claims avoids double patenting

2)  If at the time of the filing neither inventor nor PTO is aware of any intervening art, then CIP permits an applicant to preserve his ability to argue that he is entitled to the date of his parent app should it be necessary

Merely because a claim in the daughter app is obvious from the disclosure of the parent does not permit the applicant in the daughter app to obtain the parent’s filing date.

§12.1(c) US Patent Appeal and Petition Practice

1984, Board of Appeals and Board of Interferences merged to streamline and minimize jurisdictional disputes.

Board is required to satisfy Rule 52(a) of Fed R. Civ. Proc.

Board members are examiner-employees of PTO and ultimate authority rests with Commissioner.

An unsuccessful petitioner may seek judicial review through a number of mechanisms including Admin. Procedure Act, 5 USCA 701-706; All Writs Act, 28 USCA 1651; or a civil action against Commissioner under 28 USCA 1338(a).

Such actions may be brought in any US district court, with Fed Circuit as court of second instance.

In adverse Board decision, must bring a civil action against Commissioner in US District Court for DC or file an appeal at the Court of Appeals for Fed Circuit.

§12.1(d) Patent Term

Formerly 17 years from date issued.  As a result of Uruguay Round Agreements Act (URAA) 20 years from date issued.

20 years from earliest filing date defeats “submarine” patents.  Emerged from a series of concealed continuation apps, sometimes filed 30 or more years prior, to “torpedo” industries that had developed in ignorance of pending apps.

Two qualifications to 20 year rule

1)  Patentees may obtain term extensions of 5 years due to delays caused by declaration of an interference, imposition of secrecy order, or successful pursuit of an appeal

2)  Enjoyment of the full patent term subject to payment of maintenance fees.  (after 4, 8, 12 years)

§12.1(e) Patent Prosecution Abroad

Unlike US, other patent systems have an 18 month publication of publishing filed patent apps.  US maintains secrecy and if app is abandoned, no public disclosure is made.

US allows an essentially unlimited prosecution, at least until 20 years pass from the filing date.  Most other systems, must begin an appeal, not file continuing apps

In Japan and Germany, rather than examine every app, they are merely published.  Applicants and 3rd parties must submit additional requests for a search and then examination of prior art.

US is unique in that actual inventor files the app, rather than the assignee.

§12.2  INVENTORSHIP

Sole inventor – one who conceives of the essential elements of the invention

Joint inventors – those who contribute “even though (1) they did not physically work together or at the same time, (2) each did not make the same type or amount of contribution, or (3) each did not make a contribution to the subject matter of every claim of the patent.”  35 USC 116

Kimberly-Clark Corp. v. The Proctor & Gamble Distributing Co., -721

Disposable baby diapers.  K-C and PG primary competitors.  By early ‘80s, both had made improvements in disposable diapers but little progress in containing bowel movements (BM).  ‘82- Kenneth Enloe of KC conceived idea of standup elasticized flaps inboard of the elasticized leg openings of the diaper.  Led to Enloe patent, Nov 3, ’87.

Jan ’85, Michael Lawson of PG conceived inner flaps.  Filed app Oct 11,’85 and issued Sep ’87.

Lawson was unaware of earlier work of PG employee Kenneth Buell, in ’79 and ’82 made diaper with inboard flaps.  Buell was unaware of Lawson’s work until ’88 or ’89.

PG urges that Lawson patent was made jointly with Buell and Blevins, satisfying the joint inventor requirements of 35 USC 116.

Court holds that for joint inventors under 116, must be some element of joint behavior.  Cannot be joint inventors if ignorant of what each other has done until years after their individual efforts.

Under 116, must be some quantum of collaboration or connection.

Page 726 Note 3.  The inventor gets a significant part of the royalty.  There is potential for someone to claim they are co-inventor when they are not.  Also, a dominant person (the professor) has a potential to take the servient persons (the PhD student) invention.  Attorney should do his own independent investigation.

Hess v. Advanced Cardiovascular Systems, Inc., p.726

DC found that Robert Hess did not become a joint inventor because he provided materials and suggestions.  Affirmed.

Patent is for a balloon angioplasty catheter inserted into a patient’s artery which has a partial blockage.  Invented by Drs. John Simpson and Edward Robert, Cardiology fellows at Stanford.

Heard Swiss doc Dr. Gruntzig speak at ’77 conference.  Drs. decided to construct their own catheter.  They were referred to Hess, an engineer at Raychem Corp.

Hess suggested certain materials and taught them basic principles which were published in various textbooks and generally known to a number of companies.

Docs developed catheter with tubing provided by Hess albeit with a method not suggested by Hess.

After an interference between docs’ ACS and other company, Hess joined alleging he was a coinventor.

Patent law says in 35 USC 116, 256 that if through an error, an inventor is not named, Commissioner may issue a certificate correcting that error or court may order correction.

District Court’s STANDARD:  Did Hess conceive of some important element or some important claim that is claimed in the patent?

Citing O’Reilly v. Morse, 56 US 62 (1853) and Shatterproof Glass v. Libbey Owens Ford, 758 F2d 613 (Fed Cir. 1985), court said that Hess did no more than a skilled salesman would do in explaining how his employer’s product could be used to meet a customer’s requirements.

Cases say that inventor can use the service, aid , and ideas of others in perfecting his patent.

Hess gave them a lot, but it was not so much that it was a “no-brainer”.  They had to go back and do a lot of work.  If they could’ve taken Hess’s work/info and use it immediately w/o significant amount of work—Hess could have won.

NOTES pp 733-35

2.  Overseas less emphasis on inventorship as a recurring theme of patent acquisition and enforcement.  German law says inventorship may be corrected with consent of displaced individual.
3.  Co-applicants generally become joint owners of the patent and each can make, use, offer to sell and sell the invention without regard to the wishes of any co-owner.
Joint ownership just like in Property.  Each joint owner has the right to issue licenses.  The rights vary from country to country.  In Japan the joint owner can practice himself w/o obtaining a royalty. The other co-owner cannot grant license w/o the other parties permission.  I don’t think that this makes sense.  I don’t know what the hell he is talking about.  IN Japan, you give a “royalty-free” exclusive license to a joint owner.

§12.3 INEQUITABLE CONDUCT

Old rule 56:  disclose whatever the Examiner might need to know.  It did not matter what you knew yourself.  The CURRENT rule 56: is more objective standard; the PTO no looks at INEQUITABLE conduct— they have decided to leave that to the courts.  Current rule 56:  defined as information as “material” when “there is a substantial likelihood that a reasonable examiner would consider it important in deciding whether to allow the application to issue as a patent.”   The PTO is the place to resolve disputes.  Don’t steal from stupid Examiners.  There is a presumption of validity so long as the Examiner has looked at that issue.  So, if the Examiner does not examine it, the court can review de novo and there is no presumption.

§12.3(a) Duty of Disclosure

Governed by 37 CFR 1.56.  There is a duty to disclose info. material to patentability.

Duty of candor and good faith in dealing with PTO, which includes a duty to disclose all info known to be material to patentability.

No patent will be granted in connection with which fraud was practiced or attempted or the duty of disclosure was violated through bad faith or intentional misconduct.  (see p. 736)

§12.3(b)  Intent

Kingsdown Medical Consultants, LTD v. Hollister, Inc., p. 738

Patent is for a two-piece ostomy appliance for use by patients with openings in their abdominal walls for release of waste.

Feb ’78, Kingsdown filed original patent app.  Patent issued in July ’84.  Complex prosecution involving submission, rejection, amendment, re-numbering, etc. of 118 claims, a continuation app, an appeal, a petition to make special, and citation and discussion of 44 references.

TWO ELEMENTS of inequitable conduct must be proven by CLEAR and CONVINCING evidence:  

1)  materiality

2)  intent
Hollister attempted to prove this by showing a) gross negligence and b) acts indicating an intent to deceive.

A finding of intent to deceive can not be based on negligence alone.

Acts—Kingsdown atty viewed Hollister device and amended his app. “ There is nothing improper, illegal, or inequitable in filing a patent app for purpose of obtaining a right to exclude a known competitor’s product from the market; nor is it in any manner improper to amend or insert claims intended to cover a competitor’s product the applicant’s attorney has learned about during the prosecution”

Finding intent was abuse of discretion by district court.

“Gross negligence does not of itself justify an inference of intent to deceive; the involved conduct, viewed in light of all evidence, including evidence indicative of good faith, must indicate sufficient culpability to require a finding of intent to deceive.”

Standard of Review is abuse of discretion.

When an inequitable conduct occurred in relation to one or more claims, entire patent is unenforceable.

Court have come a long way in re: of Rule 56.  Many courts would have found that 56 was violated. Today, it is more rational.  The claim here was rejected over §112 (definiteness) and not §102 Prior art.  If it had been prior art rejection, then this case might have come out differently.  

2 different patent bars:  (1) Patent Prosecution—get a patent out of the PTO.  (2) Patent Litigators—job is to attack patents.  IN Litigation, there is “superdiscovery” and you will not hide stuff from your opponent.  Cannot trust anyone: inventor’s boss, in-house counsel, the owner, etc.  You, as counsel, must disclose all in the chain of title.  Your job it to: Get the patent issued and: (1) ask, does it protect client’s market (method or process) (2) with the claim withstand litigation? (best mode, description, etc).

NOTES pp 746-47

1.  Inequitable conduct has become almost exclusively a matter for judicial forum.  PTO is not well-equipped to make such a determination.  Court can subpoena, hear live testimony and provide for cross-examination.

2.  Inequitable conduct applies to the entire prosecution procedure, not merely the part that produces the final claims.
3.  Maintenance and enforcement of a patent acquired by fraud may serve as the basis for an antitrust violation
12.3(c) Materiality

Molins PLC v. Textron, Inc.

1965, Dr. David Williamson of Molins developed a method for improving batch machining.  Filed British patent app in ’65 and then counterpart apps in number of countries including US.

’66 Williamson invented fully automated machining system (system 24), filed patent apps in UK, US and others in ‘66-67.  ’67, US batch process app combined with system 24 app.

Batch claims were canceled and only -24 patent issued in Jan ’83.

Between ’67 and Apr ’68, while relevant US apps pending, Molins became aware of prior art (Wagenseil reference).  In 68 and ’69, all foreign patent apps were abandoned regarding batch process.  US app not abandoned because they were combined.  Wagenseil was cited to several foreign POs, but not to PTO.

October ’84, Cross & Trecker, Inc. filed a request for reexamination of the patent in view of IBM references.

No claims were rejected based on Wagenseil during reexamination.  Reexamination Cert. issued May ’86.

’86, Molins filed suit against Textron, Inc and others alleging infringement.

Nov ’92, patents found unenforceable due to inequitable conduct.

Withholding of info must meet THRESHOLD of materiality and intent.

Info is material when there is a substantial likelihood that a “reasonable” examiner would have considered the info important in deciding whether to allow a patent.  The fact that Wagenseil info was not relied is not conclusive to determine materiality.  Court found it material because it contained a “storage and retrieval” system in combo with a transfer system and that Wagenseil was considered most relevant prior art to the corresponding foreign apps.

Court found intent by circumstantial evidence.  In 13 years in which agent was involved, he did not cite Wagenseil to PTO even though he presented it to foreign offices.  Failure to cite a material reference cited elsewhere in the world justifies a strong inference that withholding was intentional.

Too close and obviously “over the edge.”  Discovery is going to find you.  You cannot get away w/ being stupid or lying.  

NOTES pp. 753-57

2.  Requirements for purging inequitable conduct

1)  Expressly advise PTO of its existence, stating specifically wherein it resides

2)  If misrepresentation is one of facts, PTO be advised what actual facts are

3)  Applicant must establish patentability of the claimed subject matter

3.  When a reference was before a examiner whether through the examiner’s search or applicant’s disclosure, it cannot be deemed to have been withheld from the examiner.  If you don’t put in a reference in the description, but the Examiner finds it and rejects you over it, then you are ok.  But, don’t rely on this.  If your patent is long, and the Examiner does not find some sentence that is germane to the issue, and you do not point it out, you will likely be liable for inequitable conduct.

4.  Cumulative references.

5.  Inequitable conduct is generally unavailable as an infringement defense overseas.  Many countries allow “nullity actions” throughout the life of a patent, most countries routinely award attorney’s fees to victorious litigants and no other nation has yet adopted American-style discovery, so less likelihood of finding inequitable conduct

6.  Strategy.  Inequitable conduct defense places patentee on the defensive.  

Inequitable conduct and “Best mode” are the most common issues in Patent Litigation.  Inequitable conduct litigation is a PLAGUE!

§ 12.4  DOUBLE PATENTING

PTO and courts have interpreted language of 35 USCA 101 to require issuance of only a single patent per invention.  When an inventor files duplicative apps toward the same invention, a double patenting rejection should be issued.  Today, 20 years from date of filing.  If you get two patents, you have illegally extended your patent and yours is invalid.  But if 2 patents are co-owned by the same entity and have the same inventive entity—you can overcome double patenting but filing a terminal disclaimer.  “I terminally disclaim the patent after the date when the first patent will cease naturally.”

Miller v. Eagle Manufacturing Co. p. 757

New and useful improvements in wheeled cultivation.

Patented device was a round steel rod or wire spring.  App 1 was for lifting and depressing effect of the spring on the beams and app 2 was for lifting power of the spring.

Spring device which was designed to accomplish these effects was the same in both patents.

Holding – they should be considered as covering the same invention, then the latter must be declared void, under the well-settled rule that two valid patents for the same invention cannot be granted either to the same or to a different party.

Rule – no patent can issue for an invention actually covered by a former patent, especially to the same patentee, although the terms of the claim may differ.

If the second patent covers matter described in the prior patent, essentially distinct and separable from the invention covered thereby, and claims made thereunder, its validity may be sustained.

Remember, if you voluntarily file another application—you can be liable for double patenting.  If the examiner orders one—you are immune.  If the claims overlap AT ALL, you are subject to dbl. Patenting.  (E.g. the first= 1-10 and the second=10-25 this is double patenting.  But if the second is 11-25, there is no overlap and no double patent.  

NOTES pp 761-62

1.  35 USCA 171 (design patents) does not apply to utility patents, nor does 101 apply to design patents.

2.  PTO ordinarily issues a provisional rejection on the duplicative app.

In Re Vogel, p. 762

Process of preparing packaged meat products for prolonged storage.

Ground of rejection is double patenting.

Claims 7 & 10 are packaging “meat” generally.

Claim 11 is limited to “beef”

Appellant’s patent, which is not prior art, claims a method of processing pork.

Board rejected it as “obvious variation” of “pork” process. Merely extending “pork” process to “beef”.  Board used dictionary meaning of sausage to show that beef and pork are equivalents.

Court says by “same invention” they mean identical subject matter.  Two question analysis.

1)  Is the same invention being claimed twice?

2)  Does any claim in the application define merely an obvious variation of an invention disclosed and claimed in the patent?

If answer 1) is yes, then no patent.  If answer is no, go to question 2).  If this answer is also no, then no double patenting.

Answer 1) here is no.  Patent applies to pork.  App applies to beef.

Answer 2).  Claim 11 is no.  There are time and temperature considerations which may differ between beef and pork.  Claim 10 reads meat.  The answer here is yes.

Even a “colorable” difference b/w the patents (beef and pork) you cannot extend your patent by just making  a colorable difference.

End of assignment 708-774 

chapter 12

prosecution exercises

1. Norton, Shottky and Thevenin each work for the Consolidated Technology corporation.  Norton, a technical manager, directs research engineer Shottky to develop an improved snowboard boot.  Shottky studies the various products available on the market and conceives of the concept of a removable stiffening stay housed in a pocket on the upper portion of the boot.  He then instructs Thevenin, a laboratory technician, to construct such a boot with a stiffening stay.  Thevenin constructed the boot following Shottky’s instructions and ran standardized tests that demonstrated its improved quality.  Norton subsequently directs that a patent application be filed relating to an adjustably stiffenable boot for use with snowboarding.  Which individuals should be named as inventors?
To determine who should be named as inventor, the Hess test set forth on page 732 of the text should be used.  The test is whether an individual “conceived some important element or some important claim that is claimed in the patent” and whether he had “some conceptual role in at least an important or a necessary element, or important and necessary claim.”

First, we look at the most obvious inventor, Shottky.  Shottkey was the research engineer.  He conceived of the concept of a removable stiffening stay housed in a pocket on the upper portion of the boot.  He gave the instructions to the tech as to how the boot should be made.  He clearly passes the test.

Second, we look at the lab tech, Thevenin.  Thevenin can argue that he should be an inventor.  He clearly had a role in making the boot, but it could be argued that he only followed instructions.  However, unlike Hess, he played a greater part in the role.  In addition to making the boot, he tested it and could claim that he had a conceptual role in any claims that were developed as a result of testing.  

Last, we look at Norton, the tech. manager.  He is likely not an inventor.  He merely told Shottkey to develop an improved snowboard boot.  He also directed the patent app to be filed.  A court is not likely to find that he had anything to do with the conception or the creation of the snowboot. Lastly, look at the corporation.  It is a legal entity and may be able to claim shop rights or can be assigned any patent.  However, it is not an inventor.
2. Rosendberg filed a nonprovisional utility patent application on May 3, 1989, in the United States claiming an apparatus and method for cryogenically cleaning surfaces.  Rosenberg also filed an application in Belgium on April 2, 1990, directed to the identical apparatus and method.  The Belgian application was patented and published on May 1, 1991.


As of July 8, 1993, Rosenberg had abandoned the application he had filed on May 3, 1989.  Previously, on July 2, 1992, Rosenberg filed a continuation of the original application, making specific reference to the original application.  The continuation matured into a patent claiming only the method of cryogenically cleaning surfaces on February 14, 1993.  On February 10, 1993, Rosenberg filed a third application, claiming the apparatus, which specifically referred to and was properly labeled a division of the application filed July 2, 1992.  However, this third application did not mention the original application Rosenberg had filed May 3, 1989.


The Examiner rejects the claims of the third application as being anticipated by the Belgian patent.  Is the Examiner’s rejection proper?  What steps might Rosenberg take to overcome the rejection?
Yes, the Examiner’s rejection was proper.  The Examiner rejected the patent under 102(d), that the inventor had filed the second app more than 12 months after his Belgian application.  Rosenberg, however can overcome the rejection.  

Rosenberg must convince the Examiner of the following considerations:

Rosenberg had first filed the application on May 3, 1989.  The second step was that he filed a continuation on July 2, 1992, while the first app. was pending.  The original app. was abandoned as of July 8, 1993.  However, the continuation app. has the same priority date as the original app., so it would also have a priority date on May 3, 1989.  Because only the method was granted a patent, Rosenberg filed a divisional app. for the apparatus.  This was filed on Feb. 10, 1993, 4 days before the patent was granted.  This is important because under Sec. 121, the issued patent cannot be used against the divisional patent app. 

 The most important step is that Rosenberg, under Sec. 120, must file an amendment to the divisional app. which references the original app.  If he does so, it allows him to use the original filing date as his priority date and will allow him to overcome the rejection.  If he does not file the amendment, “the Director may consider the failure to submit such amendment within that time period as a waiver of any benefit under this section.”  35 USC 120.
3. Landau obtained a patent containing one claim to a pencil sharpener on January 19, 1995.  On November 17, 1994, Landau had on file a second application containing two claims.  Claim 1 is drawn to a pencil sharpener having the same scope as the pencil sharpener covered by the Landau patent, but uses somewhat different descriptive language.  Claim 2 is drawn to a pencil sharpener with a support bracket.  In view of the Landau patent and another reference, a prior art article written by Mowery, the subject matter of claim 2 would have been obvious.

During prosecution of the second application, the Examiner rejects claims 1 and 2 on the ground of double patenting.  In response to the rejection, Landau’s patent attorney files an appropriate terminal disclaimer and argues that the double patenting rejection should be withdrawn.  The Examiner nonetheless makes the rejection final.  Did the Examiner act appropriately?
Maybe and no (typical lawyer answer, I know).  Rejection of claim 1 may have been inappropriate.  Rejection of claim 2 was appropriate.  

Claim 2 should have been rejected obvious-type double patenting.  Prior art, Landau’s other patent and the Mowery article make the support bracket for the pencil sharpener obvious and should have been rejected on those grounds.

Claim 1 maybe inappropriate.  For that, we have to look at the terminal disclaimer section, 35 USC 253.  The important part of that rule is that there must be no deceptive intention on the part of the inventor.  If there is none, a terminal disclaimer may be approved.  Landau would have to file a fee and must in writing and filed with the PTO, must disclaim the terminal part of the patent term.  Here, the second patent would expire on the date his 1995 patent expires.  The reason I said maybe is that there are no facts to indicate any deceptive intent.  While I think it is appropriate to go on the presumption that such intent is absent, we may likely get more credit if we mention that deceptive intent is a key part of that code.

4. Lattimore, while an employee of the ABC Company, filed a first application in the PTO on August 17, 1996, and assigned it to ABC.  On December 15, 1996, she left the ABC Company and started work at the XYZ Company.  On June 19, 1997, as part of her duties at XYZ Company, Lattimore devised an improvement over the invention claimed in the first application.  A second application was filed in the PTO and assigned to the XYZ Company.  The XYZ Company subsequently receives an Office Action in which the claims of the second application have been rejected over the claims of the first on the ground of obviousness-type double patenting.  As representative of the XYZ Company, you have copies of both of Lattimore’s applications and do not believe that the improvement would have been obvious.  What steps should you take in response to the Office Action?
In this scenario, the inventor believes that the improvement would not have been obvious.  There are steps to be taken to counter the Office Action (inital rejection).  

First, the inventor can assert that the rejection was improper under an argument called a “traverse”.  Here, the inventor would offer substantive arguments.

Second, the inventor could amend the application.  Typically, this would involve augmenting the claim language in order to overcome a rejection founded on prior art.

If the inventor cannot convince the Examiner, a second Office Action, titled a Final Rejection will be issued.  Here, there are three options to take.

First, abandon the invention.

Second, File a “continuing application” which would have the benefit of the first priority date, but which can contain variation in the scope of the subject matter claimed in the parent app.  Here, the process would start anew.

Third, the inventor can seek review of the Examiner’s action.  The inventor can file a petition to the Commissioner or appeal to the Board of Patent Appeals and Interferences.

Likewise, the inventor can seek judicial review.  Two such steps are through the Administrative Procedure Act, 5 USCA 701-706 or the All Writs Act, 28 USCA 1651, neither of which we really went over in class.

A civil action may be brought against the Commissioner under 28 USCA 1338(a) in any US District Court, with the Federal Circuit as the court of second instance.  

An adverse decision of the Board, however, must be fought by bringing a civil action against the Commissioner in the US District Court for the District of Columbia, 35 USCA 145 or file an appeal at the Court of Appeals for the Federal Circuit, 35 USC 141.
5. Anthony and Carter are employed by the Retro Bowling Company.  Working together, they developed a vacuum vice for holding bowling balls during drilling operations.  Anthony and Carter turned over their laboratory notebooks describing their invention to their supervisor, Dalzell.  Dalzell thoroughly reviewed the invention and later instructed Schenkel, a patent attorney, to prepare a patent application directed towards a vice.


On Septemeber 1, 1997, Schenkel filed the application at the PTO naming Anthony and Carter as the inventors.  On December 1, 1997, Dalzell discovered some sales literature that was published by a competitor on January 10, 1956, and brought these documents to the attention of Schenkel.  Dalzell and Schenkel agreed that the sales literature would plainly anticipate some of the claims in the pending patent application.  Under Rule 56, which individuals are obliged to bring the sales literature to the attention of the PTO?
Under 37 CFR 1.56 (Rule 56)(on pp. 735-37), any material information must be disclosed to the PTO.  There are three classes of people who have a mandatory duty to make material facts known and one class who may make a disclosure.  The three classes in the fact pattern are mandatory.

First, Anthony and Carter as inventors must make the disclosure under 1.56 (c)(1) (each inventor named in the application).  Second, Schenkel, the attorney, must make disclosure under 1.56 (c)(2) (each attorney or agent who prepares or prosecutes the app.). Third, Dalzell, the inventors’ supervisor at the Retro Bowling Company, under 1.56 (c)(3) (every other person who is substantially involved in the preparation or prosecution of the application and who is associated with the inventor, with the assignee or with anyone to whom there is an obligation to assign the app.).

The non-mandatory class is under 1.56 (d) (individuals other than the previously mentioned classes).
Chapter 13 - Post Grant Procedures

Certificate of correction – used to address minor typographical errors

Reissue proceeding – allows applicants to correct more significant errors affecting enforceability and validity

Reexamination – allows applicants or third parties to request that the PTO reconsider the validity of a patent over a patent or printed publication not before the examiner during the original prosecution.

Since it is an Admin. Agency, to get the patent back b/f the PTO, some procedure must be done.

If the PTO, or the Examiner makes a mistake, it is free.  If any one mistake is yours, you must pay a fee:  Certificate of correction.  You cannot make any substantive changes w/ a certificate of correction.

§13.1
Reissue

Reissue oath must provide that:

The applicant believes the original patent to be wholly or partly invalid by reason of defective specification or drawing, and

All errors being corrected in the reissue application arose without any deceptive intention.

Hewlett Packard v Baush & Lomb Co.

Is a failure to include narrower or dependent claims in a patent sufficient in itself to establish error warranting reissue?

Statutorily required “error” of §251 has two parts: (1) error in the patent and (2) error in conduct.  What they were trying to do, “trying to narrow the claims or get better claims b/f they got before the Board.”  The first thing  you must do is convince the court you have a good invention.  The court recognized they were just trying to help their case in litigation rather than do what the statute is for.

Reissue statute is not for stupidity in litigation. It is to correct an honest mistake.  You must show how and why you screwed up.

“Error w/o deceptive intent.”  If you have committed error w/o deceptive intent, you must go b/f the PTO and “beat your self w/ scourges and say ‘Mea Culpa’”.  E.g. Original claim:  ANY COLOR.  Amended:  Red and Green only.  You can narrow or broader in the specification.  But no additional subject matter.  Reissue is not for people who want to do it better the second time.  

Ball Corporation v US

Is a patentee barred by the recapture rule from securing through reissue, claims to subject matter previously canceled from the original application?

Basically, both of the above two cases talk about the rule of reissue, reexamination and recapture. Here’s what it boils down too…

The recapture rule bars the patentee from acquiring through reissue, claims that are of the same or of broader scope than those claims that were canceled from the original application. On the other hand, the patentee is free to acquire through reissue claims that are narrower in scope than the canceled claims. Narrower reissue claims are allowable; broader reissue claims or reissue claims of the same scope as the canceled claims are not!

Reissue patents are available to cure defects caused by various errors in the original patent.  The reissued patent will date back to the original patent (and must be requested within two years of the original). 

A patentee likes the idea of reissue: maybe because the patentee somehow became aware or prior art or of other facts previously not revealed or other shortcomings in the patent.  The reissued patent is treated as if the new information had been present at the original examination so long as  the original defect was not a product of intentionally deceptive conduct.

Reexamination is a process by which any third-party can request that the PTO conduct another examination of a subsisting patent.  The scope of the examination is limited only to those publications and prior art that were not examined the first round.

Reissue is not a substitute for PTO appeals procedures.  Reissue is an extraordinary procedure and must be adequately supported by the circumstances detailed in §251.  The focus is on the scope of the claims not on the individual feature or element purportedly given up  during prosecution of the original application.  Recapture or estoppel?  If you give up a claim in prosecution (whether or not you had to, in response to a prior art rejection, you CANNOT recapture it.  You are estopped.)  However, the last claim here was enough different that the one given up.  Therefore, you allege error in the patent.  Error in the conduct.  Explain it.  Allow the reissue.

Note 4, page 786:  Broading Reissues.  Must do w/ in 2 years of the issue.  

Official Gazette is when the PTO publishes the patents.  Your patent does not b/c valid until noon on Tuesday (when the Gazette is published).
§13.2
Intervening Rights
INTERVENING RIGHTS  §252;  provides that when certain conditions are present a reissue shall not abridge or affect certain rights of those who acted b/f the reissue was granted.

When certain conditions are present a reissue shall not abridge or affect certain rights of  those who acted before the reissue was granted.  The rational is that the public has the  right to use what is not specifically claimed in the original patent.

Seattle Box v. Indus Crating and Packing

Patented invention defines a system of stacking pipe across parallel horizontal beams to ensure separation. The patent was issued under the claim that the height be greater than the diameter of the pipe. It was later amended to say a height substantially equal to or great than the thickness of the tier of pipe length. Industrial had been doing what the amended claim entailed. 

Court found that to enable Seattle to recapture matter that Industrial had made available to the public would be a gross injustice. Court considered prior business investments, commitments, cost and ease of converting the infringing items to noninfringing items. Concluded that Industrial clearly should be allowed  to dispose of old inventory remaining on hand without incurring liability.

Not infringing the original patent, but the reissued patent is infringed.  If you are PRATICING THE INVENTION during the time period, you can continue to practice.  IF YOU MAKE SIGNIFICANT STEPS to practice the invention, you have an equitable right, not a legal right, and the court can fashion any remedy.    HERE, they had not practiced, but only gotten ready to practice, they do not have a legal right to continue.  If they had worked FASTER and actually built some of the orders, they could have continued to practice forever.

Notes

Intervening rights arise only in one particular circumstance: where the claims have been changed ins cope, the offending acts began prior to the issuance of the reissued patent, and infringement is only of the altered claims.

§13.3
Reexamination 

REEXAMINATION;  allows any individual , including the patentee, licensee, (any 3rd party)  and the PTO Commissioner to cite a patent or printed publication to the PTO and request that a reexamination occur.  Must be a substantial new question of patentability.

Recreative Tech. Corp.

Patent was a cleaning device for use by golfers. Preferred requested reexamination citing new references and PTO accepted request.

The reexamination statute  requres the examiner to determine first whether  a substantial new question of patentability is raised by the reexamination request and only if there is can the patent be reexamined. A second examination on the identical ground that had been previously raised and overcome is barred. Benefits of such reexamination include avoiding litigation, prior art that was not previously recorded could be introduced, and would strengthen confidence in patents.

Court found here that there were no new arguments introduced, therefore, no reexamination.

Notes

When is there a substantially new question of patentabilty? No answer, but Circuit believes more broad than simply new prior art.

No presumption of validity in reexamination

Reexamination vs. Reissue

Request for reexamination may be filed by any person; reissue must be filed with approval of patentee

Reexamination does not require pointing out error while reissue does.

Reexamination directed towards prior art patents and publications; reissue directed towards any issue that may be considered in the original application.

Reexamination does not broaden; reissue may if filed within two years of original

The examiner gets one bite at the apple of prior art.  If the prior art has been considered, the examiner cannot use it again at some point later to reject.  But, if it is a new issue re: the prior art, it can reject the patent.

Note #2 page 806.  re-examination is generally conducted ex parte.  If the preliminary statement, it opens the door for argument.  So most do not submit  a prilim statement.

Allows any individual, including the patentee, a licensee, Commissioner of USPTO to cite a patent or printed publication to the PTO and request that a reexamination occur.
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post-grant procedure exercises

1. The ’777 patent contains one independent and two dependent claims.  The owner of the ‘777 patent, Johnson, files a reissue application fourteen months following the patent’s issue date.  As requested, the PTO reissues claim 1 as in the original patent, but broadens the scope of claims 2 and 3.  Later, Johnson sues Boswell for patent infringement.  Boswell admits infringement of all claims of the reissued patent and that the claims are valid.  May Boswell successfully raise the defense of intervening rights?

Since claims 2 and 3 were requested within 2 years, the PTO will broaden the scope, as they did. Intervening rights is raised when the owner of  a patent claims that his rights should not be abridged by the reissue of another’s patent. Boswell can raise the defense if he can show that it would hurt his preexisting investments and business, that non-infringing goods can’t be manufactured from the inventory he has, etc.  It is a balancing decision by the court and Boswell should attempt to prove that the harm he will endure is not equitable.

2. The ‘888 patent relates to an exhaust hood assembly useful for placement above a stove or other cooking apparatus.  It issued to MacDaniel on January 5, 1996, with a single claim defining elements A,B, and C.  Element B consisted of “a fan with five blades.”  On July 1, 1998, Mac Daniel filed a reissue application, again with a single claim.  That claim comprised elements A,B, C, D and E, where element B consisted of ‘a fan with a plurality of blades.”  Did MacDaniel file a proper reissue application?

A reissue application is filed when the applicant believes there is a defective spec or drawing or when the patentee claims more or less than he had the right to claim originally and give a reason why he made the original error; the patentee cannot have any deceptive intent. Mac Daniel filed a proper reissue application only if he can show that claims D and E do not enlarge the scope of his invention (that would be tough) and that his new language “a fan with a plurality of blades” does not broaden the original element B.  Had he filed two years or less his reissue application then he would be able to ask for these broadening elements as long as he could give a good reason why he didn’t include them in the original application.  But since he has waited more than two years he cannot be allowed to broaden his claim.

3. Which of the following may not be corrected via reissue?

(A)  One of the actual inventors is not named on the patent.

MAY be corrected via reissue

(B)  Foreign priority was not claimed under § 119.

MAY be corrected via reissue

(C)  The applicant failed to disclose an extremely pertinent prior art reference of which he had knowledge.

MAY NOT be corrected via reissue

(D)  The applicant knew, but did not disclose, a particular mode that was determined only after the time of filing to be the superior method of practicing the invention; he did disclose what he in good faith he considered to be the best mode.

MAY be corrected via reissue

4.  On January 4, 1988, Lestrade, a registered patent attorney, filed in the United States Patent Office a patent application on behalf of inventor Moriarity.  The application is directed towards an O-ring seal useful with various chemical processing techniques.  The patent ultimately issued on December 13, 1989.


On April 1, 1989, Moriarity begins selling O-rings that were fully disclosed in his application.  On September 4, 1990, Moriarity realized that his patent does not claim the precise elements that comprise the O-ring he is actually selling.  Moriarity tells Lestrade, “I would like to file a reissue application to seek broadened claims to cover the O-rings I have been selling.  However, I’m worried about an on-sale bar under section 102(b).  What is the last possible date on which I can file—or should have filed—a reissue application?”


What is the last possible date that a broadening reissue may be filed with respect to the Moriarity patent?

The question here is when is the last possible date that a broadening reissue may be filed – two years after the filing date or two years from the date of issue.  The answer is that no reissued patent shall be granted enlarging the scope of the claims of the original patent unless applied for within two years from the grant of the original patent.  So here, two years from the grant would be December 13, 1991.  Even though he began selling the O-ring more than two years, the statute does not prevent him from filing for a reissue as long as it is within two years of the original grant, which he is.

5.  A United States patent issued to Nimmer on September 1, 1987.  The Nimmer patent describes and claims a coffee grinding machine.  Nimmer’s chief competitor, Goldstein, wishes to file a third party request for reexamination.  He is aware of the following possibilities for filing the request:

(A)  Goldstein’s own patent application filed on August 12, 1985.  The application disclosed, but did not claim, the identical coffee grinding machine in Nimmer’s patent.  However, Goldstein ultimately abandoned the application on May 1, 1987, and no patent ever arose out of that application.

(B)  Evidence that Nimmer sold the claimed invention to the Brown & Denicola Company of Boston, Massachusetts, on January 5, 1986.

(C)  Evidence that a third party, the Litman Coffee Company, publicly used the same coffee grinder in Ann Arbor, Michigan, from May through June, 1986.

(D)  A British patent, issued to Dworkin, which describes and claims the invention.  The British patent issued on November 6, 1981, based upon an application filed in the United Kingdom on January 28, 1980.

May Goldstein file a request for reexamination with any chance of success?  On what ground, if any?

Reexamination requests are only granted when there is a substantial new question of patentability raised by the reexamination request.  A second examination on the identical grounds as the first is barred.  Is there any facts listed above that were not included in the original examination? His only argument would be C above. Is there any prior art that was not previously of record? No. The only way that Goldstein can file and be granted his request for reexamination is if there is some pertinent piece of evidence that, one, the PTO did not consider and should have in its original review of the patent and, two, that this piece of evidence was not made available to the PTO.  Goldstein’s only chance of success lies in proving that one of these facts meets both of these criteria.  Even then, the PTO must find a reason why the patent should not stay.

Chapter 14 - International Prosecution p. 813

A newly emerging global economy dictates that patent attorneys must address multiple substantive patent laws.  In addition, a coordinating attorney must consider  the implications and guard against the possibility that his actions will negatively impact the patnetability of an invention elsewhere.

§ 14.1 The Paris Convention p.813

Paris Convention for the Protection of Industrial Property  p. 813

The statutory language provisions of the Paris Convention are set forth at 813.

Notes p. 814

1. The Significance of the Paris Convention. The original treaty from 1883 has been revised several times and the most current is the 1967 Stockholm Revision.  The most fundamental practical right under the Treaty is that of offensive priority.  By filing in the US or any Union Country the priority date stands still for 1 yr. 

2.  Implementation of Article 4 of the Paris Convention in § 119(a).  Section 119 (a) corresponds to Article Four of the Paris Convention.

3.  Importance of the Filing Date.  Only the filing date is important under the Paris Convention.  Even if the patent is later rejected, the priority date remains the same abroad.

4.  Notice of Priority Filing.  When filing outside the home country, the priority date must be declared simultaneously with the filing in order to be effective.

5.  Patent Office Priority Practice.  Determination of priority is made on a claim-by-claim basis, and therefore some claims in a single patent may be entitled to different priority than other claims in the same application.  DESIGN PATENTS DO NOT GET A ONE YEAR GRACE PERIOD FOR FILING PRIORITY, ONLY SIX MONTHS.

6.  Resetting the Clock.  If an applicant states an intention to withdraw or abandon an application and then subsequently refiles, this resets the clock for priority date.

7. Provisional Applications.  Specifics of provisional applications under §111(b).

8.  Supremacy of Paris over other Treaties. The Patent Cooperation Treaty, The EPC etc, are sub-treaties, allowed by the Paris Convention, only to the degree that they do not contravene the Paris Convention.

9.  Alternatives to the Paris Convention.  Many countries accede to the requirements of the Paris Convention through the participation in the WTO or TRIPS, because these specifically require Paris Convention compliance.

10.  Disclosure Requirements.  The invention for which a priority date is claimed must be the one disclosed in the foreign filed application.

In Re Gosteli p. 817

Examiner’s rejection of Gosteli claims is affirmed by the USPTO Board of  Appeals and affirmed here by the Fed Cir.  The examiner rejected the claims as anticipated under §102(e) by the US patent of Menard.  Gosteli filed in Luxemburg.  Then Menard filed in US,   Then Gosteli filed in US.  But Gosteli’s Luxemburg application was not as detailed as the application filed in the US.  Therefore the US application claimed subject matter that was not disclosed in the Luxemburg application.  

There issues the court addresses:

1.  Are the claims entitled to the benefit of a foreign priority under §119?

2. Does Rule 131 allow Gosteli to swear behind Menard’s claims by establishing a constructive reduction to practice in the US based on the foreign priority dates?

3. Does Gosteli’s written description in the L application provide a written description sufficient to cover the subject matter claimed in the US application?

Generally, an applicant may antedate prior art by relying on the benefit of a previously filed foreign application to establish the an effective date earlier than that of the reference.  Invention in §119 means what is defined by the claims, not simply what is disclosed in the application.  .  In order to antedate under Rule 131, an applicant must submit an oath declaring  acts that amount to a reduction to practice in this country.  131 serves to remove prior art from consideration of claim validity, while §119 only operates as to priority date.  Because of the differences in the two application on what is disclosed, the rejection here is proper.

Notes p. 821

1.  The Impact of Gosteli.  Subsequent research often leads to circumstances like Gosteli, where the applicant tries to claim priority date in stuff that was not originally disclosed.  Gosteli suggest a strict stance to these types of situations.

2.  Responding to Gosteli.  The language should be claim identical between the two applications—the one filed abroad and in the home country.

3.  Impact of changes to § 104.  It is suggested that since Congress amended §104 to bring the US in compliance w/TRIPS that this would alter the Gosteli holding.  To see if it in fact does, review In re Stryker @ Chapter 8.

4.  Comparative Approaches.  See this note in detail for some rather disturbing results as to prior art findings.

5.  Further Reading.  

§ 14.2 The Defensive, Patent-Defeating Right p. 824

§ 14.2[a]  International Norms Consider the following filings.:

Inventor A . . .
Files……………………………
Files………………………..----(


Country X



Country Z



Jan 24, 1957



Jan 23, 1958

Inventor B. . . ……………………
Files………………………..
….
Files-----(





Country Y



Country Z






July 31, 1957



July 25, 1958

Patent office of Country Z will reject the application of inventor B b/c of A’s priority date of January 24, 1957 in Country X.  Switzerland continues to use the narrow approach of priority right in the claim.  That is the patenteee is given a patent defeating right retroactive to the priority date for what is claimed.  Most countries go a step beyond this and consider what is disclosed.  

§ 14.2[b] The Unites States Hilmer Rule p. 824

THE US DOES NOT FOLLOW THIS RULE!!!!

Editor’s Note:  I don’t want to mislead anyone here.  This is the first time since we started this little project that the material has confounded me.  I had a hard time with this 120pg section.  It was not until I read Deckler that I really understood what Himler I and II were all about.  There is a brief synopsis of each included in Deckler.  After re-reading Himler I and II following the reading of Deckler, they made a lot more sense.  I have essentially reproduced the entirety of the synopses of Himler I and II included in Deckler.  The basic facts are not too bad, because of the use of the example the casebook editors use.  Maybe it is because the holdings don’t seem to make sense.

In re Hilmer p. 825

Habicht . . .
Files……………………………
Files………………………..----(


Switzerland



US



Jan 24, 1957



Jan 23, 1958

Himler. . . ……………………
Files………………………..
….
Files-----(





Germany



US






July 31, 1957



July 25, 1958

Habicht was awarded priority over Himler in an interference action based on Habicht’s Swiss filing date.  The Board then upheld the examiner’s subsequent rejection of Himler’s remaining claims as obvious under 103. The Board relied primarily on the Habicht disclosures, which it held 119 made prior art b/c of Habicht’s earlier filing date.  CCPA reversed, noting that while the Board had concluded that “the foreign priority date of a US patent is its effective date as a reference,” the court concluded 119 does not modify the express language of  of 102(e) that a reference patent is effective as of the date the application for it was “filed in the United States.”  The court remanded the case to the Board to clarify its position on two other claims in the application, the validity of which the Board did not decide. Thus the priority date operates only as to priority date and NOT FOR ALL PURPOSES.  119 and 102(e) operate independently and are NOT TO BE READ TOGETHER. 

In re Hilmer (Hilmer II) p. 834

Here on remand the Board rejected Himler’s other two claims as obvious, on the ground that the subject matter of claim 1 of Habicht’s patent was prior art under 102(g), 119, and 104 as of Habicht’s foreign filing date.  The CCPA again rev’d.  The rejection was for obviousness, and therefore the subject matter of Habicht’s claim was prior art under 102(g) , if at all, as of Habicht’s US filing date, and could not be in fact prior art with respect to Himler because Himler’s US filing date preceded Habicht’s.    Rejection here was therefore improper.

Notes p. 837

1.  The Effect of Hilmer.  The result is MORE patents granted in the US, sometimes effectively duplicates.

2.  Criticizing Hilmer.  Himler seems to be in compliance with US law and in VIOLATION of the Paris Convention..

3.  Bypassing Hilmer.  One way to avoid the Himler holding is to not delay any US filing and file in the US immediately.

4.  Combinations with 102(g).  119 is not to be combined with any other provision as it is a defensive priority reserver and thus operates as to priority rights only.  Any efforts to read this provision in combination with any other reference are inappropriate.

5.  The Advisory commission Report.  Supports changing the Himler rule due to the increased # of patents granted.  Allowing foreign references to be included as prior art would broaden the scope of prior art references up to a year and thus necessarily knock out some US applications, thus easing the load.

6.  Further Reading.  

In re Deckler p. 839 

The Board decided that the losing party in an interference action was not entitled to a patent covering claims that the party admitted were patentably indistinguishable from the claim involved in the interference.  The Fed Cir affirms that decision here.  Deckler sought a patent for an improved seed planter.  The examiner apparently suggested a claim to Deckler, and he reduced it to practice but suppressed it until after the priority date obtained by Grataloup through his foreign filing.  Deckler is challenging the finding of the board that the inteerference judgment had a preclusive effect on his claims.  That is, rejection based on estoppel by judgment..  The court here notes that it is unlikely that it was Congress’ intent to have two patents issued to different parties for a single inventive concept.  The effect would otherwise be that a second interference action would be required to invalidate the claims.  Similar cases to the one at hand are rejected b/c 1.)  the grounds of the decision in those cases was different 2)  Those cases do not control.  3.)  Decline to extend their reasoning.  The court then reviews these three cases:  Himler, Himler II, and IN re McKellin.  Obviousness was the basis of the rejection in each of those cases.  Here there is no obviousness rejection, but rejection is based on res judicata or collateral estoppel.   Deckler was not entitled to claims that were p[atently indistinguishable from the claim on which he lost the interference.  THE INTERFERENCE IS NOT TREATED AS PRIOR ART., like in those cases, but claimant is still estopped following a losing effort in an interference.  

Notes p. 844

1.  The Rationale of Deckler.  All other basis for rejection seem to be statutory based, but not the Deckler decision.

2.  Deckler versus Hilmer.  Does Deckler overrule Himler or simply modify it?

3.  Two Related Statutes.  §120 = §119 in the domestic context.

§ 14.3 Complemenatary International Agreements p. 845

§ 14.3[a] The Patent Cooperation Treaty The Paris Convention sets a one-year deadline for foreign filing.  Within this one-year deadline, one may file a PCT application in his home country which designates the states for which protection is desired.  

§ 14.3[b] The European Patent Convention p 845

The EPC is the choice for most European countries.  At the 12th month Paris Convention deadline, the applicant files with a single office centrally located in Munich as oppossed to the many member states.

§ 14.4 Multinational Technology Protection Primer p. 846

At least 3 separate levels of patent filings should be contemplated:

1.  The priority application designed to obtain the earliest filing date.

2. The perfected application; and

3. Subsequent improvement applications.

§ 14.4[a] Early Filing for Worldwide Priority p. 846

From a practical perspective, file immediately in the US ,even if the application is not perfect, it can be corrected later.  Failure to file immediately may forfeit certain rights.  Worldwide rights between two simultaneous inventos goes to the winner of the race to the first patent office.  US applicants can treat a home filing as if it were a filing abroad during the 1st 12 months.  

§ 14.4[b] Worldwide Text at 12 Months p. 847

At the 12 month point the worldwide text is prepared for all foreign countries.  If there are subsequent claims that are closely related to the original filing then they may be combined with the first case for the purposes of the foreign filing..  

§ 14.4[c] Practical Use of the PCT p. 847

In the past, more than ten different substantive laws had to be dealt with.  Now, with the EPC and the PCT, all that is needed is the refiling of the US app. As a PCT app.  The PCT application must be searched.  This search can be done by the US PTO or in the European Office at the Hague.  The Hague should be chosen for us because it will entail a more extensive search, and will better complement the search already done at Crystal City to give a more complete picture of the state of the art.

§ 14.4[d] Declining Priorities and Deferring Deadlines p. 848

By waiving priority claims, one can postpone deadlines and thereby avoid or postpone substantial fees.

§ 14.4[e] Salvaging Foreign Rights with Lost Priorities p. 849

Failure to meet the 12 month Paris Convention for conversion to the PCT application will only be fatal if a third party has filed a patent application in the interval or if the invention has been published.  

§ 14.4[f] Country Selection for Foreign Patent Protection p. 850

Realistically you do not wait right up until the 12 month deadline, because at least 2 months should be allowed for preparation and filing of foreign patents.  Some people do file individual filings preferable to dealing with the EPC, primarily because of the high cost associated.  Therefore they forego the EPC and opt instead for  national filings in the five core technology markets of the EPC:  Germany, France, the UK, Italy, and the Netherlands.  The Netherlands is small, but the courts in that country have taken a leading role in determining patent rights.  
chapter 14

international priority exercises

1. Okimoto files a patent application at the Japanese Patent Office on March 12, 1995.  Its specification describes a toothbrush with bristles fabricated from a novel artificial fiber which supposedly is particularly effective at removing plaque.  The specification also describes a specially-shaped handle which is easy to grip.  The sole claim of the patent claims the artificial fiber for use as a toothbrush bristle material.


Is Okimoto able to obtain priority in the United States based upon the Japanese application in the following circumstances?  Unless otherwise noted, all subsequent applications are precise translations of the Japanese original.

a.  Okimoto files a United States application on March 12, 1996.

b.  Okimoto notifies the Japanese Patent Office that he will abandon his application on April 2, 1995.  He then files a United States application on January 25, 1996.

c.  Okimoto files a German application on September 1, 1995.  He then files a United States application on May 1, 1996.

d.  Okimoto files a United States application on December 1, 1995 with a single claim directed to a particular shape of a toothbrush handle.

a. Okimoto files a United States application on March 12, 1996.

This problem was difficult for me to figure out, because there seems to be conflicting information in the text.  Because we did not specifically cover this material, that makes me even more shaky.  But I do believe I have a sound answer to the question.  I believe the fact pattern in part (a) presents a rather unique case and a conundrum of law that the casebook editors refer to at Note 2 on page 815.  

At the very end of the note 2 the editors seem to suggest that there is a difference in §119 and the Paris Convention.  That is, at page 814, Article 4 , Section C of the Paris Convention (which regrettably I was unable to retrieve from WL) states:

(1) The periods of priority referred to above shall be twelve months for patents and utility models, and six months for industrial designs and trademarks.

(2) These periods shall start from the date of filing of the first application; the day of filing shall not be included in the period . . .   (emphasis added).

I tried WL to find out what was after the “. . . “ to no avail.  The language above would seem to imply that Okimoto is okay, and would be able to obtain priority in the United States based upon the Japanese application in the circumstances of (a). The two dates are March 12, 1995, and 1996.  His filing date was March 12, 1995.  

Presumably the expiration of twelve months would occur at the end of the day on March 11, 1996.  March 12, 1996 would start the new twelve month period.  However, because of the caveat in subsection (2) above, the effective result is that an extra day is added to the period.  This has the added convenience that it makes it a no-brainer.  As long as the US application is filed by the same date on the following year, he is okay , right?  Wrong!

As the casebook editors point out § 119 was intended to codify the above provisions of Article 4 of the Paris Convention.  However, when it was codified, it was enacted as:

(a) An application for patent for an invention filed in this country by any person who has, or whose legal representatives or assigns have, previously regularly filed an application for a patent for the same invention in a foreign country which affords similar privileges in the case of applications filed in the United States or to citizens of the United States, shall have the same effect as the same application would have if filed in this country on the date on which the application for patent for the same invention was first filed in such foreign country, if the application in this country is filed within twelve months from the earliest date on which such foreign application was filed; but no patent shall be granted on any application for patent for an invention which had been patented or described in a printed publication in any country more than one year before the date of the actual filing of the application in this country, or which had been in public use or on sale in this country more than one year prior to such filing. (emphasis added).

So, as the editors suggest, there is a seeming inconsistency between the Paris Convention and §119.  This is the fact pattern that the editors suggest exist where a patent is invalidated which was based on a Paris Convention filing.  Because the “new” twelve month period started on March 12, 1996, Okimoto would not be entitled to a US patent at all, much less one based on his Japanese priority date.  That is the end of it, right?  Not quite.  There is another little treat.

Notice §119(e)(3).  In part it depends on what type of foreign filing was made.  If it is a Paris Convention filing, then the analysis is complete.  However, if the filing is based on a provisional application abroad, then this section applies.  It states in relevant part:

(3) If the day that is 12 months after the filing date of a provisional application falls on a Saturday, Sunday, or Federal holiday within the District of Columbia, the period of pendency of the provisional application shall be extended to the next succeeding secular or business day.

In this instance we are given no information to indicate that the filing abroad was converted to a provisional application, however, the analysis would not be complete without at least stating that is the assumption.  I also do not know why the above rule only applies to provisional application.  It seems reasonable to apply this sort of a rule in all circumstances, but, provisional applications are the only ones specifically referenced.

For the record, I checked, and March 12, 1995 was a Sunday, but March 12, 1996 date was a Tuesday, so the rule would not come into play here either way.  It should be sufficient to note that the above rule might affect the outcome and adjustments must be made accordingly, because it would be impossible during an exam to look up or figure the dates much less the Federal Holiday issue.

Also note:  an underlying assumption of this analysis is that Japan is a member of the Paris Convention.

b.  Okimoto notifies the Japanese Patent Office that he will abandon his application on April 2, 1995.  He then files a United States application on January 25, 1996.

Okimoto is not able to obtain priority in the United States based upon the Japanese application in the circumstances as set forth in (b).  As mentioned in note 6 at p 816, Article 4(c)(4) of the Paris Convention allows an applicant to effectively “reset” the clock:

A subsequent application * * * in the same country * * * shall be considered as the first application [for the purposes of starting the priority year] if, at the time of filing the subsequent application, the said previous application has been withdrawn, abandoned or refused, without having been laid open to public inspection and without leaving any rights outstanding, and if it has not yet served as a basis for claiming a right of priority.  The previous application  may not thereafter serve as a basis for claiming a right of priority.  (emphasis added)


The “previous application” referred to above is a withdrawn, abandoned or refused application, which covers what we have here, an abandoned application.  Under the Paris Convention, thus a right of priority cannot be based on an abandoned application.  It is interesting to note that there was no subsequent Japanese filing after abandonment and before US filing, and therefore Okimoto is stuck with the US date.


Similarly, the analysis under §119 (which codified the above provisions into US law) yeilds the same result.  § 119 (c) states:

(c) In like manner and subject to the same conditions and requirements, the right provided in this section may be based upon a subsequent regularly filed application in the same foreign country instead of the first filed foreign application, provided that any foreign application filed prior to such subsequent application has been withdrawn, abandoned, or otherwise disposed of, without having been laid open to public inspection and without leaving any rights outstanding, and has not served, nor thereafter shall serve, as a basis for claiming a right of priority.


So, unlike the result in part (a), here we have a case where the Paris Convention was effectively codified in §119, and neither allow a right of priority to be based on an abandoned application.

c. Okimoto files a German application on September 1, 1995.  He then files a United States application on May 1, 1996.

This one seems to be the only one that is a real no-brainer.  The Paris Convention Article 4, Section B states:

Consequently, any subsequent filing in any of the other countries of the Union before the expiration of the periods referred to above shall not be invalidated by reason of any acts accomplished in the interval, in particular, another filing the publication or exploitation of the invention, the putting on sales of copies of the design, or the use of the mark, and such acts cannot give rise to any third-party right or any right of personal possession.  Rights acquired by third parties before the date of the first application that serves as the basis for the right of priority are reserved in accordance with the domestic legislation of each country of the Union.  


So it seems as if the problem presented here is does the intervening German application destroy Okimoto’s right to claim a priority date of his original Japanese filing, and the answer is no.  He still has the right to claim the original priority date, because any subsequent filing in any of the other countries of the Union shall not be invalidated by another filing.  However, notice the dates in this case.  The US filing happens more than 1 year after the Japanese filing.  The grace period is only one year, and therefore Okimoto will be able to rely on the Japanese filing for priority date in the German filing but not for the US filing.


This language was not expressly carried over to §119, however, it is not absolutely necessary to the analysis..

d. Okimoto files a United States application on December 1, 1995 with a single claim directed to a particular shape of a toothbrush handle.

The dates are okay in this instance, and the issue here is what is claimed between the two applications.  Article 4, Section H of the Paris Convention states:

Priority may not be refused on the ground that certain elements of the invention for which priority is claimed do not appear among the claims formulated in the application in the country of origin, provided that the application documents as a whole specifically disclose such elements.

That would seem to imply that Okimoto is okay in this case and will be able to obtain priority in the United States based upon the Japanese application in the circumstances of (d) if when the Japanese application when read as a whole specifically disclose the particular shape toothbrush handle.  

Some might argue a different result is necessary under 35 U.S.C. §112 and In re Gosteli, 872 F.2d 1008 (Fed Cir 1989).  An argument can be made here that “the same invention” is not described between the two applications under §112 and that accordingly, as under Gosteli, Okimoto should not be entitled to the benefit of a foreign filing priority date.  In that case, however, there were additional disputes about what qualified as prior art and what wasn’t prior art and the result of that dispute was outcome determinative.  An applicant “does not have to describe exactly the subject matter mater claimed, the description must clearly allow persons of ordinary skill in the art to recognize that [the applicant] invented what is claimed.”  Id.

This is reviewed on appeal under the clearly erroneous standard, so the trick is to get the board to agree with Okimoto the first time around that the description in the original application is sufficient.  Otherwise, as under In re Gosteli, it is possible that the board might find that the foreign application did not provide a sufficient written description of the entire subject matter of the US claims as required by the first paragraph of §112.

However, in the case at hand, it is likely that Okimoto will indeed be entitled to his Japanese filing date for priority in the US.

2. Although a very low number of actual patent application filings occur in most developing countries, statistics provided by the World Intellectual Property Organization (WIPO) show very high numbers of PCT designations for such nations.  Explain the discrepancy.  

The Paris Convention sets a one-year deadline for foreign filing.  Within this one-year deadline, one may file a PCT application in his home country which designates the states for which protection is desired.  This step serves as an alternative to filing in numerous offices, deferring the huge costs of foreign filings that often include expensive translations.  The PCT allows for an important time and cost shifting mechanism.  Global rights can be put on hold, at a moderate fee of several thousand dollars—putting off the several tens of thousands of dollars in fees that will be required thirty months from the priority date when the “national stage: is to be entered.  This gives an additional eight months ti raise the money, which might be accomplished through simply giving a right to negotiate or an option on foreign rights.  For these reasons, there is no reason NOT to designate developing countries, because the technology might be licensed in these locales, at the very least, it gives applicant time to evaluate and explore the options and then in good conscience abandon the application in that country if no takers come forward.

3. Ideally, the Acme Widget Company wants patent protection for its new and improved Widget “everywhere”—throughout Europe, Asia, Africa and the Americas.  Total sales percentages that are expected would be:  U.S.A. (50%); Canada (7%); Germany (12%); Italy (7%); Japan (2%); and U.K. (8%); with twenty-five other countries accounting for most of the remaining sales.  However, Acme provides budgetary limitations on foreign filing such that you must select only three countries beyond the United States for foreign filing.  Absent any further information and assuming, for purposes of this problem, a rough equality of government costs and effectiveness of the several patent systems, which countries do you select, and how do you explain your choice to Acme?

I would recommend to Acme that the three additional countries they choose be Canada, Germany and the U.K.  Several factors should be considered in country selection:

(1) Does the particular country include a market for that technology, even if there is no manufacturing in that country?

(2)  Does sufficient manufacturing capability exist to produce the particular product, perhaps only for export to third countries. 

(3) May a foreign patentee enter that particular country with meaningful rights, including exclusivity for the life of the patent and the freedom to expatriate profits?

Absent any further information and assuming, for purposes of this problem, a rough equality of government costs and effectiveness of the several patent systems, we need to look at the relative market bases and the costs associated with applying for protection in that country.  Germany has the highest foreign sales at 12%, and presumably a sufficient manufacturing base to support production so that country should be at the top of the list.  Likewise for the U.K. at 8%.  In addition, the costs associated with filing in the U.K will be less because of no translation costs.  This factor also breaks the tie between Canada and Italy for which to file.  Canada wins out on this factor.  Japan is pretty much negligible with respect to these other countries at only 2% sale and increased costs of filing due to foreign translation.  So there it is:  Germany, U.K., Canada.

4. Would your answer to Question 3 differ if it were assumed that third party competitors would have access to excellent manufacturing and marketing facilities in Japan but in no other foreign country, and any manufacturer would supply the Canadian market only from the United States?

Yes the answer would change.  Since any manufacturer would supply the Canadian market only from the United States, then filing the US filing should be sufficient to protect against any competitor in that market.  The 7% tie between Italy and Canada now goes to Italy, because the 7% Canadian sales can be protected and maintained without even filing there.  

Likewise, since third party competitors would have access to excellent manufacturing and marketing facilities in Japan but in no other foreign country, this increases the importance of actually filing in Japan in order to receive protection there and guard against competitors.  At the same time, it is less significant where we file elsewhere abroad, since third party competitors will not have access to manufacturing and marketing facilities.  Germany and Japan are the top choices, and actually instead of Italy, we should stick with the U.K due to its status as 8% of our market and the decreased filing costs because it is an English-language country.  So basically the only change from question 3 is we change Canada to Japan.

5. You are considering buying stock in a publicly traded corporation, Consolidated Technology Inc., and are reviewing company literature.  You note that a Consolidated prospectus indicates that it filed 1000 United States patent applications in 1994, and that it ultimately sought corresponding protection in Japan for the technologies disclosed in 400 of these applications.  However, your independent review of Japanese Patent Office published patent applications indicates that Consolidated only filed 250 applications in Japan based upon its 1994 United States filings.  How can you explain this discrepancy?

Gosh I am sort of at a loss on this one.  I might check with him and get back to you all with more information later.  The only thing I can think of is the possibility that as the casebook editors suggest, Japan has a much more aggressive patent system, and this might result in patents being issued to different parties when filing in Japan.  In other words, Japanese companies beat US companies to the punch, so, just because Consolidated applied for protection doesn’t mean they won the patent.  Alternatively, Consolidated might have delayed examination in Japan for up to four or more years after filing.  This delay avoids the accumulation of prosecution costs and permits later amendments that will reflect the applicant’s later stages of knowledge.  So this might explain the discrepancy between the number of patents claimed by consolidated that it sought protection for in Japan and what the Japanese Patent Office actually reported.

Chapter 15 - Infringement p. 855

Section 271(a)  defines infringement.  The act provides a list of infringing acts, but does not say how to make a determination that infringement has occurred.  Therefore it has been up to the judiciary.

Autogiro Co. of America v. United States p. 855

The Patent Act of 1952 was intended only to codify the previous judicially created laws on infringement.  Courts are not free to narrow or broaden claims, they are confined to the language of the claims.  However, that does not mean that they are confined to the language as to interpretation of the claim.  This court says that claims cannot be clear and unambiguous on their face, because a comparison is necessarily needed to interpret claims.  Words are by their nature ambiguous.  This is exacerbated by the “freedom to become lexicographer” allowed to inventors.  Courts will use all useful documents to interpret a claim:  Specification, drawings, and file wrapper.  File wrapper refers to the wrapping put around a patent file that contains all relevant claims and documents and the history of the prosecution.  Determination of infringement is a two-step process:

1. The meaning of the claims in issue must be determined by a study of all relevant patent documents.

2. The claims must be read on the accused structures.  

What is crucial is that there not necessarily be identity, but only that the structures do the same work, in substantially the same way, and accomplish substantially the same result.  That is all that is needed for infringement.

Make sure that your claims and specifications, and drawings accomplish what you want to accomplish that also minimizes the judges ability to say it is “unclear.”

Notes p. 859

1.  The Hermeneutics of Autogiro.  “Wandering dicta” is leading attempt to set forth norms and standards for infringement.  

2.  Interpretation vs. Construction.  These two terms are used interchangeably now, but historically “construed” was used to describe what courts do while “interpret” was what USPTO did.  Claims are interpreted differently between prosecution and interference actions.  IN EXAMINATION the claims are given their broadest language.  IN LITIGATION, there is more of a search for the drafters “intent.”
3.  Copyright Contrast.  A copier who independently creates still infringes.

4.  Trademark Contrast.  TM primarily geared toward the “prevention of consumer confusion.”  This is not the case at all for patents.

5.  Patent Infringement and Intent.  Intent IRRELEVANT to infringement inquiry.  Might, however, be relevant to indirect infringement inquiry.

6.  Infringing Acts.  271(a) was amended in 1996 to bring us in line w/ TRIPS.  The result is that  “offers to sell” and “importing” are now infringing acts, but were not prior to ’96.

7.  Exhaustion.  After first sale, patent owner’s rights are exhausted and the purchaser can resell at will.  Once inventor makes first sale or first use of the invention, I have exhausted my rights.  I sell to you and you sell to X.  I cannot force X to pay a royalty.  But, w/r to Mechanical Devices, the purchaser can repair the machine, but if the repair it to such an extent, the court might find it is a new machine and this is infringement.  (new engine and 90% of the parts bought and built).

§ 15.1 Literal Infringement p. 862

Markman v. Westview Instruments, Inc.  P. 862

The Dist. Ct. said there was no infringement, and the Fed. Cir. Affirms here.  Markman had a patented claim. The claim was for a particular type of inventory system in the dry cleaning industry, and had the added benefit that it reduced loss because it could track articles of clothing through the various stages of the cleaning processes, so at any given time inventory could be pinpointed.  It also reduced or eliminated employee theft or pilfering.  Markman sued Althon and Westview for infringement.  Each had similar devices, and Althon actually used the devices in two dry cleaning sites.  The allegedly infringing devices had broader applications, though or narrower depending on the point of view.  They merely tracked “inventory” such as invoices or money where the Markman device applied and claimed with specificity to clothing.  This is what the court found engaging in the two step analysis above (1.  Determining the meaning and the scope of the claim.  2.  Comparison of properly construed claim to allegedly infringing device.)

Claim construction is a matter of law.    Markman’s argument that the court erred in taking this matter away from the jury is overruled.  Markman next argues that the court’s construction of the claim is erroneous.  Since claim construction is a matter of law, the appropriate review on appeal is de novo.  This court finds that “inventory” as used by Markman applied only to clothing and the trial courts interpretation was correct.  No infringement.  CLAIM INTERPRETATION IS A QUESTION OF LAW.  JURY’S OPINION IS ONLY ADVISORY AND CARRIES NO WEIGHT BEYOND WHAT THE JUDGE WANT’S TO GIVE IT.

MAYER:  concurs, but believes infringement is a factual determination.

THIS CREATED THE “MARKMAN” HEARINGS.  Some courts now hold a preliminary hearings on the single issue of “claim interpretation.”  Hoping that the claim can be defined and the trial is not needed.

Notes p. 876

1.  Subsequent History.  Markman was affirmed at the Supreme Court.

2.  Practical Implications.  Editors claim that Fed. Cir. Set out to eliminate uncertain results from infringement actions and that they deliberately eliminated juries from the equation to accomplish this.   (Heresy perhaps.)  While I do not agree personally, this does seem to be the practical effect.  In addition, more cases will get to the Fed. Cir. Because of the de novo review, and this could have the impact of less deference being given to a Trial court’s decision.  

3.  Important Footnote in Markman: Court declined to say whether a doctrine of equivalents was a fact or law issue.

4.  Terminology.  Although we say “patent infringement” infringement actions are based upon claims within a patent.  Therefore “claim infringement” would be more accurate.  This seems self-evident, after all we are capable of higher reasoning, but it is comforting to realize the editors are not taking anything for granted in our level of intelligence.

5.  Additions & Omissions.  Not allowed.  Additions may be allowed, depending upon the transition phrase used.

6.  The Patentee’s Commercial Embodiment.  Commercial embodiment doesn’t matter, only the actual claim.

7.  More on Extrinsic Evidence and Claim Interpretation.  May be admitted to assist court in claim interpretation.

8.  The Role of the Specification in Claim Interpretation.  Specs do not delimit claim.  Limitations included only in the specs are NOT part of the claim.  The claim is to be read in light of the specs, not the other way around.

Unique Concepts, Inc. v. Brown p. 880  

Unique owns the patent as licensee in this case.  The claim involves some sort of wall covering, although the court maintains that they are not actually wall coverings but the device used to attach a fabric wall covering to a wall.  This is about as important distinction as the distinction made between the two devices in this case to support a finding of non-infringement.  Unique sued Brown.  Brown claimed his device does not infringe because the  distinguishing characteristic is that his parts are mitered at 45 degree angles and fitted together to form a right angle whereas the Unique device uses material at a preformed right angle. Court says that Unique did not claim mitered corner pieces and therefore no infringement here.  

MAYER:  Dissenting again, he would hold infringement here.


Example where the attorney defined what the right angle corner piece.  He also talked about the mitered corner pieces (he recognized another way to do it) but he did not include this in his definition.  He is allowed to be his own lexicographer.  He should’ve written the specification to include all methods of having right angles.

Notes p. 885

1.  A Unique Perspective.  Knowing what you know now, how would you draft the claim?  The claim should be redrafted to include other embodiments.

2.  A Trend?  If the trend is to aggrandize the role of the spec., what impact will Markman have on that?

3.  The high-water mark of the trend?  Heavy reliance on spec. in note case here may be the high-water point for spec. in claim drafting.

4.  Another claim interpretation rule (perhaps not a tool).  “Claim differentiation” is a way to assist in the interpretation of claims, and is used where different language between claims is used there is a presumption of differentiation of invention.  This can therefore be thrown in(even if only as a red herring) for the defense in an infringement action.

5.  Prosecution history: Also the source of limitations?  Drafters and potential infringers should be allowed to rely on the file wrapper.  Should the court find the scope of the claim, or pick only one of the two positions offered in the case.

§ 15.2 The Doctrine of Equivalents p. 890

Copying an invention by taking the “pith and marrow” without identity is still an infringement.

Graver Tank v. Linde Air Products Co.  p. 890

Linde owned the patent for an electric welding process and for fluxes to be used with them.  Linde sued Graver for infringement.  Trial court held 4 flux claims valid and infringed, while invalidating the rest of the flux claims an all process claims.  Appeals court affirmed the finding as to the claims that were held valid, but rev’d as to the claims the trial court had invalidated.  The only issue before the Supreme Court here:  Was the trial court’s holding of validity and infringement of the 4 flux claims correct?  Under the doctrine of equivalents, just because a device doesn’t infringe every single detail does not mean that it doesn’t nevertheless infringe.  “If two devices do substantially the same work in substantially the same way and accomplish substantially the same result they are the same even though they differ in name, form or shape.”  Complete identity is not required.  A finding of equivalence is a determination of fact.  The court then rather summarily reviews the differences between the two inventions:  namely that one uses manganese while the other uses magnesium.  Despite the drastic differences between these two elements, the court upholds the trial court’s finding of identity under the doctrine of equivalents. 

BLACK:  (Persuasively) Dissents saying there is no literal infringement here, and the patentee had the option to have the patent reissue and chose not to.  The failure to include manganese was NOT unintentional given the extensive experiments done by patentee using it.  The result here is that a manufacturer can no longer rely on the plain language of a claim, but must forecast how far a court will expand a claim’s language.  Also, here there is no reconciliation of the fact that manganese was disclosed in the application but not claimed.  

Notes p. 897

1.  Criticizing Graver Tank.  Notes the significant differences b/w the two elements in Graver and questions the result.

2.  Graver Tank as an Enablement Case.  Def. avoided literal infringement through the technical defense of enablement.

3.  Further Reading.
4.  Should the doctrine of equivalents be available as a vehicle for correcting applicant errors?  Questions the prudence of allowing claimants to “correct” claims through this doctrine, since there are other more appropriate ways to do it.

5.  The Economics of the Doctrine of Equivalents.  Only where the DOE is used to broaden a claim to include what originally was not under enablement does the economics of improvement patents come into play.

6.  The Function/Way/Result Test.  The test/way/result continued to be the standard for half a century, but it was still vague and inconsistently applied.  Then came Hilton Davis.

Hilton Davis Chemical Co. v. Warner-Jenkinson p. 900
HD sued WJ for infringement.  Jury found patent valid and infringed under DOE.  The holding is affirmed here by the Fed. Cir.  The two companies involved manufacture dyes.  In the manufacture process, impurities in the dyes must be removed, and historically this was accomplished through a process called “salting out.”  This was expensive, so HD developed and patented a new process call “ultrafiltration.”  HD started research on alternatives in 1982.  HD tested w/ Osmonics in Aug 1982, but did not succeed.  A second test in Oct 1982 did in fact succeed, and they were able to produce a purified dye in Jan 1983.  WJ developed a similar process in 1986.  WJ had done tests @ Osmonics 1 week prior to the Aug 1982 tests of HD.  Like HD, WJ’s tests failed, and the ceased working on the process till 1986, after the HD patent had issued.  Three issues are addressed here:

1. Does a finding of infringement under the DOE require anything in addition to proof that there are the same or substantially the same (a) function (b) way, and (c) result?

2. Is the issue of infringement under the DOE an equitable remedy to be decided by the court, or is it like literal infringement, an issue of fact to be submitted to the jury in a jury case?

3. Is an application of the DOE by the trial court discretionary in accordance with the circumstances of the case?

The DOE applies only if the differences b/w the two products is insubstantial.  Sometime the tri-part test is enough.  To say that this is “the” test goes to far since it was developed in an era of relatively simple technology.  There are several other factors that are important to bear in mind in DOE analysis:  Evidence of copying is relevant to infringement under DOE, however, it is not a prerequisite nor necessary for application of DOE.  Evidence of “designing around” is likewise relevant and weighs AGAINST infringement in application of DOE.  Evidence of independent creation is not DIRECTLY relevant to the DOE inquiry, but it is highly relevant to refute an allegation of direct copying.  Infringement, whether literal or under DOE is a question of fact.  

Answers to above questions:

1. A finding of infringement under the DOE requires proof of insubstantial differences.

2. It is an issue of FACT for the jury; and therefore

3. The trial judge has no discretion to choose whether or not to apply DOE.

NEWMAN:  Concurs, but says Congress should give us further guidance.

PLAGER:  Dissents, saying he disagrees with only the “substantiality” issue, that it should only be one of the factors under DOE analysis, not taking on such a primary role.

Notes p. 916

1.  Judge Plager’s Dissent.  A hypothetical under Plager’s test.

2.  A notable deletion: Pioneering status.  In the past, pioneering inventions seemed to get a broader range of equivalents, but with the Hilton Davis decision this no longer appears to be the case.

3.  Nonobviousness.  What about the nonobviousness of the accused device in light of the patented device as an index of an insubstantial difference between the two?

Warner-Jenkinson Company v. Hilton Davis Chemical Co.  P. 918

Here, the Supreme Court, with Thomas writing for the court, rev’d and remanded the Fed Cir Holding above.  They say that Graver Tank is still the rule.  With the inquiries relevant to a DOE analysis set forth at the bottom of pg. 920.  The court focuses on differences in ph levels between the two claims that the Fed. Cir. Had decided were insubstantial.  They say that other considerations need to be taken into account, like the file wrapper estoppel, and if an amendment to the claim had to be made, what the reason was for.  They seem particularly impressed with the differences in ph level.  pH, although was outside the literal range of the patent, the test is: Does the accused product or process contain elements identical or equivalent to each claimed element of the patented invention?  Question of fact or law?  Fed Cir:  jury decides (fact-intensive) and that is clearly allowed given earlier opinions.  But they declined to make the decision anyway.

Notes p. 930

1.  Return to the Federal Circuit.  The court came up with exactly the same result and basically told the Supremes that they were idiots of chemistry, because although a difference of  1 ph represents an order of magnitude difference, in terms of ph this is small.

2.  The Dolly Doctrine and Tension in Application of Equivalents.  

3.  Elemental Equivalents.  Should this have been a case of the ALL ELEMENTS RULE9discussed in the next section)?

4.  Federal Circuit Supervisory Authority.  

5.  Patentee Reaction to Warner-Jenkinson.  Resissue should be done by applicant, and should also make amendments with respect to prior art findings, but note somewhere in the application that the amendment is only being done to comply with USPTO requirements.

6.  PTO Reaction to Warner-Jenkinson.  Has some tremendous implications with respect to what gets into the record of a patent prosecution.

7.  Measuring Equivalents at the Time of Infringement.  No reasoning was supplied by the Supreme Court, but equivalency should nevertheless be measured at the time of infringement.

§15.3 Limitations on the Doctrine of Equivalents up to Chapter 16.

§15.3 Limitations on Equivalents

Three tenets:

1. All Elements Rule—requires that each limitation of a claim must be expressed in the accused infringement, either literally or equivalently, for the Doctrine of Equivalents to apply.  It does not matter about the patent claim as a whole, but rather each element of the patent claim.

2. Prosecution History Estoppel—precludes a patentee from obtaining a claim construction b/f a court that would include subject matter surrendered at the PTO during prosecution.  This principal allows competitors to reply upon the patentee’s limiting statements made before the examiner by binding the patentee to his claims.

3. Prior Art—Those who practice a technology know to the prior art,or it obvious variant, thus obtain immunity from a finding of infringement under the Doctrine of Equivalents.

The “All Elements Rule”

Pennwalt Corp v. Durand-Wayland Corp

Pennwalt brought the action against Durand claiming Durand infringed its patent.  The District court found that there was NO INFRINGEMENT either literally or under the Doctrine of Equivalents.  AFFIRMED by the Appeals Court.

INVENTION:  Fruit sorters.  The long conveyor assemblies that fruit is dumped on is then sorted by the machine into special places to fall through the holes into the appropriate containers.

Penwalt’s Invention (claimed invention) used a hard-wired circuitry to find out the (1) weight of the fruit (2) the color of the fruit (3) the position of the fruit at all times.

Durand’s Invention (accused invention) used a computer or microprocessor to perform essentially the same function although it does not identify the POSITION of the fruit along its route.

RULE: (with respect to the “all elements rule”) If an accused device performs substantially the same overall function or work, in substantially the same way, to obtain substantially the same overall result as the claimed invention, under the Doctrine of Equivalents, it infringes the prior patent.  In order to show infringement, the plaintiff must show the presence of EVERY ELEMENT of its substantial equivalent in the accused device.  To be a SUBSTANTIAL EQUIVALENT the element substituted must not be such as would substantially change the way in which the function of the claimed invention is performed.

HELD:  b/c the accused invention does not determine the POSTITIONS of the items to be sorted by any “indicating means” it did not perform substantially the same function as the claimed invention.  (Not substantially equivalent under the Doctrine).

HELD: (with respect to the “prosecution history”)  b/c the claimed invention limited itself by the language used in the claims (purposely narrowed its claim so that it would not infringe prior art) these limitations must also be in the accused invention to prove infringement.  These limitations are not present, i.e. the claimed invention continuously monitors the location of the items, and the accused invention only has memory of where those items are located, the limitations are not the same and thus no infringement.  Just b/c the accused invention “could” do what the claimed invention does, does not mean that it was designed to do the same thing.

DISSENT:  argues that the majority (sitting en banc) have overruled many previous cases.  While this is allowed while sitting en banc the majority should expressly recognized that they are doing it.  Dissent argues that the majority is requires that an “exact equivalent for each element of the claimed invention” be found b/f it will be said to infringe.  They argue that is was never required before.

Judge Nies’ additional views—An infringement analysis required that the courts look at each element of the claim, i.e. proceed through the claim element-by-element and look for correspondence in the allegedly infringing device.  If the accused device does not contain at least an equivalent for each limitation of the claim, there is no infringement.

Corning Glass Works v. Sumitomo Elec.


INVENTION:  fiber optic cables


ISSUE:  “there is no dispute that the accused invention performs substantially the same overall function to obtain the same overall results as the claimed invention.  The question is whether it does so in “substantially the same way.”


RULE:  A claimed invention and an accused invention may perform substantially the same function and may achieve the same results and will not make the latter an infringement under the Doctrine of Equivalents where it performs the function and achieves the results in a substantially different way.  The accused invention infringes if an equivalent of a recited limitation has been substituted in the accused device.


By comparison: if a claim limitation or its substantial equivalent is not present, there can be no infringement.  BUT, infringement is not avoided by substituting for an element in a claimed device another element which is its full equivalent, i.e., does substantially the same thing in substantially the same way to get to substantially the same result.  Equivalency is a question of fact and must be resolved in each instance by analyzing the function of the elements or parts concerned.


HELD:  The substitution of an ingredient known to be an equivalent to that required by the claim presents a classic example for finding of infringement under the doctrine of equivalents.  The question is whether persons reasonably skilled in the art would have known of the interchangeability.

§15.3(b) Prosecution History Estoppel (File Wrapper Estoppel)

Southwall Tech v. Cardinal

Southwall sued Cardinal claiming that their process infringed Southwall’s patented process.  HELD:  it does NOT infringe the patent.


Southwall’s invention:  a special process or method of making glass that reflects infrared light but not visible light (so light gets in but it is not supposed to get hot).


ISSUE:  Southwall’s invention involved a ONE-STEP process for making the different layers of metal and glass necessary to achieve the results.  Also, there is no barrier b/w two specific layers. (No additional layers).

(1) b/c the Cardinal invention has a “sacrificial layer” b/w to other layers it CANNOT LITERALLY INFRINGE the prior patent.

(2) B/c Southwall had to limit or restrict its patent so as not to infringe prior art, the limiting language cannot now be ignored to say that the Cardinal invention infringes.  The limiting language specifically surrendered all TWO-STEP processes for forming the metal oxide layers.  Since Cardinal’s invention involves a TWO-STEP process, Cardinal’s CANNOT infringe.

(3) “Competitors must be able to rely on the definition of a claim term given in the prosecution history, even when the term is later incorporated into different claims, in order to understand what constitutes infringement.”  Cardinal’s device lacks the claim limitation requiring that it be done in a ONE-STEP process and not having an extra layer, thus it cannot infringe.

Have you said too much?  Was everything you said necessary?  If not, it might be used against you in litigation to limit your patent and allow someone to patent over you.

§15.3(c) Prior Art Limitations

Wilson v. DGA

Wilson obtained a patent on a special designed golf ball.  They sued Maxifli and DGA who is the sole distributor of Slazenger balls.


Wilson Balls:  they divided the golf ball into triangles and then insert the dimples into those triangles.  There ball differed from all other balls in that imaginary circles formed by the triangles do no intersect the dimples nor do the dimples intersect these “great circles.”


DGA’s Balls:  a small percentage of their dimples do intersect the great circles.


TRIAL COURT:  DGA’s balls DO infringe.


RULE: (this paragraph is quoted b/c it is very good)

A patentee should not be able to obtain, under the doctrine of equivalents, coverage which he could not lawfully have obtained form the PTO by literal claims.  The doctrine of equivalents exists to prevent a fraud on the patent, not to give the patentee something which he could not lawfully have obtained from the PTO had he tried.  Thus, since prior art always limits what an inventor could have claimed, it limits the range of permissible equivalents of a claim.

If the accused patent would not be granted b/c it would infringe prior art, then the claimed patent cannot claim infringement b/c this would be extending the claimed patent beyond what would have been granted by the PTO.


HELD:  since the DGA balls would have not issued to do prior art, Wilson cannot bring an infringement action; Wilson cannot extend its patent beyond what was allowed.  Here, the DGA balls intersect the great circles (prior art does too) and Wilson’s balls do not intersect these great circles.  Thus, NO INFRINGEMENT.

If there 20 people infringing your patent, you have to sue each one individually.  Nothing in prior trials is usable in subsequent trials.  If you EVER LOSE ONCE, YOU ARE DEAD AND YOUR PATENT IS INVALID.  

But, the SOL runs after 5 years after patent expires.  BUT LATCHES.  If you are aware of the infringement by another, and you do not do anything about it, you may not be able to sue.

What venue or jurisdiction?  What judge will hear the case?  These questions bears on the issue of whether to sue the “big boys” when several are infringing or to “cherry pick” the small ones hoping that the “big boy” will roll over.

§15.4 Reverse Doctrine of Equivalents

SRI Int’l v. Matsushita Elec.

Infringement is defined in 35 USC §271(a) as the unlicensed making, using, or selling of a patentee’s claimed invention.  One may appropriate another’s patented contribution not only with a product precisely described in a patent claim (literal infringement) but also with a product that is not quite so described but is in fact substantially the same thing, used in substantially the same way, to achieve substantially the same result” (doctrine of equivalents).


The patentee bears the burden of proving infringement by a preponderance of the evidence.  Initially that burden is carried when literal infringement has been proved.  When a patentee establishes literal infringement, the accused infringer may undertake the burden of going forward to establish the fact of non-infringement under the reverse doctrine of equivalents.  If the accused infringer makes a prima facie case, the patentee, who retains the burden of persuasion on infringement, must rebut that prima facie case.


The reverse doctrine of equivalents serves as a defense to literal infringement.  It is an equitable doctrine invoked in applying properly construed claims to an accused device.  The purpose of reverse doctrine of equivalents is to prevent unwarranted extension of the claims beyond a fair scope of the patentee’s invention.


REVERSE DOCTRINE OF EQUIVALENTS:  when a product precisely described in a patent claim is in fact “so far changed in principle” that it performs in a substantially different way and is not appropriation.

§15.5 Experimental Use

Long ago the law was “well-settled that an experiment w/ a patented article for the sole purpose of gratifying a philosophical taste or curiosity, or for mere amusement is not an infringement of the rights of the patentee.”

However, w/ the advent of the FDA and other Agencies that regulate the things that they do, this Experimental Use exception was expanded by those trying to enter the market ASAP.

Intermedics Inc. v. Ventritex Inc.

Invention:  defibrillator for heart

Plaintiff claims that the activities of the Defendant infringe its patent.

ISSUE:  this is the case where the generic drug companies (and similarly situated medical manufactures) can start making a patented product in order to get their product before the FDA so that when it is finally approved, the patent will expire on the first invention, and the generic company can enter the market.  Court HELD that congress had to make a decision: (1) protect the patent and have higher medical costs or (2) let generics infringe and have lower costs.  Congress must have intended #2.

RULE:  §271(e)(1) is an exception to the rule.  This activity would otherwise be an infringement of the patent except for this rule.  Infringing activity that is SOLELY FOR USES REASONALBY RELATED TO OBTAINING FDA APPROVAL is exempt from infringing the patented invention.


The only kinds of acts to which this legislation applies are acts WHICH WOULD CONSITUTE ACTS OF INFRINGEMENT.  But just b/c the acts of the generic are not completely w/in the statute does not mean that it is an infringement.  Many acts are calculated to earn FDA approval but are not DIRECTLY used by the FDA.  Congress must have intended to cover these acts too.


INDEPENDENT commercial activity, not designed for FDA approval (i.e. selling the product to retailers or hospitals and not being used for FDA clinical trials) is infringement and is NOT protected.

THE TEST:  is objective (not subjective) (it focuses on the conduct rather than motive or ultimate aim)  and it focuses on uses that actually occurred not on what might be done in the future.

At the end of the opinion, there are 4 examples the Plaintiff cited that should constitute infringement.  The court HELD that none of them were infringement due to the exemption in the statute.  Court held that all four examples fit w/in the exemption (designed for FDA approval).

1. Manufacture several hundred Cadences

2. Sales of the Cadence to hospitals in the US

3. Sales of the Cadence to international distributors

4. Testing of the Cadence in Germany.

Since all fit w/ in the exemption, there is no issue of genuine dispute and Defendant is entitled to Summary Judgment.

§15.6  Indirect Infringement (Contributory Infringement)

(1) Inducement—whoever actively induces infringement of a patent shall be liable as an infringer.

(2) Contributory infringement—whoever offers to sell or sells . . . in the US or imports . . . knowing same to be especially made or adapted for use in an infringement of said patent . . shall be liable as a contributory infringer.

HP v. Bausch & Lomb

FACTS:  HP sued B&L for allegedly infringing a patent HP had for an architecture/engineering plotter.  B&L admitted that it infringed the patent while it owned the device that infringed.  However, B&L sold a division to Ametek which included this design and plotter.  HP claimed that after the sale B&L was liable for actively inducing infringement.  They based this on an agreement “WITH REPECT TO PATENTS” where B&L agreed to indemnify Ametek should they get sued by HP.  HP claims that B&L was inducing Ametek to infringe the patent.  Court held it did NOT induce infringement.

RULE:  To prove active inducement, the Plaintiff must prove “actual intent to cause the acts which constitute the infringement”.  

HELD:  B&L did not have “actual intent” b/c B&L did not care what the hell Ametek did with the separate division sold nor the patents nor the information provided.


Indemnification clauses will not generally establish an intent to induce infringement.  But an intent to induce infringement may be inferred if the primary purpose of the clause is to overcome the deterrent effect that patent law has on would-be infringers.
HYPO:  you get an order to make an electronic “black box” and you know that all these other boxes use an IBM chip.  You get an order from Microsoft and have no idea that this black box has any other purpose.  So you make them and sell them to MS.  You knew that they had an infringing use (no non-infringing use) you are guilt of contributory infringement.  

NOTES

#1.  Distinguishing §271(b) and (c).  (B) is drawn towards situations where the technology has multiple uses, only one of which infringes.  (c) is where only a single substantial infringing use exists.

#4. Personal Liability of Officers and Directors (Contributory Infringement) under the “piercing the corporate veil” theory.  It is premised on a concept of tortfeasance whereby persons in authority and control may in appropriate circumstances be deemed liable for wrongdoing, when inducing direct infringement by another.

#5.  The Aro Decision and the Implied Right to Repair.  Manufacture of replacement parts . . .  Selling replacement parts is not contributory infringement.  

Sage Prod v. Devon Indus.

INVENTION:  Sage made a device used to store medical waste.  It consisted to two parts.  The outside holder would be mounted on the wall.  The inside container would hold the medical waste and would fit neatly inside of the outer holder.  When the inner container was full, it would be disposed of and a new one was replaced.

Devon had a similar device.  But, the issue here was Devon’s manufacturing of the INNER device that would fit in Sage’s outer device.  (basically a replacement part).

Sage claimed that this activity was causing the hospitals to infringe and thus Devon was CONTRIBUTORILY INFRINGING OR INDUCING INFRINGEMENT.  

HELD:  This is not contributorily infringement or inducing infringement.  

RULE:  to prove, Sage must prove that the users of Devon’s replacement part directly infringe Sage’s patent.  The ARO rule:  mere replacement of individual unpatented parts, one at a time, whether of the same part repeatedly or different parts successively, is no more than the lawful right of the owner to repair his property.  This doctrine is not limited to temporary or minor repairs.

How to avoid this problem:  patent the outer container that has special design and then patent the special design on the replaceable part so that only your replacement part is useable b/c the only one that works is patented.

§15.7 PROCESS PATENTS

Old law:  a patent claim addressed towards a process could not be infringed by activities involving a product made by that or another process.  Congress changed the law in 1988. The change allowed patent owners the right to exclude others from using or selling in the US or importing products made by a claimed process.  35 USC §271(g).

Eli Lilly v. American Cyanamid

Lilly bought the patent for making Cefaclor, an antibody.  The process claim is at issue here.  The PROCESS is using a “compound—6” and 4 steps (processes) to make Cefaclor.  Cyanamid obtained permission from the FDA to distribute cefaclor in the US and has obtained a large quantity of the antibody from a distributor in Italy.

RULE:  (OLD LAW) holder of a process patent could sue for infringement if others used the process in this country, but had no cause of action if such persons used the patented process abroad to manufacture products, and then imported, used, or sold the products in this country.  (NEW LAW) it is an act of infringement to IMPORT into the US or to use sell or use w/in the US….  A product that is “made by” a patented process w/in the meaning of the statute “will . . . not be considered to be so made after (1) it is MATERIALLY CHANGED BY SUBSEQUENT PROCESS or (2) it becomes TRIVIAL and NONESSENTIAL component of another product.

HELD:  the rule is not an economic-based rule (where the court would look to the purpose of the statute which was to grant an economic monopoly to the patentee).  Instead the court looks to the substantiality of the change b/w the product of the patented process and the product that is being imported.  Since the product imported is COMPOUND –6 and not the cefaclor, it is substantially changed and is not infringement.

§15.8 Infringement Overseas

NOTE:  Prof. H said that we would give little attention to this area.  To that extent, I will cover only the basics of this section and the cases therein.  Here is what I think is most important:  

1. the level of protection afforded to patent holders varies widely between the various countries.  The EPC tries to make it more uniform but the ultimate decision is still up to the National Law of the country where it is patented.


(i) Germany grants very broad protection—the protection includes just about anything that is reasonably foreseeable from the patent language.

UK is more narrow than Germany

Japan is the most narrow of them all—the EDS suggest that there is virtually not “doctrine of equivalents” in Japan and that you can only infringe in Japan if you do EXACTLY what is claimed in the patent.  Any variation will likely not be an infringement.

GERMANY

Formstein

The INVENTION:  relates to molded street curbs.  One is just like what we would expect to see and the other has a mechanism of allowing water to pass through a channel in the curb into a drainage system or the earth near the curb (as opposed to running all the way down the street to a storm water draining system).  There was also a variation in the materials used to make the curb:  molded stone vs. conventional stones (cubes or bricks).

RULE:  the extent of protection afforded by a patent does not merely include what follows from the precise wording of the claims.  The extent of protection goes beyond the wording of the claims so as to include modifications of the invention described in the claims.  It must be determined in terms of the USE of the invention by equivalents according to the meaning of the claims—the scope of the invention is recognized by a person skilled in the art.  Solutions which a person of normal skill in the art, on the basis of the invention described in the claims, and w/ the aid of his specialist knowledge, can discover to have the same effect will ordinarily be w/in the protection of the patent (i.e. if a normal person could have modified the invention and make it work, it is probably infringement.).  BROAD protections.  Infringer has the burden to prove that there was no infringement or that the Doctrine of Equivalents does not apply.

UK

Catnic Components v. Hill & Smith

INVENTION:  a lintel; a steel device that is laid over the opening in brick to span the cavity where a window is to be placed.  It takes the load from the structure above the window and transfers it to the brick next to the window (so the window does not bear the load).  Look at the pictures on page 1033.  The PATENTED lintel described the right-hand portion as “extending vertically.”  Some company (Hill & Smith) came along and thought this was a great idea but changed it somewhat; instead of being exactly vertical, they made the right-hand side less than vertical (84º).

RULE:  A patent specification should be given a “purposive” construction rather than a purely literal one.  TEST: whether a person w/ practical knowledge and experience of the kind of work in which the invention was intended to be used, would understand that strict compliance w/ a particular descriptive word or phrase in the claim was intended to be an essential requirement of the invention.

HELD:  this was a very simple change to a patent (that anyone w/ modest education would understand).  The patentee did not intend to limit himself to only right angles but instead meant anything that “extended vertically”.  Thus, Hill infringed the patent.

JAPAN

Genetech v. Sumitomo

INVENTION:  chemical compounds ???  In sum, the parties are distinguished by the substitution of a single amino acid.  Both have the same properties, same effect.  The change does not effect the way the chemical acts and is not important.  An average skilled person could have know that the protein in a modified form would have the same function.

NOTE:  the amino acid sequence was specified individually in the claims.

RULE:  a product or method infringes a patent if it falls w/in the technical scope of the patented invention even if the development occurred independently from the patented invention.

HELD:  since the activities of the defendant are grounds for infringement of the plaintiff’s patent, the plaintiff’s petition to cease such activities  and to destroy the disputed product is well founded.

chapter 15

infringement exercise


You are employed as a patent attorney in Alexandria, Virginia.  On September 2, 1997, Mr. Vance Varnish, president of Varnish, Inc., comes to your office seeking advice.  “our primary client, massive Motors, has just been sued for patent infringement!”  he exclaims.  


After Mr. Varnish has relaxed somewhat, he shows you a copy of United States Patent No. 9,999,999.  The ‘999 patent was filed on June 15, 1992, issued on February 1, 1994, and has been assigned to the Primer Products Corporation.  The patent bears the title “Method for Coating Metal,” and has only a single claim, Claim 1.  According to the patent specification, the disclosed method for coating metal results in a painted surface that is particularly long-lasting and corrosion resistant.  Claim 1 of the ‘999 patent provides:


Claim 1.  A method for coating a metal surface with paint, comprising the steps of:


spraying said metal surface with urea;


heating said metal surface to approximately 300 degrees C;


spraying said metal surface with said paint; and


drying said metal surface.


Mr. Varnish explains that Varnish, Inc. sells painting supplies to various automobile manufacturers, primarily the Massive Motors Company.  Varnish, Inc. works closely with Massive Motors in designing new paints, as well as ways to apply these paints to automobile surfaces.  “This entire affair began on April 1, 996,” Mr. Varnish says.  “That’s when Primer Products Corporation sent our chief customer, Massive Motors, a letter.”  Mr. Varnish shows you the letter, which provides in part:











April 1, 996

To the Massive Motors Company:

We are pleased to call to your attention United States Patent No. 9,999,999, directed towards a “method for Coating Metal.”  We ask you to review your product line to ensure that you are not infringing claim 1 of the ‘999 patent.  We will be in touch shortly to inquire as to the results of your infringement study.

Sincerely yours,

Paul Primer

President, Primer products Corporation


“After reading the ‘999 patent, I asked a chemist to see if the results obtained by the patented process were as good as the patent stated, “ Mr. Varnish continues.  “It was true—the experimental results he reached were far superior to our existing painting techniques!  I decided that this kind of finishi8ng was the wave of the future, but that Varnish, Inc. shouldn’t risk infringing the ‘999 patent.  After spending almost four months and about $500,000 in company funds, we came up with the following technique.”  Mr. Varnish then hands you a piece of paper which reads:



varnish inc.’s proprietary painting process


Top Secret!

1.  Spray the metal surface with paint.

2.  Spray the metal surface with melamine resin.
3.  Heat the metal surface to 365 decrees C.
“Look, I’m a business person, not a chemist.  But see how different our technique is!”  Mr. Varnish exclaims.  “Not only do we employ melamine resin, not urea, the order of the process steps is crucial.  It’s like making a piece of toast with strawberry jam.  If you spread strawberry jam on a piece of bread before putting the bread in the toaster, you would burn the jam and not reach the desired result.”


You then ask Mr. Varnish whether, once the metal surface has been heated, Massive Motors dries the metal surface or not.  “Oh, Primer Products Corporation just wants to ensure that the paint is fully dry,” Mr. Varnish explains.  “But because the metal surface is quite hot at this point, we’ve learned that the paint dries in a matter of two or three minutes even without additional work.  So Massive Motors doesn’t bother to do anything after heating the surface—it just waits a few moments and then move the part down the assembly line.”


“Anyway, we had no further contact with Primer Products Corporation until yesterday, September 1, 1997, “ Mr. Varnish continues, “when Primer Products Corporation filed suit for patent infringement against Massive Motors.  Not only am I worried about Massive Motors being found liable for patent infringement, I’ve heard that Varnish, Inc. could be sued itself.  We sell the paint and the melamine resin to Massive Motors, which actually performs our method in its factory.  While both the paint and melamine resin are available on the market generally, we sell these products in appropriate amounts for use in automobile assembly.  With each sale, we also include a set of instructions on how to use these materials in accordance with our own coating method.”


Promising you will call Mr. Varnish back tomorrow, you escort him to his automobile—a late-model Massive Motors brand, of course.  Upon consulting a chemical encyclopedia, you are able to construct the following chart comparing melamine and urea:  (see Chart on page 1046 of the text).  Confused and lacking technical knowledge in this area, you call a noted chemistry professor, Dr. Cheryl Shellac, and describe the patented and accused coating techniques.  She explains:  “Although urea and melamine seem fairly distinct, in fact the only practical way to make melamine is to synthesize it from urea.  First, urea is thermally decomposed into a gas mixture of cyanic acid and NH3; second, cyanic gas is thermally decomposed into a melamine-CO2 vapor.  This simple two-step endothermic reaction is extremely well-know to the art.  Indeed, you can think of melamine as a straightforward derivative of urea.”


Professor Shellac continues:  “Melamine resins are well known to possess outstanding resistance to heat, water and various chemicals.  However, until early 1995, it was extremely expensive to make these resins on a large scale.  Advances in chemical processing technologies that occurred in late 1994 and early 1995 have made melamine resins quite cheap to synthesize.  At that time, they became sufficiently inexpensive and practical enough to employ in everyday manufacturing.”


Professor Shellac goes on to explain: “Regarding the order of the steps, all that the patented process does is mix the paint together with a reactant, urea, at a high temperature.  The order in which the paint and reactant are applied to the metal surface is immaterial.  So long as they both occupy the same heated metal surface at the same time, the melamine resin almost instantly polymerizes and the result is a superior long-lasting coating.”


You thank Professor Shellac and next conduct some research on an on-line database.  You discover an article in an industry journal, The Thinner Times. Written by a Primer Products Corporation researcher.  The researcher describes how he invented the patented process after three years of painstaking research, at a total cost of nearly five million dollars.


As you are signing off the database, a courier arrives from Varnish, Inc., with a copy of the ‘999 patent’s prosecution history in hand.  You carefully examine the prosecution history.  You note that the examiner offered a Notice of Allowance with regard to the ‘999 patent on his First office Action.  The only comment offered in the Reasons for Allowance was: “The claims patentably distinguish over the prior art.”


Last you order a prior art search.  The searcher finds only on pertinent reference: an article written by one Ulrich Undercoat, published on November 1, 1991, in a trade journal entitled The Pigment Pages.  Undercoat discloses a process for coating the surfaces of certain steel machine parts in order to increase their working life.  According to Undercoat, superior results are obtained when the surface of the machine parts is heated to 380 degrees C; paint is subsequently applied to the heated surface; and the surface is then immediately sprayed with melamine resin.


How would you advise Mr. Varnish as to the prospects of Primer Products Corporation’s possible charges of infringement against the Massive Motors Company and Varnish, Inc.?
Mr. Varnish need to know what he needs to do.  Should he stop providing instructions on how to apply his melamine and paint? Should he alter the directions he includes when he sells the paint? Should he continue to do what he is doing right now? In other words how is that he can avoid infringing if he is doing so right now.

In order to show that Varnish’s new method of coating metal is infringing, it would have to be found that the method was obvious, the next logical step in this method process. What is crucial is that there not necessarily be identity, but only that the structures do the same work, in substantially the same way, and accomplish substantially the same result.  That is all that is needed for infringement, and is in a nutshell the doctrine of equivalents.  

It can be argued that the end result is the same for both methods because the outcome is a resistant finish.  On the other hand it can be argued that the use of melamin is not substantially the same way.  This will be hard to prove, however, because melemin is merely a derivative of urea.  Both do mostly the same work (arguably); the only question there pertains to the drying step which can be argued by Varnish to be excluded because there is no actual drying process. A finding of equivalence is a determination of fact. The DOE applies only if the differences b/w the two products is insubstantial, so Varnish would have to prove that there was a substantial difference before he could get rid of the applicability of the DOE.

A claimed invention and an accused invention may perform substantially the same function and may achieve the same results and will not make the latter an infringement under the Doctrine of Equivalents where it performs the function and achieves the results in a substantially different way. That is the issue at hand here. Arguments can be made for both sides as discussed.

Evidence of “designing around” is likewise relevant and weighs AGAINST infringement in application of DOE.  If Varnish can prove that Varnish purposefully designed around the 

‘999 patent then that would weigh in favor of Varnish. That would seem like a reasonable argument in that subsequent to the issuance of the letter Varnish spent time and corporate funds to come up with a new method. 

Evidence of independent creation is not DIRECTLY relevant to the DOE inquiry, but it is highly relevant to refute an allegation of direct copying.  Infringement, whether literal or under DOE is a question of fact.

Furthermore…

4. A finding of infringement under the DOE requires proof of insubstantial differences.

5. It is an issue of FACT for the jury; and therefore

6. The trial judge has no discretion to choose whether or not to apply DOE.

Requires that each limitation of a claim must be expressed in the accused infringement, either literally or equivalently, for the Doctrine of Equivalents to apply.  It does not matter about the patent claim as a whole, but rather each element of the patent claim. Here there is one claim on the ‘999 patent, which would be an indicator that the DOE does apply. In order to show infringement, the plaintiff (Primer) must show the presence of EVERY ELEMENT of its substantial equivalent in the accused device.  To be a SUBSTANTIAL EQUIVALENT the element substituted must not be such as would substantially change the way in which the function of the claimed invention is performed. The element substituted here is melamine and it does not substantially change the way in which the function of the claimed method of finishing is performed, weighing against Varnish.

Indirect Infringement (Contributory Infringement): Varnish should also be concerned about inducement on their part.  Whoever actively induces what is determined to be infringement of a patent is liable themselves as an infringer.  Varnish’s sales and instructions can be argued to be inducing Motors into infringement.  Furthermore, whoever offers to sell or sells in the US knowing the same to be especially made for use in an infringement of said patent is liable as a contributory infringer.  Since Varnish sold Motors the paint and gave the instructions then if it is found they knew of existing patent, they are contributory infringers.  As mentioned, however, notice did not come until the letter from Primer at which point Varnish altered their method.  If the method is not found to be patentable but merely falls under the DOE then Varnish was continuing to infringe and would therefore be liable as a contributory infringer.  

The strongest argument Varnish has in getting the new process to be considered non-infringing is melamine.  Although true that it is merely a further synthesis of urea, the practicality/technology of producing it is not what it was at the time of the ‘999 patent.  So in that sense it can be argued that it is not obvious nor substantially similar because it is in a different way accomplishing the result.  If that were true, the ‘999 patent would not cover the new process (which was created solely by Varnish) and Varnish could continue to use their method.
CHAPTER 16:  EQUITABLE DEFENSES

16.1 LACHES AND ESTOPPEL

A.C. Aukerman Co. v. R.L. Chaides Construction Co. p 1049

D.C. held on summary j’ment that Aukerman was barred under laches and equitable estoppel from maintaining an infringement suit against Chaides.

App. Ct. reverses and remands because of material fact

Invention is method an device for forming concrete highway barriers capable of separating highway surfaces of different elevations.

Chaides aquired a slip form from a licensee of Aukerman.  In 1979, Aukerman offered Chaides a license.  Chaides declined.  Chaides made a 2nd mold in mid-80s which is basis for infringement suit.

Suit filed in 1988.

Laches and Equitable Estoppel are defenses under 35 U.S.C. 282

LACHES – 2 elements 1) patentee’s delay in bringing suit was unreasonable and inexcusable and 2) alleged infringer suffered material prejudice attributable to the delay.

Under laches, claim for damages prior to the suit may be barred.  A presumption of laches arises where a patentee delays bringing suit for more than 6 years after learning of infringement.

EQUITABLE ESTOPPEL – entire claim may be barred.

3 elements 1) patentee through misleading conduct leads the alleged infringer to reasonably infer that the patentee does not intend to enforce its patent (conduct may include specific statements, action, inaction, or silence where there was an obligation to speak) 2) alleged infringer relied on that conduct 3) due to its reliance, the alleged infringer will be materially prejudiced if the patentee is allowed to proceed with its claim.

LACHES = reasonableness of delay  EQUITABLE ESTOPPEL = what D. has been led to believe

These defenses are reviewed under abuse of discretion standard

2 types of prejudice 1) economic – loss of  monetary investments or incur damages which would have been prevented by earlier suit 2) evidentiary, or “defense” – defendant’s inability to present a full and fair defense

LACHES

Excuses for delay include, but not limited to:  other litigation, negotiations w/ accused, poverty and illness under limited circumstances, war, extent of infringement.  These equities may or may not require that Plaintiff communicate its reason for delay.

Need not be communication between P. and D.  

E.E.

Not limited to a particular factual situation nor subject to resolution by simple or hard and fast rules.

E.E. does not require the passage of an unreasonable period of time.  

Infringer cannot be unaware of the patentee and/or patent

To show reliance, infringer must have communication or relationship w/ patentee

16.2 SHOP RIGHTS

McElmurry v. Arkansas Power & Light Co. p 1060

Mac and White River Tech, Inc. (WRT) appeal a summary j’ment for AP&L that AP&L had shop rights.  Affirmed.

Subject matter was a level detector used in electronic precipitators.

Harold Bowman, patentee, was a consultant to APL in ’80.  Developed a level detector in 1982 w/ Richard Roberts, an APL employee.

Installed 128 level detectors at APL’s White Bluff plant.  Material and working drawings paid for by APL.

’82, Bowman formed WRT w/ Mac and Johnny Mitchum.  WRT installed 64 level detectors at Independence Steam Electric Station (ISES).  An outside contractor then installed the remaining 64.  WRT then sued in ’90 when APL solicited and contracted with another party to install level detector on hydroveyer hoppers at ISES.

SHOP RIGHT a right created at common law when circumstances demand it, under principles of equity and fairness, entitling an employer to use w/out charge an invention patented by one or more of its employees w/out liability for infringement.  

Characterized in 2 ways 1) implied license and 2) Equitable estoppel.  Often analyzed as combo of the two.

TEST:  look to totality of circumstances on a case by case basis and determine whether the facts of a particular case demand, under equity and fairness, a finding that “shop rights” exist.

Here, Bowman worked at APL, consented to installed it, participated in installation , and contractors installed the rest w/ consent of Bowman and WRT.  All costs and expenses associated with testing and implementation were paid by APL.

16.3 PRIOR USER RIGHTS

A prior user will enable an earlier user of a patented invention to raise a defense to a claim of patent infringement.  Prior user must show 1)  they independently developed the invention and 2) began use of that invention prior to the filing by the patent owner.  If extent of pre-filing activity was sufficient, the prior user will be permitted to continue such use despite the presence of the patent, subject to specific limitations on the extent of that use.

Helitune Ltd. V. Stewart Hughes Ltd.  P 1067

Defendant pleaded prior use rights as defense of patent infringement.

Section 64 (p. 1068) of British Patents Act 1977 gave a “statutory licence” to a person who in good faith infringes or makes effective and serious preparations to do such an act.  

Here, D. wants to continue selling its RADS-AT tracker.  Issue is whether they made good faith effort to sell before the priority date.

As of priority date, D. had made a prototype active tracker fitted on a helicopter, but didn’t have the tracking computer attached.   It wasn’t until Aug. ’84 that D. considered the feasibility of an active tracking device.

As of priority date, D. had concentrated efforts on producing a passive tracker, not the stage of making effective and serious preparations to sell an active tracker.

chapter 16

equitable defenses exercise


Lawson, who was incarcerated in a Federal Correctional Institution, volunteered to work as an unskilled laborer in a special government manufacturing program.  The program produced helmets for use by the military.  The helmets were made in part of a synthetic fiber that was known by its trademark, Kevlar.  Lawson quickly learned that Kevlar was an exceptionally difficult material to cut.  His cutting device frequently failed during production, damaging the helmet he was attempting to manufacture.  Other program workers shared his difficulties.


An experienced machinist, Lawson thought that he could develop an improved technique for cutting Kevlar.  He took some scrap materials to his cell and worked on the invention during his free time.  By November 15, 1990, he had developed an effective cutting device for use with Kevlar.  Lawson demonstrated his device to prison guards on December 1, 1990.  Impressed with the technology, program officials adopted Lawson’s invention for general use on December 20, 1990.  The device was enormously successful, allowing the program to double the number of manufactured helmets each year from 1990 through 1999.


Upon his release from the Federal Correctional Institution on January 10, 1991, Lawson immediately contacted a patent attorney.  An application was filed on August 1, 1991, directed towards an improved Kevlar cutting device.  The application ultimately matured into the ‘000 patent on February 10, 1992.


While reading an industry newsletter on October 1, 1992, Lawson noticed an advertisement placed by the HeadsUp Equipment Company.  The advertisement described a Kevlar cutting device which appeared to infringe the ‘999 patent.  Lawson directed correspondence to the HeadsUp Equipment Company on October 5, 1992, which included the following language he had taken from a legal form book:


I believe you are selling Kevlar cutting devices of a type covered by one or more of the claims of the ‘999 patent.  I am willing to consider granting you a license under the patent on reasonable terms.  If, however, you should continue your infringing activities without a license, I am prepared to take whatever action is necessary to enforce my patent rights.


Please let me know promptly if you are interest in a license under the patent.  I am docketing this matter for further attention two weeks from the date of this letter in the event I do not receive a satisfactory response from you.


Lawson received no response to his letter.  Busy working on another invention, Lawson subsequently took no immediate action regarding the ‘999 patent.  Lawson then filed suit against the Unites States government in the Court of Federal Claims on July 15, 1998, and against the HeadsUp Equipment Company in the District Court for the Eastern District of Virginia on July 22, 1998.


Address the following issues:

(1)  Does the United States government possess a shop right in Lawson’s patented invention?

(2)  Is Lawson barred by laches or estoppel from pursuing his claims against either the United States government or the HeadsUp Equipment Company?
The government can make a claim to a shop right in Lawson’s kevlar cutter, but under the totality of the circumstances, they probably don’t have that defense.  A shop right is a right created at common law when the circumstances demand it, under principles of equity and fairness.  Courts have viewed it in one of two ways, an implied license or equitable estoppel.

Lawson has a stronger case than the government in the implied license situation.  

Here, the focus is on whether an employee engaged in any activities which demand a finding that he impliedly granted a license to his employers.  Such factors include developing the invention on the employer’s time at the employer’s expense. In our situation, Lawson was a federal prisoner working at a federal prison.  The government provided all materials.  Lawson can argue that he worked on scrap materials which the government had discarded on his own free time in his cell.  

The government’s strongest case is with equitable estoppel.  Here, the focus is on whether the employee’s actions, e.g., consent or acquiescence to his employer’s use of the invention, demand a finding that he is stopped from asserting a patent claim against his employer.  The government can claim that Lawson demonstrated his technology to them and that the invention was adopted into the government program with his consent.

However, many courts adopt neither focus and look at the totality of the circumstances.

They look at all the facts and grant a shop right if circumstances dictate that the right should be granted.  It is under this view that Lawson could make a strong argument against the shop right finding. Looking at the totality of the circumstances, we see that the government did provide the material, but by the time they were developed, they were scrap.  Lawson worked on his own free time.  As to consent of the government’s use, Lawson can claim that as a federal prisoner, he really didn’t have any other option other than to suppress the invention, which would run counter to public patent policy.

Lawson will probably prevail in the shop right claim.

Turning to the second issue, In a short answer, Lawson is probably barred by laches against both infringers.  HeadsUp and the government can use an equitable estoppel defense.  

Laches has two elements:  1) unreasonable delay and 2) the alleged infringer suffered material prejudice attributable to the delay.

The patent was issued in 1992 and suit commenced in 1998.  A six year delay places the presumption of laches against Lawson.  For the first element, the Aukerman case gives examples of what constitute reasonable delays.  Some of these are illness, war, other suits, extent of infringement, etc.  Here, Lawson delayed because he was working on other inventions.  Working on other priorities is likely to be unreasonable.

Second, the infringers must show they were materially prejudiced, either evidentiary (loss of records, death of witnesses, etc.) or economically. (damages which would likely have been prevented by earlier suit).  Here, both the government and HeadsUp can show likely economic prejudice.  Both infringers likely increased  the amount of their investments as the market grew while Lawson who knew of the infringement in 1992 sat idly by.  For these reasons, both infringers could likely use the defense of laches.

Equitable estoppel has three elements:  1) communication, 2) reliance upon the communication and 3) the infringer would be harmed materially if the patentee would be permitted to assert a claim inconsistent with his earlier conduct.  HeadsUp easily meets the first requirement.  They received a letter in 1992 informing them that they had two weeks to contact him about a license.  As for the government, they will have to rely on plaintiff’s inaction as communication.  The fact that the government used the invention with Lawson’s consent combined with the fact that no action was taken for six years will likely be found to constitute a communication.

HeadsUp and the government will also likely be able to satisfy the reliance element.  Both infringers can argue reliance by showing that Lawson’s inaction prompted both to continue their efforts  to use the invention.  Third, both companies can claim material harm.  See this argument in the laches discussion.  Also, both infringers will be burdened with large legal fees defending the action which they believed they were justified in taking.

It is important to note here that if laches is successfully argued, then the claims prior to the suit are barred.  If equitable estoppel is successfully argued, then patentee’s entire claim is barred.  This is an important distinction which Prof. H. stressed as the key distinction between the two concepts.
CHAPTER 17 – REMEDIES

Remedies provided by 35 USC are sections 283 (injunctive relief) and 284 (damages)

§17.1 Injunctions

Often most valuable remedy for patentees

§17.1(a) Preliminary Injunctions

One would expect that injunctions would be easy to get.  You do have a monopoly on the invention which gives you a right to stop others from using.  But there are other factors: like others being in the market.  But, if there are no other non-infringing companies in the market (e.g. Polaroid v. Kodak, Polaroid has the market cornered even  though Kodak was not in this market.  Kodak had to pay huge damages and an injunction was issued).

H.H. Robertson, Co. v. United Steel Deck, Inc. p 1075

Invention:  concrete deck structure sub-assembly for distributing electrical wire

Dist. Ct. granted prel. injunction for Robertson

The patent was held valid in a prior district court trial.  This weighed in favor of the patent holder on the factor of patent VALIDITY.  So the patentee started off with strong presumption of validity which makes it easier to argue infringement.

Preliminary injunction is at the discretion of the trial court (abuse of discretion)

For preliminary injunction, must show 1) reasonable probability of eventual success in the litigation and 2) that the movant will be irreparably injured pendente lite if relief is not granted.

Court should also take into account the possibility of harm to other interested persons from the grant or denial of the injunction and the public interest.

Grant of preliminary injunction does not require that infringement be proved beyond all question, or that there be no evidence supporting the viewpoint of the accused infringer.  The grant turns on the likelihood that the patentee will meet its burden at trial of proving infringement.

Movant must also show the lack of adequate remedy at law or other irreparable harm.  Irreparable harm has been presumed when a clear showing has been made of patent validity and infringement.  This presumption is not irrebuttable.

Finding was affirmed.

NOTES

4.  Preliminary injunctions have been denied based on overriding social concerns, particularly where public health concerns are implicated.

§17.1(b) Permanent Injunctions

Joy Technologies, Inc. v. Flakt, Inc. p. 1084

Invention:  improved process for de-sulfurizing flue gas produced from the combustion of fuels containing sulfur.

Standard of review:  Abuse of discretion

Sale of equipment to perform a process is not a sale of the process within the meaning of Sec. 271 (a).

Exception:  A party’s acts in connection with selling equipment may constitute active inducement of infringement or contributory infringement of a method claim under Sects. 271 (b) and (c).  Liability for either of these cannot occur w/out an act of direct infringement.

In this case, the patent contains only method claims and can only be directly infringed when the method is practiced.

Court erred in holding that a seller of equipment (Flakt) could be a contributory infringer when there is no direct infringement.

Remanded to dist. ct. because they are in best position to fashion an injunction tailored to prevent or remedy infringement.  “Judicial restraint of lawful competitive activities must be avoided.”

NOTES

3.  Public health  Equity courts have applied a Balance of Harms test, sometimes called the Equitable hardship doctrine:  Denying injunction where the injunction will cause a much greater injury to the infringer than benefit to the patentee.

§17.2 DAMAGES

§17.2 (a) Basic Principles

Panduit Corp. v. Stahlin Bros. Fibre Works, Inc. p. 1095

Invention:  covering duct for wiring of electrical control systems

35 USC 284 requires that patent owner receive from the infringer “damages adequate to compensate for the infringement.”

To obtain profits on sales patentee would have made, must show:  1) demand for patented product, 2) absence of acceptable noninfringing substitutes, 3) his manufacturing and marketing capability to exploit the demand and 4) the amount of the profit he would have made.

Here, Panduit not entitled to lost profits on lost sales because it failed to establish element 4.

When actual damages cannot be proved, patent owner is entitled to a reasonable royalty.  Sect. 284.  Reasonable Royalty will necessarily be more than what a willing licensor and licensee would agree to.  Why? Otherwise there would be no incentive to grant license to anyone.  They would just infringe, and when sued, pay what they would’ve paid anyway.

The setting of a reasonable royalty cannot be treated as ordinary royalty negotiations between willing owners and licensees.  Would make infringement a method of forcing “compulsory licenses”.

Amount of royalty turns on the facts of each case, as best as may be determined.  Among relevant facts are 1) what plaintiff’s property was, 2) to what extent defendant has taken it, and 3) its usefulness and commercial value as shown by its advantages over other things and by the extent of its use.

Primary inquiry is “what the parties would have agreed upon, if both were reasonably trying to reach an agreement.  This must be modified by the commercial situation, and when the result to interfere with a patent monopoly, which the patentee was in position to and desired to keep, by retaining the entire market himself, his compensation for parting against his will with that opportunity must take due account of the loss to him of anticipated profits on the business which the licensee will thus get away from him.”

Rite-Hite Corp. v. Kelley Co. p 1105

Invention:  device for securing vehicle to a loading dock

App. Ct. affirms lost profits, reasonable royalty, but vacate damage award based on dock levelers.

Lost profits—used Paduit test.  But ct limited it by saying 284 damages are not solely a “but for” test.  Question of legal compensability is one “to be determined on the facts of each case upon mixed considerations of logic, common sense, justice, policy and precedent.”

Balance between full compensation (Supreme Court view) and reasonable limits of liability encompassed by general principles of law can best be viewed in terms of reasonable, objective foreseeability.  

DOCK LEVELERS

When a patentee seeks damages on unpatented components sold w/ a patented apparatus, courts have applied a formulation known as the “entire market value rule” to determine whether such components should be included in the damage compensation.

This rule has been applied to permit recovery of damages based on the value of a patentee’s entire apparatus containing several features when the patent-related feature is the “basis for the customer demand.”

“The purpose of the patent law is to redress competitive damages resulting from infringement of the patent, but there is no basis for extending that recovery to include damages for items that are neither competitive with nor function with that patented invention.”


Companion sales.  Damages for non-infringing device.  If you can prove that “but-for the sale of the infringing device, you could not have sold the non-infringing device.”

17.2 (b) The Market Share Rule

BIC Leisure Products, Inc. v. Windsurfing International, Inc. p. 1118

Invention:  “One-Design Class” sailboards

Windsurfing (WS) was awarded lost profits.  This ct. reverses.

WS licensed its technology extensively.  12 cos. licensed in Europe, plus more in U.S.  All U.S. licensees plus some European licensees were domestic competitors.  BIC began selling boards in ’81.  Used blowmolding process instead of WS’s rotomolding.  BIC sold lower end of market while WS sold higher priced.

An award of lost profits may not be speculative.  Instead, patent owner must show a reasonable probability, absent the infringement, that it would have made the infringer’s sales.

You can argue market erosion.  But argue “my damage” is more than the numbers.  My price has been eroded by the competition.  My market share has been eroded.  In this case, the patentee has issued licenses. Court found that the price erosion was as much from the licensees as from infringers.  Not entitled to damages.

Boards were different fundamentally, several other competitors had prices closer to BIC.  Panduit test not appropriate here b/c Panduit test operates on the assumption that the products are sufficiently similar to compete in the same market.

17.2(c) Reasonable Royalties

***GEORGIA-PACIFIC CORP. V. UNITED STATES PLYWOOD CORP. p. 1126

THIS CASE LISTS THE 15 EVIDENTIARY FACTS RELEVANT TO THE DETERMINATION OF THE AMOUNT OF REASONABLE ROYALTIES.  

1. Royalties received by the patentee for the licensing of the patent in suit, proving or tending to prove an established royalty.

2. Rates paid by the licensee for the use of other patents comparable to patent in suit.

3. nature and scope of the license, exclusive (more expensive) or nonexclusive (cheaper); restricted or non restricted . . .

4. Licensor’s established policy and marketing program to maintain his patent monopoly by not licensing others to use the invention . . .

5. The commercial relationship b/w the licensor and licensee, such as, whether they are competitors in the same territory in the same line of business . . .

6. Effect of selling the patented specialty in promoting sales of other products of the licensee (are you affecting all of my business? Or just a section).

7. Duration of the patent and the term of the license

8. Established profitability of the product made under the patent, success, and popularity

9. utility and advantages of the patent over the old modes or devices (how good is this?)

10. Nature of the patented invention, the character of the commercial embodiment of it as owned and produced by the licensor

11. Extent of the infringement (evidence of the probative value of the patented device)

12. portion of profit or of the selling price that is customary

13. Portion of the realized profit that should be credited to the invention as distinguished from non-patented elements, the manufacturing process, business risks, or significant features or improvements added by the infringer.

14. Opinion testimony of qualified experts

15. Summary of the preceding 14. (if both parties were a willing buyer and willing seller, neither being under a compulsion to buy or sell, what price would they have set for a license?)

Notes (page 1128)

#2.  hypothetical consideration of a negotiation:  

#3.  The going rate.  Court has always worried about whether or not the agreement was at  “arms length”.  If any doubt, the agreement is not recognized.

#5. Non-infringing alternatives.  Is there anything else out there?  Is it really a two party market? Define the scope of the market.

#6.  Panduit “kicker”?  District court added 9% to the reasonable royalty.  “Panduit” does not authorized additional damages or a “kicker” on top of a reasonable royalty.

17.2(d) Foreign Approaches

Gerber Garment Technology v. Lectra Systems p. 1134

Invention:  automatic cutting machinery for fabrics.  CAM (Computer Assisted Manufacturing)

Gerber showed considerable advances over prior cutting systems.  Could be used in conjunction w/ CAD (computer assisted design), to make patterns.  CAM could be sold w/ CAD or could interface w/ other CAD systems.  Lectra has been a leader in CAD since ’73.  In ’82, they made their first CAM machine, a laser cutter which had no real success.

Two other infringers:  Investronica (Spain) and Bullmer (Germany).  Each sold just 2 machines during the life of the patent.  Lectra sold 25 machines.  Gerber sold 20 machines in the 5 yr period.  Lectras machines sold for US$3.6 million.  Gerber claimed for $9.757 million.

Disputed principle here is “associated damages”.  The sales of allied unpatented matters and “bridgehead” into post patent-expiry sales.

Gerber claimed they would have also sold CAD systems on their machines, and had a good prospect of follow on sales and service.

Lectra says anyone could sell CAD, spares and service.

Big test is:  1) One must distinguish between the wrong and the damage flowing from it, 2) Any damage which foreseeably flows from the wrong is recoverable. 3) In some cases, there may be policy reasons for restricting damages even where the damage foreseeably flows from the wrong.

J.  Jacob says that “ ‘but for’ can never be a sufficient test – Adam and Eve would have a lot to answer for otherwise.”
The general policy of the law of tort in modern times is to provide compensation for damage which is foreseeably caused by the wrong.
§17.3
Enhanced Damages and Attorney Fees

Patent statute allows damages including:

§284
Damages
Court may increase the damages up to three times the amount found or assessed
§285
Attorney Fees
Court in exceptional cases may award reasonable attorney fees to the prevailing party.

Read Corp v Portec

Patent involved a portable screening apparatus for separating coarse material from finer material. D had evidence that he was trying to design around the patent, and jury found that the infringement was willful.  Issue here was whether enhancement of damages and amount thereof based on D’s conduct.  Court looked at three factors to consider whether the D acted in such bad faith as to merit an increase in damages:

1. Whether the infringer deliberately copied the ideas or design of another

2. Whether the infringer when he knew of the other patent’s protection, investigated the scope of the patent and formed a good-faith belief that it was invalid or that it was not infringed.

3. The infringer’s behavior as a party to the litigation.

Other circumstances which court’s have appropriately considered:

4. D’s size and financial condition

5. Closeness of the case

6. Duration of the D’s misconduct

7. Remedial action by the D

8. D’s motivation for harm

9. Whether D attempted to conceal his conduct

After looking at the evidence court found that there is insufficient evidence from which a reasonable jury could find that D’s infringement was willful, and absent this willfulness there is no basis for enhancement. Same goes for attorney’s fees.

Notes:

· Federal Circuit held that enhanced damages are not available for infringement of a design patent

· In determining award for attorney fees, court must consider whether there is clear and  convincing evidence that the case is exceptional and if so whether an award of attorney fees is warranted.  Exceptional may include bad faith litigation, willful infringement, or inequitable conduct.

· Attorney fees are awarded only to the prevailing party.  Amount awarded should bear some relation to the extent the party actually prevailed.

§17.4
Marking

Patent Act provides a significant incentive for patentees that choose to indicate their intellectual property rights on the technology or packaging:

§287
If no mark is given (no notice), no damages shall be recovered by the patentee in any action for infringement except on proof that the infringer was notified of the infringement and continued to infringe in which event damages for infringement may be recovered.

Amsted Industries v Buckeye Steel Castings

The patent involved a combined body bolster center filler and center plate for railway cars (underframe structure). Buckeye, a customer, began using Amsted’s patented invention and selling it.  The question is whether §287 should apply only to express licenses or should it include implied licenses as well.  Court found it should include implied licenses as well. A patentee cannot recover damages absent marking or notice of the particular D’s by informing them of his patent and of their infringement of it. Therefore, notifying Buckeye of Amsted’s ownership of the patent was not notice within the meaning of §287. Amsted may recover only after it notified Buckeye of its infringement.

Notes

· False marking: if an entity falsely marks an aritcle with a patent number with the intent of counterfeiting the mark anyone can bring suit against them

· Patents with both product and process claims: marking does not apply to method claims because there is nothing to mark; it does apply to both process and method claims, however

· Some countries require marking

Chapter 18
Patent Enforcement

§18.1
Ownership and Assignment of Patent Rights

§261
Ownership; Assignment

· Patents are personal property

· Applications, patents, and any interest in patents shall be assignable

· An assignment is void unless it is recorded in the PTO within three months from its date.  If the assignee does not file w/in 3 months can be defeated by a BFP.

Filmtec v Allied

Patent claims a reverse osmosis membrane filed by Cadotte. Cadotte assigned his rights to FilmTec, recorded in USPTO. FilmTec later sued Allied for manufacturing a reverse osmosis membrane. Issue is who has title to the patent and whether FilmTec has made a sufficient showing to establish a likelihood of success showing that they do have title.

Property rights in an invention itself by definition are personal property. §61 makes clear that these rights are assignable; an expectant interest an be a valid assignment as well. Once the invention is made and an application for patent is filed, legal title to the rights accruing thereunder would be in the assignee and the assignor-inventor would have nothing remaining to assign.  A purchaser takes the entire ownership of the patent free of any prior equitable encumbrance. A BPV cuts off the rights of a prior assignee who has failed to record the prior assignment in the USPTO. 

Court decided here that FilmTec has established a reasonable likelihood of success.

§18.2
Standing

§281
A patentee shall have remedy by civil action for infringement of his patent

Waterman v Mackenzie

Patent owner, Mr. Waterman, assigned the patent to his wife who assigned the patent to Shipman’s Sons. Issue is whether Mr. Waterman brought a suit against Mackenzie for infringement, and Mackenzie claims that Waterman has no standing because he assigned his interest to Shipman’s Sons. 

Patentee may assign 1. The whole patent, 2. An undivided part or share of that exclusive right, 3. The exclusive right under the patent within and throughout a specified part of the US. An assignment short of one of these is a mere license giving no title or right to sue in his own name. Any rights of the licensee must be enforced through or in the name of the owner of the patent.

Mrs. Waterman used the patent as security for a mortgage. A mortgage transfers to the mortgagee as security for the debt the whole title including right of possession. Therefore Shipman is the present owner of the patent under the mortgage and the only person entitled to maintain suit.

Notes

To determine of a party has standing court looks to the substance of an agreement to determine whether it has the effect of an assignment.

Licensee does not mean that they automatically have standing.  The key question for determining standing of a licensee is whether the licensee as a matter of law has an exclusive property interest in the patent, not whether the licensee has been harmed.

Must look at the interest of the infringer to be immune from a second suit brought by the owner of the patent.

Economic injury alone does not provide standing to sue.

Proprietary rights are rights to exclude other from making, using or selling the invention in the US and must be held by licensee to have standing to sue.

The assignee becomes the owner.  If it is only a license and not an assignment (non-exclusive) you cannot sue on the patent.  You must join the patent holder to sue.  If the patent holder does not choose to join voluntarily, you cannot sue.  Can be involved as P or even D.  

§18.3
Personal Jurisdiction

In IP, question is where the act takes place and so where jurisdiction is proper.

Beverly Hills Fan v Royal

Beverly is current owner of design of a ceiling fan. Incorporated in Delaware. Ultec is the manufacturer of a ceiling fan which Veverly alleges infringes their patent. Ultec is incorporated in China. Royal distributes and imports them to US. Royal incorporated in New Jersey. Issue is whether Virginia, where some of the fans have been sold, is proper jurisdiction and has personal jurisdiction over Ultec and Royal.

D argues that contacts were insufficient. Court disagreed. Court determined Virginia’s interest in the dispute is significant. Ultec’s burden  is not sufficiently compelling to outweigh Beverly’s and Virginia’s interests.

In determining whether Virginia’s long arm statute applies here, court had to determine whether tortious interference/injury occurred in Virginia. Economic loss to the patent holder did occur there because infringing sale occurred there. Direct impact of infringing sale occurred in Virginia. 

Virginia law applies and has personal jurisdiction over D’s.

Notes

Venue
Venue is proper when either of two tests is satisfied: 1 the D resides in the judicial district or 2. The D has committed acts of infringement in the judicial district.

Venue essentially lies in any judicial district where personal jurisdiction exists.

§18.4
The Seventh Amendment

Markman v Westview

(Markman is in Chapter 17. See id.)

Issue is whether the jury or the judge will decide what the scope of the invention defines including terms of art. Court decided it is for the judge to decide.

The construction of written instruments is one of those things that judges do and are likely to do  better than jurors. There is a need for uniformity in the treatment of a given patent. Otherwise a zone of uncertainty may enter... 

§18.5
Multinational Patent Enforcement

Treaties and agreements assist inventors in obtaining a series of parallel patents across the world. Problem is there is no convention to support the enforcement of collections against infringers.

Mars v Kabushiki

Mars filed against Kabushiki for infringement of their Japanese patent in Japan. 

Mars claims that the district court had jurisdiction to hear the patent infringement claim, but they did not because there were neither similar acts or same instrumentality in the infringement. Therefore the foreign infringement is not so related to the US patent infringement such that it would be expected to try them in one proceeding.

Forum non conveniens applies in that complex issues of Japanese law and so forth would have to be resolved. Trial court found this is too much. OK

Mars claims there is original jurisdiction over Japanese patent because it is an unfair competition claim. Issue here is whether this business tort is in fact unfair competition. Court holds that as a matter of law a business tort is not a matter of unfair competition. 

HOLDING: No jurisdiction, original or supplemental so case cannot be heard in district court.

Notes

Distinctions between regimes that should influence would-be patent litigants:


Discovery  


Validity determinations in the judicial forum – whether defense of invalidity applies


Procedural complexity 


Size of the litigation team


Availability of Immediate provisional relief


Substantive complexity


Sophistication of courts in patent cases


Choosing a litigator


Costs


European considerations


Traditional approaches

See Festo Corp v. Skaketsu Kinzoku Koyyo 34 F.3d 558 (Fed Cir 2000)

chapter 18

enforcement exercises

1. Glaucon files a patent application on March 1, 1992,.  He then files a continuation application on July 10, 195, including a specific reference to the 1992 application.  The 1992 application goes abandoned on August 1m 1995.  The PTO declares an interference between Glaucon’s continuation application and an application filed by Cephalos on September 1, 1995.  As a result of an October 1, 1998, decision, Glaucon prevails in the interference.  A patent issues to Glaucon on November 10, 1998.  What is the expiration date of the Glauocn patent?
2. A patent issued to Carnap on June 1, 1997.  Carnap assigns the patent to Frank for valuable consideration on September 1, 1997.  Frank records the assignment at the PTO on January 15, 1998.  On November 1, 1997, Carnap assigns the patent to Weissman for valuable consideration.  Weissman never records the assignment.  Neither Frank nor Weissman has knowledge of Carnap’s assignment to the other.  Who possesses valid title to the Carnap patent?
3. Herder, a patentee, wishes to bring an infringement suit against Wolff.  Herder possesses evidence that Wolff uses an infringing apparatus in Concord, New Hampshire.  Herder resides in Bangor, Maine, while Wolff’s place of residence is Montpelier, Vermont.  Assume that the laws of Maine, New Hampshire and Vermont each include a long arm statute similar to that of the Commonwealth of Virginia as discussed in Beverly Hill Fan.  In which judicial districts does personal jurisdiction exist over Wolff under the various state long arm statutes?
4. Frege, a resident in the Eastern District of Michigan, is the owner of the ‘999 patent.  She wishes to bring suit against the Whitehead Company.  The Whitehead Company is a Delaware corporation, but does no otherwise conduct business there.  Its corporate headquarters is located in the Southern District of California; additionally, it operates a manufacturing plant in the Northern District of Georgia.  The Whitehead Company has established sales distributorships, and made extensive sales of products that Frege believes are within the scope of her patent claims, in every judicial district in the states of California, Florida, Georgia and Texas.  Where does venue lie in a patent infringement suit between Frege and the Whitehead Company?
Chapter 19 Licensing, Misuse and Patent-Antitrust p. 1229

Title 35 says that patents have the attributes of personal property, namely alienability.  Just like other conveyances, they can be complete or some can be retained.  There is an important distinction to be made between licenses and assignment.  Assignments consist of:

(1) The whole patent, comprising the exclusive right to make and use and vend the invention throughout the US.

(2) An undivided part or share of that exclusive right

(3) The exclusive right under the patent within and throughout a specified part of the US

In an assignment, the assignee can sue for infringement in his own name.  This is the case foe (1) and (3), above.  In (2), he may sue jointly with the patentee (assignor).  Anything less than one of these three above is a mere license, in which no title or right to sue in his own name vests.  Another feature is that a BFP for value without notice of the prior conveyance voids the assignment unless the assignment is recorded with the PTO within 3 months of the assignment or before the later purchase.  


Licenses, on the other hand, take many of a variety of forms, the most apt description of which is a simple promise not to sue.  An assignment confers jurisdiction to the Fed. Ct. to enforce patent rights, while mere licenses are simply governed by state contract law.  Whether an assignment or license has been conferred is not dependent upon the title of the conveying document, but the intent of the parties and the actual rights conferred under the agreement, and thus, things should be explicitly spelled out.  

§ 19.1 The Technology License Agreement p. 1232

Has a preamble providing parties and definitions.  Also has a granting clause, which enumerates the specific legal rights being conferred.  Warranties are also included along with possibly indemnification clauses.  Sublicensing clauses and arbitration clauses are also included.  Third party infringement clauses help to guaranty or guard against widespread infringement and obligate licensees to enforce patent rights against third parties.  Most favored licensee clauses allow licensees to take advantages of license terms subsequent to their own which have more favorable terms.  Best efforts clauses also are a good idea because then the licensee is obligated to make a best effort at commercial success.  It might also be a good idea to include a provision as to how a bankruptcy might affect either party’s right under the license.  

§ 19.2 Compulsory Licensing p. 1235

Compulsory licensing refers to the practice of requiring the patent owner to grant for a reasonable value licenses to those who apply.  It is generally not used in the US patent system, but is more favored abroad.  

§ 19.3 Licensee Estoppel p. 1236

This was a principle of state law, which said that a person could not contract for a license and then challenge the patent that they had bought the rights to.  It was essentially done away with by the Lear decision below.

Lear v. Adkins p. 1236

Adkins was hired by Lear to build a better gyroscope for jets to help improve navigation.  The issue in this case is whether Adkins will receive compensation for Lear’s use of those improvements which the inventor has subsequently patented.  Lear wants to prove that despite the grant of the patent, Adkins invention was not sufficiently novel to warrant a patent, and that Adkins obtained the patent by a fraud on the USPTO.  Adkins responds that it doesn’t matter, because Lear entered into the agreement, they have to pay the royalties regardless.  The court reviews the history of licensee estoppel before concluding that the underlying principles of not allowing a patentee to enforce an invalid patent outweigh the other considerations, and licensee estoppel is done away with.  Hereafter, licensees CAN challenge the patents they have been licensed.

Notes p 1242

1.  Distinguishing Lear.  The Fed. Cir has refused to enlarge the principles of Lear, and have stated that principles of res judicata as well as the orderly administration of justice requires enforcement of consent decrees and the like.

2.  Assignor Estoppel.  Assignor estoppel on the other hand is still alive and well.  The basic principle is that one should not be able to convey something and then undo his own conveyance by challenging the patent.

3.  No-Contest Clauses and Misuse.  No contest clauses are unenforceable, but inclusion of them is not per se misuse.

4.  Lear and What is Owed.  Successful challenges render problematic the issue of when royalty payment ceases and how much is owed.

5.  Further Reading.  

6.  Aronson v. Quick Point.  When no patent is obtained and the technology being licensed is secret, royalties are okay.  

§ 19.4 Misuse and Patent-Antitrust p.1247

Anti-trust violations may be used as a defense to infringement, in that such violation might constitute patent misuse.  

Morton Salt co. v. G.S. Suppiger Co.  p. 1248

In this case the respondent had a patented machine designed to deposit salt tablets which were used in the commercial canning industry.  In the lower court there was no determination made on the issues of patent validity or infringement because the petitioner’s motion for summary judgment was granted on the grounds of patent misuse.  The alleged misuse was the licensors requirement of licensees of the machine to use unpatented salt tablets which were manufactured likewise by them, thereby allegedly placing unfair trade restraints on competitors.  The court of Appeals rev’d saying that tendency to decrease competition or unfairly extend monopoly.  Petitioner makes machines that allegedly infringe respondent’s machine.  It is a principle of equity that courts may appropriately withhold their aid where the plaintiff is using the right asserted contrary to the public interest, and this consists of declining to entertain a suit for infringement.  Here the patent owner unfairly restrained trade and thus should not be entitled to enforce rights, and the lower court properly dismissed the complaint.  Thus the court of Appeals is rev’d.

Notes p. 1251

1 Questioning Misuse.  Maybe anti-trust laws are too weak, is such a hostile doctrine is required to remedy situations like this.

2.  The Floodgates Open.  After Morton Salt, many many misuse were alleged and the result was that many patent infringement cases took on the flavor of an antitrust suits.

3.  Congress Reacts to the Leveraging Theory.  Statutorily overruled Mercoid I and II as well as arguably Morton Salt with the enactment of §271(d).

Dawson Chemical Co. v. Rohm and Haas Company  p.1252

This case is a more modern reexamination of the misuse doctrine.  A patentee should be able to get relief against people who help others infringe, and shouldn’t if he tries to illegally extend the scope of the monopoly.  This case involved an herbicide for the cultivation of rice.  Monsanto got a patent issued to it in 1968, but it was later invalidated.  It was just one of many competing parties vying for patent rights in this particular herbicide, none of which was successful.  However, R & H did in fact get a patent for a process of applying the herbicide.  Dawson is the appellant and had applied for a license to use the patented application method but was denied. Dawson is an R&H competitor who also produces this herbicide.  They went ahead and sold it with instructions in applying the stuff with the patented process.  


The D. Ct. granted summary judgment of no infringement due to R&H misuse.  But the Ct. of Appeals rev’d.  Here with Blackmun writing for the Supreme Court, they decide that the conduct in question here is squarely within the context of §271(d).  Linking is explicitly allowed under the statute, and mere denial of a license does not equal misuse.  

Notes p. 1263

1.  Did Dawson Chemical Really Matter?  Same essential result regardless of majority or dissent???

2.  Second Commercial Uses.  Implication is that can extend the monopoly only when there are no second uses.

3.  Tie-Outs.  Seems to simply be “linking” referred to above.  §271(d)(5) was not included in the code when Dawson was decided it was added in 1988.

4.  Limited Licenses.  There was originally an antitrust crusade against limited licensing of patents, but it largely collapsed with the defeat in the decision below.

United States v. Studiengesellschaft Kohle p. 1264
This case is a civil antitrust enforcement action brought against SK and its licensees.  The district court found that the licenses in question violated the antitrust act.  Kiegler developed a method of production for aluminum trialkyls (ATAs).  He got several patents for the process and won the Nobel Prize in Chemistry in 1963.  Prior to that, ATAs had no commercial use because of the expense associated with their production.  Kiegler’s process reduced cost by 95%.  As a result, more uses were found.  


Here the Supreme Court rules that the agreements in question did not expand its monopoly or impose trade restraints beyond the scope of the monopoly which its patent gave it.  Simply any restraint is not enough to invoke misuse; there must be a showing of no other purpose for restrictions in agreements other than trade restraint.  Here, the licensor was not as restrictive as he could have bee.  .  The license agreements here were not unreasonable restraints of trade.

Notes p. 1275

1.  Facilitating Cartel Behavior.  Implies that price fixing might be allowed in limited licensing schemes.

2.  Discouraging Patent Challenges.  

3.  Justice Department Guidelines.  

4.  Block Exemptions under the Treaty of Rome.  

5.  Further Reading.  
6.  The attitude of the Federal Circuit towards limited patent licenses.  Implies that Fed. Cir. will uphold virtually any licensing scheme as long as there is not Supreme Court precedent to the contrary.

Mallinckrodt Inc. v. Medipart Inc.  p. 1276

This is a classic “single use only” sale provision.  Medipart serviced devices sold to hospitals by Mallinckrodt which contained “single use only” provisions.  Restrictions on sale are allowed, as long as they are within the scope of the patent grant.  Should the restriction be found to be within the scope of the patent grant i.e. that it relates to subject matter within the scope of the claims, that ends the inquiry.  However, EVEN if the inquiry leads to the conclusion that there are anticompetitive effects extending beyond the patentee’s statutory right to exclude, these effects do not necessarily mean that the restriction isn’t allowed.  Anticompetitive effects that are not per se violations of the law (i.e. antitrust laws) are reviewed in accordance with the RULE OF REASON.  Patent owners should not be in a worse position by virtue of holding a patent that other owners of property used in trade.  Such a restriction is not a per se violation of the law, it must be read under the backdrop of laws governing sales and licenses.  Here, if this leads to a finding that the restriction was within the scope of the patent grant then the suit for infringement can be entertained.  (Most of this language is only slightly paraphrased from the last two paragraphs of the opinion on pp. 1282-1283 which provide an excellent summary of the court’s reasoning in this case.)

Notes  p. 1283

1.  Federal Circuit Application of Mallinckrodt.  Exhaustion Doctrine does not apply to an

expressly conditional sale.

2.  Limited Licenses at the Federal Circuit.  Once again implies that any limited licensing

scheme would be upheld at the Fed. Cir.

3.  Mallinckrodt and Patent Exhaustion.  International stuff not important.

4.  Further Reading.  

5.  Misuse vis-a-vis Antitrust.  Any case that involves a violation of antitrust laws likely results 

in a finding of misuse.  The following case provides illumination of the distinction between cases invoking misuse v. cases violating antitrust laws and therefore invoking misuse.

USM Corp. v. SPS Technologies, Inc.  p. 1286 

The patent in question in this case involves a patch-type self-locking industrial fasteners.  SPS owned the patent and sued USM, a competing manufacturer.  In the lower court, it was determined that USM did not have a valid license.  The case was then settled.  USM acknowledged that the patent was valid and had been infringed.  Then USM sued to invalidate the patent and recover royalties previously paid.  The patent ‘s validity is being challenged as well as misuse alleged.  There is no prohibition in price discrimination between buyers, except in the most extreme and sinister of circumstances.  But at the very least there must be a showing of some competitive effects in the market of the patentee’s customers.  Here there is none of that.  

Notes  p. 1292

1.  Walker Process.  A party injured by a patent obtained by fraud may recover treble damages

under the Sherman Act, as long as the patent covers a relevant market.  This means that in reality treble damages are rarely in fact ever recovered.

2.  Patent Purchases.  Purchase of a patent can raise antitrust concerns in some instances.

3.  Patent Skullduggery.  Sometimes a patent might be worth more in the hands of one party 

than in another, such as when the owning party has competing patents, the monopoly is more perfected.  If the patent is wrongfully obtained, does this give rise to antitrust cases?

4.  How Should the Federal Circuit Deal with Misuse Cases?  There may be a need for 

anticompetitive conduct in misuse cases.

5.  Further Reading.
chapter 19

licensing exercise


Gamma, which manufactures Product X using its patented process, offers a license for its process technology to every other manufacturer of Product X, each of which competes world-wide with Gamma in the manufacture and sale of X.  The process technology does not represent an economic improvement over the available existing technologies.  Indeed, although most manufacturers accept licenses from Gamma, none of the licensees actually uses the licensed technology.  The licenses provide that each manufacturer has an exclusive right to sell Product X manufactured using the licensed technology in a designated geographic area and that no manufacturer may sell Product X, however manufactured, outside the designated territory.


If asked to draft the licenses between Gamma and its licensees, what licensing clauses would you recommend?  What misuse and antitrust concerns would you raise before the President of Gamma?

If asked to draft the licenses between Gamma and its licensees, I would  recommend several licensing clauses, most of which are standard.  It is important have these licenses between Gamma and its licensees, because although none of the licensees currently use the licensed technology, that does not preclude the possibility that in the future the licensees will find a use or actually start using Gamma’s process technology.  Therefore, it is imperative to get as many of these binding license agreements in the event that they do start making use of the process in the future.  

Such a license will include recommendations for severl standard provisions.  Namely, I would recommend a preamble providing parties and definitions of terms contained in the license agreement.  I would also include a granting clause, which enumerates the specific legal rights being conferred by the license agreement.  It is important to be as spcific as possible in this section, because legal determinations of whether an instrument constitutes a complete assignment or a mere license are dependent upon the intent evinced by the parties and the legal rights the instrument confers.  So it is important to be specific about conveying less rights under the license to make it clear that this a a license agreement.

Warranties should  also be included, of commercial utility, merchantability, or scope and validity of the licensed patents.  That way both parties understand the scope and nature of the technology being licensed.  In addition, indemnification clauses should be included so that my client is insulated from liabilility for acts or omissions of the licensee.  

Sublicensing clauses  are also typically used in most license agreements, and since this one is essentially a geographical area-specific license, perhaps the appropriate provision is that sublicensing is not allowed..  An arbitration clauses is also a good idea.  That way if a dispute arises, my client is not forced to immediately go to court, but might have the matter arbitrated.  Third party infringement clauses will definitely also be recommended.  These help to guaranty or guard against widespread infringement and obligate licensees to enforce patent rights against third parties.  

Most favored licensee clauses allow licensees to take advantages of license terms subsequent to their own which have more favorable terms.  In this instance we represent the licensor, so I would try to keep this out of the technology license agreement if at all possible.  Best efforts clauses also are a good idea because then the licensee is obligated to make a best effort at commercial success.  These should always be included.  It might also be a good idea to include a provision as to how a bankruptcy might affect either party’s right under the license.  


As for the specific license provisions in the case of Gamma, I would consider slightly modifying the provisions.  Under the facts, the Gamma Process is not the only process used to produce Product X.  In fact, no manufacturer actually uses the licensed technology.  The license purports to restrict individual manufacturers to the sale of only the portion of Product X manufactured using the Gamma Process.  For Product X manufactured using the Gamma Process, the license is for exclusive sale within a designated area.  The license also purports to forbid the sale of Product X by any manufacturer outside the territory designated for that particular manufacturer.  


The provisions of such an arrangement would be dubious at best, and requires a detailed analysis of the relationship between antitrust law and patent misuse.  A violation of atntitrust laws by the patenteee may constitute a defense to a suit for patent infringement under the equitable doctrine of patent misuse, at least until the adverse affects of the misuse are purged by the patentee.  The defense of patent misuse can be raised by anyone in a suit for infringement, so all that a potential infringer on the Gamma Process would need to do is point to these license agreements as patent misuse in order to clear themselves of the infringement, and there are some strong arguments that such an arrangement would be a misuse.


It is true that the equitable doctrine of patent misuse has died a slow and painful death since the Congress enacted § 271.  Even before the antitrust division suffered the crushing defeat in United States v. Studiengesellschaft Kohle, 670 F.2d 1122 (D.C. Cir. 1981), the courts had been steadilly narrowing the expansive patent misuse doctrine developed in Morton Salt Co. v. G.S. Suppiger Co.. 314 U.S. 488 (1942).  See Dawson Chemical v. Rohm and Haas Company, 448 U.S. 176 (1980).  Today, it is likely that any limited licensing arrangement would be upheld.  A patenteee should be able to get relief against people who infringe, and shouldn’t if he illegally tries to extend the scope of his monopoly.  This license walks a fine line between the boundary of merely maximizing patent results under a license agreement and illegally restraining trade.


It is clear that “linking,” “tying out” or tying in is allowed now and does not constitute misuse under §271.  Likewise, the mere denial of a license neither constitutes misuse.  It seems that as long as a license agreement is not as restrictive as it could have been, it will be allowed.  It seems this requires a showing of no other reasonable commercial purpose other than trade restraint.  It is arguable that this would be the case here.  It seems as if Gamma is trying to place undue restraints on trade.  The scope of their patent involves only product X that is manufactured using the Gamma Process.  Therefore, they should rightfully be able to place the exclusivity provisions in the license agreements.  They have the right to determine who sells Product X manufactured using the Gamma Process and to restrict such sales to a specific designated territory.  However, the license purport to go much further than that.  Namely, they attempt to forbid any manufacturer from selling ANY Product X at all outside their designated territory, regardless of the process used.


This is important becase it could possibly be distinguished from Studiengesellschaft Kohle.  There, the process employed achieved a 95% cost reduction.  Here there is no economic benefit to the Gamma Process.  That case could further be distinguished on the grounds that presumably everyone would be using the licensed process, because of the comparative economic advantages, so it would be silly for them to use the product manufactured by any other process anyways.  There is no anti-competitive effect.  Here we quite possibly have what could be perceived as an illegal extension of the Gamma monopoly by attempting to restrict the production of Product X by processes other than the Gamma patented one.  Accordingly, I would advise against it, because aside from that it is absolutely unnecessary.  The same results are achieved by eliminating this provision, and just going with the exclusivity clauses.  Inclusion of an overextending clause like this one runs the risk that for those that do decide to use the process, Gamma will not be able to enforce infringement rights against them.  Therefore, due to   
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